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REPLY BRIEF FOR THE PETITIONER

I. THE BOARD USES THE WRONG CLAIM-
CONSTRUCTION STANDARD.
Cuozzo's argument on claim construetion is simple:

claims have long been construed differently in adjudi-
cation than in examination, and IPR proceedings are
adjudicatory. Congress did not intend, and it does not
make sense, for the Board to use a different standard
from courts when they perform the same function of
adjudicating patent validity. The Government does
not dispute that the choice of a claim-construction
standard should depend on the purpose of the pro-
ceeding; the purpose of IPR is to declare the meaning
of property rights rather than to adjust or elarify the
scope of those rights; and using different claim-
construction standards in IPRs and district-court liti-
gation has led to substantial unfairness for patentees
and inconsistent results.

The Government instead makes two basic respons-
es, both of which are unpersuasive. .Firsú, despite
Congress's express goal of replacing inter partes
reexaminations with an adjudicatory system, the Gov-
ernment argues that IPRs are more like examinations
than adjudications because of the opportunity to
amend and the lower burden of proof. But the severe-
ly limited ability to amend in IPRs is nothing like the
unfettered right to amend in examinations, and the

18, 19

'..........',......'6

Aee (3d ed.2003)

S. Rep. No. 110-259 (2008)
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burden of proof is ¿iff..lt because the tribunai is
composed of expert patent judges, not nonexpert
judges and lay jurors. The bottom line remains th¿t
IPR is a streamlined surrogate for litigation-not an
extension of the examinational process. Second,, in a
naked power grab, the Government argues that the
PTO's regulation is valid and entitled to deference.
Congress has long denied the agency the power to is-
sue substantive rules, and in any event the regulation
is plainly at odds with the statutory scheme.

A. Congress did not authorize the pTO to de-
part from the ordinary-meaning standard for
adjudicating patent validity.

The Government begins with the same faulty rea-
soning that the PTO employed in its rulemaking: the
agency has long given unexpired patent claims their
broadest reasonable interpretation, so Congress ,,ex-
pected" the Boa¡d to do the same in IpRs. Br. 16.
But Congress was equally aware that the BRI proto-
col is an "examination expedient, not a tal,e of ctaim
constructi,on," In re Skoorecz, 580 F.Bd 1262, 1267
(Fed. Cir.2009) (emphasis added); the purpose ofthe
BRI protocol is to ensure that claims are drafted
clearly, see In re Buszørd,,504 F.Bd 1864, 1966-196?
(Fed. Cir. 2007); and its use in examinational proceed-
ings does not prejudice the patentee beeauJe of the
liberal right to amend, see In re Hgatt,2II F.Bd 1862,
1372 (Fed. Cir. 2000). Against that backdrop, Con-
gress created a new adjudicative proceeding to selve
as a faster and cheaper surrogate for district-court
litigation, which historically has not given ciaims their
broadest reasonable interpretation.

q

1. The applicable claim-construction stand-
ard depends on whether the proceeding is
examinational or adjudicatory.

a. The Government accepts that the purpose of
the BRI protocol is to "promote[] clarity and precísion
in claiyn drafiing." Br. 18 (emphasis added). îhe
Government also âccepts (Br. 19) that, once the claims
have been drafted and the patent has been issued,
courts (and the International Trade Commission)
properly use a different standard in construing the
claims. Nor does the Government challenge that the
Board in IPR is performing the same function as
courts in litigation: it is determining the validity of
issued patent claims.l It therefore follows that the
Board should use the same claim-construction stand-
ard as courts. All of the reasons for construing pa-
tents (like other written instruments) according to
their ordinary meaning in litigation apply equally in
IPR. See CuozzoBr.19-20. Although in rare cases a
patentee may be allowed to amend its claims in an
IPR, the Board proceeds post-amendment to do what
courts do: adjudicate the validity ofthe (new) claims.
Its basic adjudicatory function is unchanged.2

' Some of the Government's amici (ttrough not the Government)
try to disünguish the "patentability" detemination in IPR from the
'lalidity" decision in litigation, but both have the same legal effect.
See Ciozzo Br. 27 n 8. Whether a claim is canceled as unpatentable
in IPR or declared invalid in litigation, a pâtêntee can no longer as-
sert or amend thåt claim.

'z Amicus Public Knowledge (though not the Government) incor-
rectly argues (Br. 25€1) lhat Cuozzo lacks standing. Parties have
standing to pursue a case or controversy, not to mâke particular
arguments. Here, Cuozzo suffered injury from the erroneous appli-
cation of a legal standard different fuom the one that courts employ.
See Pet. App. 117a-120a; PTO Manual g 2111 ("[T]he Ofüce does not
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b. The Government defends (Plr. 27 _2g) the
Board's use of the BRI standard on the grouná that
courts often empioy interpretive rules oi canons in
construing ambiguous language. But the BRI stand_
ard is no mere interpretive rule or canon; it is a sub_
stantive rule 

-that the agency lacks any power to
promulgate. See infra, pp. 10-18. Even seiting that
aside, to know whether a particular interpretivõ rule
applies, courts have to ask whether tfr. 

"oi"'. 
pu"po..

is implicated by the proceeding at issue. See,- e.g.,
Sask v. Zenk, 428 F.Bd 192, t3b (Zd Cir. 2005j (S;_
tomayor, J.) ("Because the purposes of the rule of ien_
ity are not implicated here, wè hold that it does not
apply."). The purpose of the BRI protocol is to ensure
that elaims are drafted clearþ-ã purpose not impli_
cated in_adjudicating the validity of issued patànt
claims. The Board has invoked an interpretive-meth_
od that is manifestly unsuited to the purpose of IpR.

The Government also notes (Br. tg) ihat if a claim
is ambiguous even after exhausting all other interpre_
tive too_ls, _courts attempt to resolve the ambiguity in
favor of validity. Of course, the Board has gonä in'the
opposite direction: it resolves all ambiguity against
validity. In any event, courts' interpretiie tiebreaker
comes- into play only in rare circumstances, and it
flow.s.from the statutory presumption of validity. Se;
!!r!.lli,ps v. AWH Corp.,415 F.Bd 1908, 1B2z (Fed. Ctu1
2005). Here, the Board is not using the BRI method

5

as â tiebreaker when all else f¿ils. It gives every pa-
tent claim its broadest re¿sonable construction, even
if a different ordinary meaning is readily apparent-
and it does not do so in service of any "ancillary objec-
tive[]" codified in the AIA. Br. 28. The AIA does not
instruct the Board to declare patent claims invalid
whenever possible.

2. Congress designed IPR as an adjudicatory
surrogate for district-court litigation.

The Government's observation that "in some ways
i,nter pørtes review more closely resembles litigation
than do its administrative forebears" is a considerable
understatement. Br. 30. The Board is comprised of
judges, who are required to adjudicate the parties'
arguments rather than conduct their own examination
of the prior art. Parties in IPR may obtain fact and
expert discovery, submit briefs, and participate in
oral argument. îhe Government notes (Br. 30-31)
that discovery and the types of prior art that may be
considered are more limited in IPR than in litigation.
But these differences were driven by Congress's goal
to create a faster and cheaper sunogate for litiga-
tion-they do not make IPR any more similar to ex-
aminâtion or reexamination.

The Government ârgues (Br. 32) that IPR, like in-
ter partes and ex pa.rte reexamination, is merely an-
other alternative to litigation. But Congress did not
want another examinational alternative; indeed, it ex-
pressly replaced inter partes reexamination with IPR.
It wanted instead an adjudicatory "substitute" for dis-
trict-court actions. S. Rep. No. ll0-259, at 66 (2008).3

interpret claims in the same manner as the courts.,'). This Cowt
can redress that injury by remanding the câse to the Board to apply
the correct standard. The Board and the Federal Circult ¿iliài
address whether Cuozzo's claims would be invalid ona"" tfã oiàl_
nary-meaning standard, and Cuozzo assertÁ thât its requested con_
struction is the ordinary meaning of the relevant patent îanguage.

3 The Government contends that interference proceedings com-
bined "features of adjudication witù the broadest-reasonabÌe-
constmction approach." Br. 32. The core pu-rpose of interference
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To be sure, Congress did not make IPR identical to
litigation, because its goal was for the agency pro-
ceedings to be more accurate and efficient. No fea-
ture of the IPR system, however, suggests Congress
intended the Board to use a different claim-
construction standard from courts. The Government
focuses on three features: parties, burden of proof,
and amendment. The first two are irrelev¿nt to the
claim-construction standard, and the third supports
using the same standard as courts in adjudicating the
validity of issued claims.

a. Parties. The Government notes that IPRs and
litigation "need not have the same parties." Br. 29.
Unlike in court, a person may request IPR without
demonstrating a concrete stake in the outcome of the
proceeding, 35 U.S.C. 311(a), and the Board may issue
a final decision even if the petitioner terminates its
involvement, 35 U.S.C. 317(a). Even assuming Con-
gress may authorize an agency to adjudicate property
rights in the absence of injury or adversity, at most
those provisions show that Congress wanted to ex-

proceedings was to determine who invented fiISt as between two
applications or an application and an issued patent, 35 U.S.C. 135(a)
(2006), and use of the BRI stand¿rd assisted in determining wheth-
er different claim language actually represent€d the same invention.
In addition, because interferences always involved at least one
pending application, at the conclusion of the interference (once the
priority question had been decided) jurisdiction over the application
returned to the examiner and the examinationaì process continued.
See PTO Ma¡ual $ 2308; InterDigital Amicus Br. 13-14. The PTO
ihus employed the BRI protocol in part because the interference
wâs an outgroy'th ofthe examination. In any event, Congress elim-
inated inter{erence proceedings in the AIA, and accordingly there is
no basis to infer tùat Congress found the PTO's practice in interfer-
ences wor'tlr replicating in IPRs.

7

pand the set of circumstances in which the Board
could determine pâtent validity. Neither provision
remotely suggests that, in determining validity, Con-
gress intended the Board to use a different claim-
construction standard from courts.

b. Burd,en of proof. The rationale underlying the
presumption of validity and heightened burden of
proof in district-court litigation is that judges and ju-
rors should defer to the PTO examiner, who has tech-
nical expertise that most judges and jurors lack. See,

e.9., KSR Int'I Co. v. Telefler Inc., 550 U.S. 398, 426
(2007) ("tîlhe rationale underlying the presumption
[is] that the PTO, in its expertise, has approved the
claim."). That rationale is inapplicable in IPR: there
is no reason for the Board to defer to the examiner
because the Board has similar technical expertise.
See 35 U.S.C. 6(a) ("The administrative patent judges
shall be persons of competent legal knowledge and
scientific ability."). By recognizing the Board's exper-
tise and eliminating the heightened burden of proof, it
does not follow that Congress wânted the Board and
courts to use different claim-construction standards.

c. Anxend,mentl. Congress stripped patentees of
any right to amend their claims in IPR. During initial
examination, applicants have an unfettered right to
amend. The Government asserts that the iterative
back-and-forth "generally occurs twice, culminating in
the issuance of either a notice of allowance or a final
rejection." Br. 3. Even if that were correct, IPR al-
lows nothing like the right to file an amendment, get
feedback from the examiner, and file a second
amendment. In any event, after a so-called "final re-
jection," ân âpplicant may continue to amend claims
by requesting continued examination. See 37 C.F.R.
1.114; see also Robert P. Merges et øL, Intellect:ual
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Property In The New Technological Age 116 (3d ed.
2003) ("The label ,final rejection' is u -iðrrorn"" ìf urr",
there was one."). Similarly, during ex pårte reexami_
nation, patentees may readily amend cjaims after re_jection by the examiner. See B5 U.S.C. SOb (,tTlhe
patent owner w.ill be permi,tted, to propose- any
amendment to his patent.") (emphasis ã¿¿e¿). pa"-
tentees cannot "enlarg[e] the scope of a claim,i, ib,¿d.,
but otherwise amendments are freely aloweá. e¡ã
historically reexaminations have resúlted i" ;-;;à:
ment of claims far more often than cancellation. See
BIO Amicus Br. 11-12.

. By contrast, patentees, ability to amend in IpR is
sharply curtaiìed in a way fla yinconsistent withìse
of the BRI standard. See pet. App. g9a Newman, j,
dissenting) ("Amendment in posì-grant ì"U¿itv p*l
ceedings is not of right, and thus-far appears"to be
almost entirely illusory."). First, pateniËes are liÃ_
rtect to one motion to amend, and roughly \Vo of such
motions have been granted. See Cuizão Br. 29_80.
Second, the Government itself states tt at the ;ãom_
mon featu¡e" of agency proceedings in which the gil
standard has been applied, and the ,.eore rationale,,
for its use in thos.e_ settings, is .,the patent applicani or
patentee may still amend its claims to diiãvow the
brnads¡ ¡.r¿irg if that reading does not renect iis aà_
tual intent." Br. 18. In IpR, patentees cannot,,disa_
vow" the Board's broad claim construction ¡..uo""
they must fite thei¡ moäon before rejection by the
Board. See 3? C.F.R. 4Z.tZI(a)(I).
_ Contrary to the Government,s argument (Br.27),

this is zof a question of whether the igency is'too 
"igiid at the margin, or whether the Boarã a¡üses its ãìi_

cretion in denying any particular motion to amend.
As the PTO itself has explained, the purpose and tim_

9

ing of IPR are inconsistent with a liberal amendment
process. See Cuozzo Br. 30. Granting a motion to
amend bestows a new (and na.rrower) patent outside
the normal examinational process, without the usual
back-and-forth between the examiner and the appli-
cant or the patentee. The purpose of IPR, however, is
not to adjust the scope of patent claims. It is instead
to determine the meaning of such claims. The PTO
has therefore been clear that, by its nature, IPR is
rarely the appropriate forum for claim amendment.

3. Using an ordinary-meaning standard in
IPR would not lead to anomalous results.

The Government contends that using the ordinary-
meaning st¿ndard would require the Board to ,,ap-

prove" a claim that the PTO would reject in a reexam-
ination. Br. 33 (emphasis omitted). That contention
reflects a basic misunderstanding of the Board's ad-
judicatory role. When the Board declines to cancel a
claim, it, does not thereby approve the claim. The
Board simply finds, as a court would, that the chal-
lenger has not carried its burden of proving invalidity
for a claim that already has withstood the examina-
tional process. See Ethicon, Inc. v. Qui,gg,849 F.zd
7422,7429 n.3 (Fed. Cir. 1988) ("Courts do not fìnd
patents 'valid,' only that the patent challenger did not
carry the 'burden of establishing invalidity.",). Courts
give claims their ordinary meaning without asking
whether they should have been rejected in examina-
tion under a different standard. It is no more anoma-
lous for the Board to do the same thing.

It adds nothing for the Government to sây (Br. BB)
that, after a claim is upheld under the ordinary-
meaning standard in IPR, the PTO could commence a
reexamination and cancel the claim under the BRI
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standard. That is equally true of district-court litiga-
tion, and the Government takes no issue with courts
applying the ordinary-meaning standard. Moreover,
the patentee in reexamination has a liberal right to
amend in order to teach away from the PTO,s broader
construction. See 35 U.S.C. 305. As a result. when
the PTO commences a reexamination, the pátentee
has the prospect of walking away with its claims intact
(albeit narrower). But when the Board applies the
BRI standard in IPR, the patentee typically walks
away empty-handed.

B. The PTO's regulation is invalid and not enti-
tled to deference.

1. Section 42.100(b) is not an exercise of the
PTO's procedural rulemaking authority.

a. The Government acts as if this case comes to
the Court on a blank slate. To the contrary, in recent
years the PTO has repeatedly sought-and been de,
nied by both Congress and the Federal Circuit-the
authority to issue substantive regulations. See Cuoz-
zo Br. 35-36; BIO Amicus Br.2I-24. Congress pre-
sumably knew that when it enacted the AIA. It was
aware that Section 2(b) of the Patent Act authorizes
the PTO to issue regulations "govern[ing] the conduct
of proceedings in the Office." 35 U.S.C. Z(bX2XA).
Congress was further awa¡e that the X'ederal Cireuit
had interpreted Section 2(b) to grant only procedural
rulemaking authority. The Government disagrees
(Br. 36-37) v¡ith that case law, but the key point is that
Congress used virtually identical language to Section
2(b) in the relevant provision of the AIA. Simply put,

11

the PTO wânts to achieve through interpretation what
it, has been unable to garner through legislation.a

b. The PTO relied on two portions of 35 U.S.C.
316(a)-Paragraphs 2 and 4-in promuigating its BRI
regulation. Neither provision is remotely "an express
grant of rulemaking authority" over claim construc-
tion. Br. 34.

i. Paragraph 2 authorizes the PTO to issue
"standards for the showing of sufficient grounds to
institute" an IPR. 35 U.S.C. 316(a)(2). On its face,
that, provision has nothing to do with the applicable
claim-construction standard afier the Board institutes
an IPR and proceeds to address the patent's validity.
The Government does not even attempt to explain
how Paragraph 2's text extends to claim construction.
Nor can Paragraph 2 possibly be substantive, because
the AIA already establishes the substantive standard
for instituting IPR: whether, based on the parties'
pleadings, "there is a reasonable likelihood that the
petitioner would prevail." 35 U.S.C. 314(a). The Gov-
ernment says (Br. 38) that the term "standards" has
to be understood as granting substantive rulemaking
authority, but, it never says-in light of Section 314's
reasonable-likelihood test-what substantive matters

a The Government incorrectly argues that Congress has denied
the PTO onìy the authority to issue '?ules governing the basic con-
ditions for patentabilifi." Br. 39. In the lead-up to the AIÁu tåe
Administration lobbied Congress for "substantive rulemal<ing au-
thority x * * to provide flexibility in the administuation of patent
rules and procedures." Lette¡ from U.S. Dep't of Commerce Sec¡e-
tary Locke to S. Comm. on Judiciary (Oct. 5, 2009). At a minimum,
the Administration urged, the PTO should have 'þrocedural rule-
making authority over proceedings in the agency.,' 1ðrd. Congress
granted solelv that minimum in the AIA.
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Paragraph 2 is meant to cover. WÏatever they are,
claim construction is not among them.

ii. The Government, spends (Br. 89) all of three
sentences on Paragraph 4, which authorizes the pTO
to prescribe regulations "establishing and governing
inter partes review." 35 U.S.C. 316(aX4). The regula-
tion at issue does not "estabtishll', IPR, and thus must
be a regulation "governing" IPR. But Section 2(b) of
the Patent Act similarly provides for regulations
"govern[ing] the conduct" of pTO proõeedings.
35 U.S.C. 2(bX2XÐ. Moreover, the heading of Sðc-
tion 316 is "[c]onduct of inter partes review." When
the language of Paragraph 4 is paired with its preced-
ing heading, it is identical to Section 2(b) of ihe pa-
tent Act. Congress used exactly the right language to
grant oniy procedural rulemaking authority in hght of
existing law.

The Government argues (Br. BZ-98) that Section
316's heading is underinclusive because some portions
of the provision are substantive. Even assuming that
is correct, it is not enough for the Governmeìt to
show that Section 316 allows the agency to issue some
substantive rules. The Government has to show that
Section 316 grants the power to issue substantive
rules rega.rding claim construction. In the end, the
only specific basis to which the Government points is
Paragraph 4 and its general language about regula-
tions "governing" IPR. The Government eritiãizes
Clozzo for labeling that a procedural catch-all, but on
the Government's view it is a substanti,ue catch-aU. It
is surely far more impiausible to think that Congress
hid the elephant of substantive rulemaking authority
in the mousehole of Paragraph 4. See Wn¿tmun i.
Am. Trucking Ass'øs, 581 U.S. 4S?, 468 (200f ).
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c. Ratcheting up the implausibility, the Govern-
ment maintains (Br. 39-40) that the applicable claim-
construction standard in IPR is an issue of procedure,
not substance. But the Federal Circuit defers to re-
gional circuits on matters of procedure, and it grants
no such deference on claim construction-which itself
rvould have indicated to Congress at the time of the
AIA that claim construction is substantive. See BIO
Amicus Br. 21. To remove any possible doubt, the
Federal Circuit and other courts have explicitly la-
beled claim construction as substantive. See Cuozzo
Br. 40. îhe Government does not address any of that
pre-AIA case law. Nor does the Government address
that, as a logical matter, the standard for claim con-
struction must be substantive because it affects the
scope of the patent owner's property right and can be
outcome-determinative whether a patent survives a
challenge. See id. aL 4I-42.

The Government asserts that the PTO's rule is not
substantive because it "did 'not change any substan-
tive rights relative to the current practiee.", Br. 40
(quoting 77 Fed. Reg. 48,697). But of course it did.
Before the regulation, district courts and the ITC de-
termined patent validity under the ordinary-meaning
standard. Now, even when claims survive under that
standard in litigation, patentees can have the same
claims invalidated in an IPR under the different BRI
standard. See, e.9., PPC Broad,bønd,, Inc. v. Corning
Optical Commc'ns RF, LLC, 2016 WL 692868, at
*4-5 (Fed. Cir. 2016) (explaining that the court would
have reached a different conclusion under the ,,correct
construction" of the patent). That is the very defini-
tion of a change in "substantive rights."
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2. Section 42,100(b) is plainly unreasonable.
Even if the PTO has the authority to promulgate

substantive rules, its regulation is plainly unreasona-
ble. It is ¿ fundamental principle of patent law that
claims should be given the same meaning for purposes
of validity and infringement. See Caozzo Br. 42-43.
The Government fails even to address this basic prin-
ciple. It does not dispute the unfairness in forcing pa-
tentees to defend broader constructions than they
could assert in infringement actions-or in permitting
challengers to urge broad constructions in IPR while
advancing narrower readings in court to avoid in-
fringement. In the process, the Board's use of the
BRI standard reinjeets the uncertainty that its ea¡lier
use in examination was meant to have eliminated, in
turn defeating the public's interest in knowing the ac-
tual scope of claims. See id. at 48-44. The Govern-
ment offers no answer to any of this.

The Governuient argues (Br. 42) instead that the
PTO's regulation eliminates the inefficiency of using
different claim-construction standards in a consoli-
dated proceeding. But the Government concedes that
the PTO has never consolidated an IPR with another
type of proceeding-not even once. It is strange
enough for the tail tó wag the dog, but passing
strange when the dog lacks a tail. Moreover, the
Board's stated reason for not consolidating IPRs with
other types of proceedings is that IPRs alone are "ad-
judicatory in nature." Ford, Motor Co.v. Signal IP,
Inc.,IPR2075-00860, Paper 14, at 3 (P.T.A.B. Nov. 17,
2015). "[T]here is an inherent tension in attempting
to unify proceedings that, by all accounts, are intend'
ed, to be d,istinct in type from one another." Ibid,.
(emphasis added). The Government now says "[t]here
is no reason to believe that Congress intended the
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Board to construe the same claims of the same patent
differently in separate cases," Br. 42-43, but the
Board has recognized the reason: IPRs perform a dif-
ferent function. The PTO's regulation unreasonably
fails to respect that basic difference.

II. THE BOARD'S INSTITUTION DECISIONS
ARE JUDICIALLY REVIÐWABLE.
The Board now adjudicates a significant portion of

the country's litigation over patent validity. When the
Board institutes IPR, it is overwhelmingly likely to
cancel the claims (assuming the parties do not settle
and the Board issues a final written decision). That
makes the institution decision a critical stage in the
process-and it makes policing the limits on the
Board's institution authority crucially important.
Here, the Board instituted IPR on two of the claims in
Cvozzo's patent in obvious contravention of the limita-
tions set by Congress. Congress did not place limits
on the Board's authority only so that the Board could
flout those limits with impunity.

A. The AIA limits the Board's power to insti-
tute IPR proceedings.

The Government does not dispute what happened
here: the Board took combinations of prior art cited
by Garmin only with respect to claim 1? of Clozzo's
patent and applied them as well to institute review of
claims 10 and 14, while denying ali grounds that Gar-
min actually had asserted against claims 10 and 14.
Nor does the Government make any effort to clefend
the Board's action under the terms of the AIA. In-
stead, the Government revives an argument that it
made in the court of appeals but had abandoned at the
certiorari stage: that it was "appropriate" for the
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Board to treat Garmin's obviousness challenges to
claim 17 as "implicitly rais[ing],' the same chalienges
to claims 10 and 14. Br. 51.

The AIA's plain text does not permit ,,implicit[]"
challenges. The IPR petition must ,,identiflyl, in writ-
ing and wi.th parf,i.cularittgr, the grounds on which the
challenge to each claim is based, and the eaid,ence that
supports tlt e ground,s for the clmllenge to each claim.,,
35 U.S.C. 312(a)(3) (emphasis added). The Board may
institute IPR only based upon ,,the i,nformation pre-
sented, i,n the petition x x + and any response."
35 U.S.C. 314(a) (emphasis added). The statutory text
could hardly be clearer: the Board is authorized to
act only on the basis of the arguments and evidence
that the parties present with respect to each chal-
lenged claim.

'When the Board redrafts the petition on its own in-
i-t!a!ive, it deprives the patentee-which already has
filed its response-of the opportunity to explain why
the Board's asserted argument or evidence does not
wårrant IPR. It also prevents the Board from ful-
filling its legislative mandate to consider the patent-
ee's response to the petition. The Government argues
(Br. 52) that Cuozzo was not deprived of any meaning-
ful notice because the company eventually made thi
såme årguments with respect to all three claims, so
the Board had been correct in its threshold determi-
nation that, the claims deserved to rise or fall togeth-
er. But Congress made the judgment that, to encour-
age proper pleading and reduce error across the
range of cases, the Board should not be authorized to
act on grounds other than those presented by the par_
ties. The Board is not free to make a different judg-
ment on a case-by-case basis.
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B. The Board cannot violate the AIA's limits
without any judicial oversight.

Even though the Bo¿rd plainly exceeded its statu-
tory authority in instituting IPR of elaims 10 and 14,
the Government asserts that the Board's action is
immune from judicial review under 35 U.S.C. 314(d).
Its interpretation of Section 314(d) is inconsistent
with the statute's text, its history, and the strong pre-
sumption in favor ofjudicial review.

1. As the Court declared last Term, "Congress
rarely intends to prevent courts from enforcing its di-
rectives to federal agencies." Mach Mini,ng, LLC v.
EEOC,l35 S. Ct. 1645, 1651 (2015). This Courtthere-
fore "applies a 'strong presumption' favoring judicial
review of administrative action." Ibi.d,. (quoling Bow-
env. Mich. Acad,. of Family Phgsàcians,476 U.S. 667,
670 (1986)). For the same reason, the Court construes
bars to judicial review narrowly. See Li,nd,ah,I v. Of-
fice of Personnel Mgmt.,470 U.S. 768, 779-780 (1985).
The Government thus "bears a 'heavy burden."'
Mach Mining,135 S. Ci. at 1651 (quotin g Dunlop v.
Bachowski,,4zl U.S. 560, 567 (1975)). It must produce
"clea¡ and convincing evidence" that Congress in-
tended the Board's institution decisions to be free
from any judicial oversighL. Bowen,4?6 U.S. at 621
(internal quotation marks omitted).

2. The text of Section 314 is any'thing but a clear
and convincing denial of judicial review. Section
314(a) requires the Director to determine whether,
based on the inform¿tion in the petition and response,
"there is a reasonable likelihood" that the IPR peti-
tioner would prevail on the merits. Section 314(d)
then provides that the "determination by the Director
whether to institute an inter partes review under this
section shall be final and, nonappealøblø" (emphasis
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added). The Government acknowledges that the term
"final" means that the Board's reasonablelikelihood
determination "will not be revisited by the agency in
its subsequent decision on the merits." Br. 46. The
Government thus rests on the term "nonappealable,,'
which in its view makes the institution decision ,.not

subject to further review." Ibid,. B,¿t that converts a
bar on appealabilitg into a bar on reaieuøbility. The
term's natural meaning is simply that parties to an
IPR may not appeal the Board's institution decision
itself, though they may raise their claims of error in
the appeal from the Board's final written decision.

Regardless, by its terms, the only thing Section
314(d) could possibly withdraw from review is the
Board's determination that the parties' pleadings
warrant institution. Ifthe Board wants its institution
decision to be unreviewable, it need only rely on ,,the

information presented in the petition * * r and any
response." 35 U.S.C. 314(a). The Board cannot re-
write the petition, and then contend that it is making
the kind of determination that Sections 814(a) and (dj
place beyond judicial review. Moreover, the Board
has to determine that IPR petitioners have complied
with certain time ba¡s and estoppel rules. See
35 U.S.C. 315(aXl), (b), (eX1). Those determinations
âre not made "under" Section 314 and thus are not
made unreviewable by Section Bl4(d). See BIO Ami-
cus Br. 31. There is no reason why the Board's re-
fusal to comply with Section 314(a)'s limits should be
any different.

The Government suggests that because Section 819
¿uthorizes appeal from the Board's final written deôi-
sion, Congress intended review solely of ,,the Board,s
ultim¿te decision about patentability." Br. 44. Blt
Section 319 provides for an appeal by ,,[any] party
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dissatisfied" with the Board's final decision. A party
may be "dissatisfied" because it believes the Board is
wrong about patentability or the denial of a motion to
amend, or it, may be dissatisfied because the Board
never should have issued a final decision on patenta-
bility at all. Contrary to the Government's argument
(Br. 44), the cross-reference to Section 318(a) changes
nothing. Section 318(a) requires the Board's final
written decision to address "the patentability of any
patent claim ehallenged by the petitioner," but requir-
ing the Board to address the merits has nothing to do
with the scope of subsequent review.
, If the Government's argument were correct, then
all of the AIA's limits on instituting IPRs rrr¡ould be
nonbinding on the agency. The Board could institute
an IPR even if the petitioner already had filed a par-
allel civil action, 35 U.S.C. 315(a)(1); had been served
with an infringement complaint more than à year ear-
lier, 35 U.S.C. 315(b); or could have raised the claims
in an earlier IPR, 35 U.S.C.315(eXl). Despite the
fact that the IPR "was instituted in violation of the
statutory restrictions," the patentee could only chal-
lenge "the Board's later decision about patentability."
8r.44-45 (internal quotation marks omitted). That is
a breathtaking assertion of agency power. See Shøzo
Ind,us. Grp, Inc. v. Automated Creel,Sgrs., 1øc., No.
2015-1116,2016 lVL 1128083, at *8 (Fed. Cir. Mar. 23,
2016) (Reyna, J., concurring) ("The PTO's claim to
unchecked discretionary authority" based on Section
314(d) "is unprecedented.").

3. The Government incorrectly argues that Sec-
tion 314(d) has "meaningful operative effect" only on
its interpretation. Br.46. To the contrary, the provi-
sion does two things. First, it forecloses appeal of the
Board's decisions øoú to institute. See 5 U.S.C. ?02;
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28 U.S.C. 7296(ù(Ð. Second, it forecloses interlocu-
tory appeal of the Board's decisions to institute via
writs of mandamus. See St. Jud,e Med,., Cørd,iologE
Dia., Inc. v. Volcano Corp.,749 F.3d 1373, 1375-1376
(Fed. Cir. 2014). The Government continues not to
address this latter function. Indeed, the Government
appe¿rs to leave open (Br. 50 n.13)-as the panel ma-
jority did below-the possibility of mandamus review
if the Board clearly exceeds its institution authority.
That makes no sense whatsoever. The purpose of
Section 314(d) is to prevent interlocutory appeal in
order to expedite IPR proceedings. The Government
would allow mandamus petitions to gum up the works,
while denying parties the ability to raise the same
claims as part of their final appeals.

4. The Government overreads the historical back-
drop against which Congress acted. The former inter
partes reexamination statute (which the AIA re-
placed) provided-in language virtually identical to
Section 314(d)-that the Director's determination
"whether a substantial new question of patentability* r' + is raised x x * shall be final and nonappeala-
ble." 35 U.S.C. 312 (2006). The ex parte reexamina-
tion statute continues to provide-in language nar-
rower than Section 314(d)-that a "determination by
the Director * * * that no substantial new question
of patentabilíty has been raised ¡Mill be final and non-
appealable." 35 U.S.C.303(c). The Government ar-
gues (Br. 46-48) that Congress viewed the difference
in terminology as important, i.e., thaí Congress inten-
tionally opted for the broader language to foreclose
all judicial review of institution decisions.

But "pre-AIA case law made clear that the timita-
tions on the scope of reexamination authority were
reviewable upon the final decision," without drawing
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any apparent distinction between inter partes and ex
parte reexamin ation. Versata Dea. Grp., Inc, v. SAP
Am., lnc.,793 F.3d 1806,732t-1322 (Fed. Cir. 2015).
Indeed, the Government acknowledges (8r.48) that,
notwithstanding the broader language of the inter
partes reexamination statute, parties could challenge
the Director's authority to institute. Congress pre-
sumably rtras a\l/are of that practice \ryhen it incorpo-
rated the same language into Section 314(d). The
Government is thus left to argue (Br. 48) that the text
of Section 314(d) is not actually the same as former
Section 312(c), but that is demonstrably ineorrect.
Both st¿tutes refer to the Director's decision '\vheth-
er to institute" "under" the respective sections. There
is no material textual difference and thus no reason to
think Congress intended a different result.

5. In an appeal to policy, the Government a,rgues
(Br. 50-51) that limiting judicial review of institution
decisions furthers Congress's goal of improving pa-
tent quality. But the AIA does not pursue patent
quality at âll costs. See Rod,riguez v. Uni,ted, States,
480 U.S. 522,525-526 (1987) (per curiam) ("[N]o legis-
lation pursues its purposes at all costs."). If it did,
Congress would have vested the PTO \¡¡ith unlimited
authority to institute IPR. Congress wanted the PTO
to pursue patent quality wi,thin the bounds estab-
Ii,shed, by the sto,tute. If the PTO suspects that a pa-
tent is invalid but an IPR may not be properly insti-
tuted, it is free to initiate ex parte reexamination. See
35 U.S.C. 303. What the PTO may not do, however, is
âssume a roving commission to initiate IPRs in viola-
tion of the AIA.

6. Finally, even if Congress intended Section
314(d) to bar any review of the Board's authority to
institute, there is "an implicit and narrow" exception
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"for agency action that plainly violates an unambigu-
ous statutory mandate." Versata, 793 F.3d àt 1342
(Hughes, J., concurring in part and dissenting in par:t)
(cifing Leed,om v. Kyne, 358 U.S. 184 (1958)).5 The
Government responds Lhal Kgne "permits review only
when no statute precludes such review." Br. 50 n.13.
That is a debatable reading of KEne, which permitted
review of an agency's ultra vires action in the face of a
provision that did not authorize such review. See
358 U.S. at 188-189. Certainly it is not how the courts
of appeals have re¿d Kyne. See, e.9., KeA Med,. Sup-
plg, Inc. v. Burtnell,764 F.3d 955,962 (8th Cir. 2014)
("[A]n ultra vires action may be reviewed even in the
face of a statutory bar on review."). At the least,
however, the Government's reading of Kgne shows
just how strong the presumption in favor of judicial
review is. Section 314(d) is not sufficiently clear to
overcome that presumption and bar claims that, the
Board ignored limits on its statutory authority.

aa)

CONCLUSION

For the foregoing reasons and those stated in the
opening brief, the judgment should be reversed and
remanded.
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