






















































Footnotes

1 Defendants are RPost Communications Ltd.; RPost Holdings, Inc.; RPost International Ltd.; and RMail Ltd. Defendants

are collectively referred to as “RPost.”

2 The Asserted Patents are (1) U.S. Patent No. 8,224,913 (filed July 17, 2012) (the “'913 Patent”); (2) U.S. Patent No.

8,209,389 (filed June 26, 2012) (the “'389 Patent”); (3) U.S. Patent No. 8,161,104 (filed April 17, 2012) (the “'104 Patent”);

(4) U.S. Patent No. 8,468,198 (filed June 18, 2013) (the “'198 Patent”); (5) U.S. Patent No. 8,468,199 (filed June 18, 2013)

(the “'199 Patent”); and (6) U.S. Patent No. 6,182,219 (filed January 30, 2001) (the “'219 Patent”). The '104, '389, '913,

'198, and '199 Patents are referred to herein as the “Tomkow Patents.” The '219 Patent is referenced as the “Feldbau

Patent.”

GoDaddy’s First Amended Complaint (“FAC”) also included Counts for declarations of invalidity and non-infringement of

U.S. Patent No. 6,571,334. (Doc. 46 at 33–34, 36–37). In a prior Order, the Court dismissed those Counts due to a lack

of justiciable controversy. See (Doc. 107 at 9, 14).

3 The “Accused Products” are GoDaddy’s Express Email Marketing (“EEM”), GoDaddy Email Marketing (“GEM”), and the

MadMimi email marketing product (“MadMimi”).

4 In fact, during the pendency of these motions, the Federal Circuit has decided multiple cases where a party accused of

patent infringement has invoked § 101 as a defense. See, e.g., In re TLI Commc'ns LLC Patent Litig., ___ F.3d ____,

2016 WL 2865693, at *3 (Fed. Cir. May 17, 2016); Enfish, LLC v. Microsoft Corp., ___ F.3d ____, 2016 WL 2756255,

at *4 (Fed. Cir. May 12, 2016).

5 The Federal Circuit has strained for years to develop a coherent and consistent test for ascertaining what is or is not an

“abstract idea.” See MySpace, 672 F.3d at 1259 (“This effort to descriptively cabin § 101 jurisprudence is reminiscent

of the oenologists trying to describe a new wine.”).

6 The asserted claims of the Feldbau Patent are Claim Nos. 60, 62, 66, and 69. See (Docs. 258 at 12; 271-5 at 2; 300 at

10). These claims will be referenced herein as the “Feldbau Claims.”

7 In 2012, the Feldbau Patent underwent an Ex Parte Reexamination by the USPTO. See (Doc. 271-16 at 25). Several

claims—including two of the claims asserted against GoDaddy in this case—were amended upon Reexamination. See

(id. at 26). When citing to the reexamined patent, the Court will refer to it as the “amended version.”

8 The Court construed “sender” and “recipient” as requiring “computerized devices.” (Doc. 219 at 101–03). Nonetheless,

whether the “sender” and “recipient” require computerized devices has no bearing on the functionality of the authenticator,

which is a separate and distinct third-party intermediary.



9 At Markman, the parties stipulated that “authenticator” be construed as “a sub-system that operates to authenticate a

dispatch.” (Doc. 219 at 26). This construction does not necessarily limit the authenticator to an electronic embodiment.

10 During oral argument, RPost attempted to distinguish Figure 1 as not being a pictorial representation of the “authenticator”

because the specification does not expressly define it as such. This argument is unpersuasive. The specification

unambiguously defines Figure 1 as an illustration of “the authentication method of the present invention.” Id. at col. 4 ll.

45–47. There can be no dispute that the Feldbau Claims embody the “authentication method of the present invention.”

11 In fact, the encryption and association methods described in the Feldbau Patent’s specification are described as “widely

used for security and for authentication purposes.” '219 Patent, col. 2 ll. 9–18.

12 The asserted '913 Patent claims are Claim Nos. 1 and 2. See (Docs. 258 at 2; 271-5 at 2; 300 at 2). These claims will

be referenced as the “'913 Patent Claims.”

13 To the extent RPost “objects” to GoDaddy’s provision of historical references concerning USPS under Local Rule of Civil

Procedure for the District Court of Arizona 7.2(m)(2), see (Doc. 299 at 22–23), the Court overrules the objection. Not only

do the Tomkow Patents disclose that the patented subject matter attempts to mirror the services provided by USPS, see,

e.g., '219 Patent, col. 2 ll. 26–33; '913 Patent, col. 1 ll. 28–42, GoDaddy analyzed the USPS relationship during Markman

briefing, see, e.g., (Doc. 117 at 12), and disclosed the USPS connection in its invalidity contentions, see (Doc. 304-1 at

4). The Court finds these disclosures are adequate.

14 The PTAB applied similar reasoning for the '104 and '389 Patents. See (Docs. 304-3 at 9–10; 304-4 at 9–10).

15 The asserted '104 Patent claims are Claim Nos. 1, 9, 27, 32. See (Docs. 258 at 2; 271-5 at 2; 300 at 2). These claims

will be referenced as the “'104 Patent Claims.”

16 RPost admits as much in its opposition to summary judgment. See (Doc. 299 at 19) (“The inventive concept of the asserted

claims does not lie in the computer hardware.”). Furthermore, the server is described simply in terms of performing generic

computer functions such as transmitting, receiving, and storing data. See '104 Patent, col. 27 ll. 63–col. 28 ll. 16, col. 31

ll. 20–37. But these functions are described in vague terms without any meaningful limitations and thus, the “focus of the

patentee and of the claims was not on an ... improved server.” In re TLI Commc'ns, 2016 WL 2865693, at *4.

17 At Markman, the Court construed the claim term “link” by its plain and ordinary meaning because it needed no clarification

or explanation. (Doc. 219 at 35–36).

18 This is in contrast to the '389 and '199 Patent Claims which, as discussed below, disclose that a “first information” is

“form[ed] ... from” a particular indication and certain other information.

19 In fact, the claim language implies the opposite of RPost’s argument. Namely, the '104 Patent Claims disclose that at the

end of the claimed process, the server transmits the “indication of the opening of the message...and the authenticatible

information” to the sender. Id. at col. 28 ll. 14–16, col. 31 ll. 35–37 (emphasis added). Pragmatically, there would be no

reason to provide the sender with both pieces of information if they included the same information. Thus, this suggests

that the “authenticatible information” is formed from other, non-claimed information.

20 The asserted '198 Patent claims are Claim Nos. 1, 6, 7, 10, 18, 23, 32, 35. See (Docs. 258 at 2; 271-5 at 2; 300 at 2).

These claims will be referenced as the “'198 Patent Claims.”

21 Additionally, the '198 Patent Claims recite that the “associated” link executes “when activated at the recipient.” '198

Patent, col. 28 ll. 17–19. Unlike the '104 Patent Claims, the '198 Patent Claims do not indicate when this activation takes

place or how the link is activated. Rather, the link simply executes when it is activated, thereby causing the '198 Patent

Claims to be even more opaque than the '104 Patent Claims.

22 The asserted '389 Patent claims are Claim Nos. 1, 7, 12, 14, and 15. See (Docs. 258 at 2; 271-5 at 2; 300 at 2). These

claims will be referenced as the “'389 Patent Claims.”

23 Contrary to RPost’s argument, the PTAB did not “find” or “recognize” that the “forming” step of the '389 Patent was a

“technical feature that solves a technical problem.” (Doc. 299 at 18–19). Instead, the PTAB merely determined that the

petitioner failed to meet its burden of proof to institute a CBM patent review. (Doc. 304-4 at 9–10).

24 The asserted '199 Patent claims are Claim Nos. 1, 2, and 3. See (Docs. 258 at 2; 271-5 at 2; 300 at 2). These claims

will be referenced as the “'199 Patent Claims.”

25 On June 3, 2016, Judge Denise J. Casper of the United States District Court for the District of Massachusetts ruled on

a motion for judgment on the pleadings in a similar case and held that the claims of the '389, '913, and '199 Patents are

not directed to an abstract idea and claim an inventive concept. See Sophos Inc. v. RPost Holdings, Inc., 2016 U.S. Dist.

LEXIS 72699, 2016 WL 3149649 (D. Mass. June 3, 2016). The Court has considered Judge Casper’s order and gives it

“weight,” see, e.g., Stevenson v. Sears, Roebuck & Co., 713 F.2d 705, 711 (Fed. Cir. 1983); Gillette Co. v. S.C. Johnson

& Son, Inc., 919 F.2d 720, 723 (Fed. Cir. 1990), but “reach[es] a contrary legal conclusion” after exercising due “caution,”

see Mendenhall v. Cederapids, Inc., 5 F.3d 1557, 1569 (Fed. Cir. 1993).



26 As the Federal Circuit stated, “[t]he claim being invalid there is nothing to be infringed.” Richdel, Inc. v. Sunspool Corp.,

714 F.2d 1573, 1580 (Fed. Cir. 1983).

27 The Court also rejects RPost’s argument that Count I suffers from a pleading deficiency because GoDaddy did not plead

its ignorance of the falsity of RPost’s representations. Although GoDaddy did not plead that it lacked knowledge of the

falsity of RPost’s representations in a separate number, the Rules permit a party to plead this element “generally.” See

Fed. R. Civ. P. 9(b). In this regard, Count I incorporates assertions that generally and plausibly allege that GoDaddy

lacked knowledge of the purported falsity of RPost’s representations. Namely, Count I claims that GoDaddy “reasonably

relied to its detriment” on RPost’s representations. (Doc. 46 at 17). Under Arizona law, one cannot “reasonably rely”

on information that is false. See Fectay v. Tahiri, 2015 WL 7710272, at *2 (Ariz. Ct. App. Nov. 30, 2015). Thus, by

pleading that it “reasonably relied” on RPost’s representations, GoDaddy “generally” pled that it lacked knowledge of the

representation’s alleged falsity.

28 The half-page of footnotes in GoDaddy’s brief explaining the “clouded title” doctrine all relate to the sale of real property.

See (Doc. 298 at 6). In contrast, the provision of the Patent Act describing patent ownership states that “patents shall

have the attributes of personal property.” 35 U.S.C. § 261 (emphasis added). The only case GoDaddy cites to support

its conclusory theory that “[t]he clouded or defective title doctrine, though typically arising in real property, applies with

equal force to titles of patents” is a 114 year-old case issuing from the D.C. Circuit. See (Doc. 298 at 6) (citing Columbia

Nat'l Sand Dredging Co. v. Miller, 20 App. D.C. 245, 252 (D.C. Cir. 1902)). In any event, GoDaddy cites no authority to

establish that asserting a patent (personal property) against an alleged infringer is akin to the sale of real property.

29 GoDaddy also cites Rule 11 to support its argument that a patent must be owned “free and clear” in order to be enforced.

(Doc. 298 at 5). Rule 11, however, deals with pleadings made to a court of law and certainly has no bearing on whether

a patent must be owned “free and clear” to be asserted before litigation. See Fed. R. Civ. P. 11(b).

30 The Court explained this concept in its prior Order dismissing Counts III–XII of GoDaddy’s FAC against certain RPost-

affiliated entities. See GoDaddy.com, LLC v. RPost Commc'ns Ltd., 2014 WL 7263537, at *6 (D. Ariz. Dec. 9, 2014);

(Doc. 106 at 9). Specifically, the Court identified that the “legitimacy of the assignment of the Tomkow Patents...is not

the present issue before the Court, nor has that assignment been deemed fraudulent by any court to date.” Id.

31 Again, the singular case cited by GoDaddy to argue that RPost should be liable for fraudulently misrepresenting

“unrestricted patent infringement litigation rights” is untenable. See (Doc. 298 at 13) (citing Intamin, Ltd. v.

Magnetar Techs. Corp., 623 F. Supp. 2d 1055 (C.D. Cal. 2009)). In Intamin, the court determined that a patentee

“misrepresent[ed]...its ownership interest in the patent” pursuant to the unclean hands doctrine when it sent a demand

letter to an alleged infringer but did not own the patent. 623 F. Supp. 2d at 1072, 1077–78. In this case, the doctrine of

unclean hands is not at issue, and, more importantly, GoDaddy has set forth no evidence that RPost does not own the

Asserted Patents. In fact, GoDaddy even appears to concede that RPost currently owns and has the right to enforce

the patents. See (Doc. 298 at 10) (“A jury will see from these claims that they created a cloud on title to the RPost

Patents, with the resulting material risk that RPost would lose ownership of and the right to enforce the patents altogether

....” (emphasis added)).

32 RPost’s original infringement contentions included several claims that RPost decided to withdraw after the Court’s

Markman Order. See (Docs. 258 at 2, 12; 300 at 2, 10). These originally-asserted but withdrawn claims are as follows:

'198 Patent Claim No. 40; '199 Patent Claim No. 7; '389 Patent Claim Nos. 5 and 13; and '219 Patent Claim Nos. 82, 86,

and 88. See (Docs. 191-1 at 1, 10; 258 at 2, 12; 271-5 at 2; 300 at 2, 10). In its statement of facts, GoDaddy stated that the

currently-asserted claims are as follows: '219 Patent Claim Nos. 60, 62, 66, and 69; '199 Patent Claim Nos. 1, 2, and 3;

'198 Patent Claim Nos. 1, 6, 7, 10, 18, 23, 32, and 35; '389 Patent Claim Nos. 1, 7, 12, 14, and 15; '913 Patent Claim Nos.

1 and 2; and '104 Patent Claim Nos. 1, 9, 27, and 32. (Doc. 258 at 2, 12). In support, GoDaddy attached an e-mail from

RPost’s counsel dated February 24, 2016, confirming these claims. See (Doc. 271-5 at 2). RPost did not dispute these

statements of fact or the e-mail. (Doc. 300 at 2, 10). Consequently, the Court will treat the statements of fact as true, see

Fed. R. Civ. P. 56(e)(2), and, because GoDaddy moved for summary judgment on all currently-asserted claims, no claims

remain pending before the Court. Finally, GoDaddy’s First Amended Complaint requested a declaration of invalidity of

“each of the Patents-in-Suit.” (Doc. 46 at 38). To be clear, the Court does not declare the entirety of each Asserted Patent

to be invalid; rather, the Court holds and declares invalid the currently-asserted claims expressly listed as invalid.

33 Because the Counts on which Plaintiff prevailed seek only a declaration, Plaintiff is not awarded any monetary damages.

Plaintiff, should it so desire, may move for an award of attorneys' fees, consistent with the Federal and Local Rules,

pursuant to 35 U.S.C. § 285.

34 Counts II, XIV, and XVI of the First Amended Complaint were dismissed by prior Orders. See (Docs. 105, 107). The

Court also notes that the First Amended Complaint seeks injunctive relief. See (Doc. 46 at 38). However, in moving for



summary judgment (as opposed to partial summary judgment), Plaintiff failed to mention injunctive relief. Accordingly, the

Court deems any such request to be waived. See Fed. R. Civ. P. 56(a) advisory committee’s note to 2010 amendment

(explaining “that summary judgment may be requested not only as to an entire case but also as to a claim, defense, or

part of a claim or defense” and that “ ‘partial summary judgment’... describe[s] disposition of less than the whole action”);

see generally Jenkins v. Cty. of Riverside, 398 F.3d 1093, 1095 (9th Cir. 2005) (observing that party “abandoned” two

claims plead in complaint “by not raising them in opposition to the [defendant]’s motion for summary judgment”).
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