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INTRODUCTION 

Inter partes review (“IPR”) was designed to give defendants one 

year to pursue an alternative avenue for challenging the validity of 

patents asserted against them in district court—an administrative 

avenue that would be faster, cheaper, and more expert than litigating 

an entire infringement suit.  The text of the America Invents Act 

(“AIA”) specifically contemplates institution of IPR petitions filed by 

district court defendants.  And consistent with that expectation, over 

the 8-year history of IPR proceedings, more than 85% of instituted 

petitions have, in fact, involved a co-pending district court case.   

But the U.S. Patent and Trademark Office (“PTO”) has recently 

adopted a new standard that allows the Patent Trial and Appeal Board 

(“PTAB”) to refuse institution precisely because the patent claims at 

issue have been asserted in a parallel district court infringement action.  

See NHK Spring Co. v. Intri-Plex Techs., Inc., IPR2018-00752, Paper 8 

(PTAB Sept. 12, 2018) (designated precedential May 7, 2019) (“NHK”) 

and Apple Inc. v. Fintiv, Inc., IPR2020-00019, Paper 11 at 5-6 (PTAB 

Mar. 20, 2020) (designated precedential May 5, 2020) (“Fintiv”).  That 

rule (the “NHK/Fintiv rule”) contravenes the AIA’s text and thwarts its 
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essential purpose, by instructing the Board to refuse IPRs in exactly the 

circumstances where Congress intended IPRs to be available. 

The NHK/Fintiv rule also violates a procedural limit on the PTO’s 

authority.  The AIA provides that any additional “standards for the 

showing of sufficient grounds to institute” “shall” be adopted by 

“prescrib[ing] regulations.”  35 U.S.C. § 316(a)(2).  The Administrative 

Procedure Act (“APA”) requires the same.  5 U.S.C. §§ 500 et seq.  But 

the PTO announced the NHK/Fintiv rule via ad hoc adjudication—

specifically, Board decisions the Director made precedential—rather 

than notice-and-comment rulemaking. 

The Board, over a vigorous dissent, denied two IPR petitions filed 

by petitioner Cisco Systems, Inc. (“Cisco”) based on the thoroughly 

unlawful NHK/Fintiv rule.  This Court can and ought to issue a writ of 

mandamus to reconsider the PTAB’s institution decisions free of the 

NHK/Fintiv rule.  Failing to do so would leave the PTO free to flout 

Congress’s judgment and wreak havoc on the patent system.   

RELIEF SOUGHT 

Cisco respectfully requests that the Court grant this petition for a 

writ of mandamus and remand the case with instructions to reconsider 
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Cisco’s IPR petitions free from the new institution standard improperly 

announced in NHK Spring Co. v. Intri-Plex Technologies, Inc., IPR2018-

00752, Paper 8 (PTAB Sept. 12, 2018) and Apple Inc. v. Fintiv, Inc., 

IPR2020-00019, Paper 11 at 5-6 (PTAB Mar. 20, 2020). 

ISSUE PRESENTED  

Whether the NHK/Fintiv rule violates the substantive and 

procedural protections of the AIA and the APA. 

FACTUAL BACKGROUND AND PROCEDURAL HISTORY 

Congress creates IPR to provide an efficient and expert avenue 
for defendants challenging patent validity. 

In 2011, Congress enacted the AIA in response to “a growing sense 

that questionable patents are too easily obtained and are too difficult to 

challenge.”  H.R. Rep. No. 112-98, at 39-40 (2011) (“House Report”).  

Though Congress had “long permitted parties to challenge the validity 

of patent claims in federal court,” as well as through administrative 

processes like inter partes reexamination, those mechanisms had 

proved “unsatisf[ying].”  SAS Inst. Inc. v. Iancu, 138 S. Ct. 1348, 1353 

(2018).  Too many “bad patents” still “slip[ped] through,” and the costs 

of challenging them remained too high.  Id.   
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To better “promote the Progress of Sciences and useful Arts,” U.S. 

Const., art. I, § 8, cl. 8, Congress created IPR—a new and expert 

administrative procedure that allows parties to challenge patent 

validity in an adversarial proceeding.  35 U.S.C. § 311.  Congress 

explained that the object of the AIA’s new procedures was to “establish 

a more efficient and streamlined patent system that will improve patent 

quality and limit unnecessary and counterproductive litigation costs.” 

House Report at 40. 

Congress had several reasons to offer this “alternative” to district 

court litigation.  House Report at 48.  For one, Congress knew that IPR 

is “more efficient” and cost-effective than district court litigation for 

improving patent quality.  See id. at 40, 48.  For another, IPR allows 

parties to avail themselves of “the expertise of the Patent Office on 

questions of patentability.”  157 Cong. Rec. S1352 (2011) (Sen. Udall).  

That is particularly valuable when the party seeking IPR is also a 

defendant in a patent infringement action.  Indeed, IPR was “designed 

in large measure to simplify proceedings before the courts and to give 

the courts the benefit of the expert agency’s full and focused 

consideration of the effect of prior art on patents being asserted in 
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litigation.”  NFC Tech. LLC v. HTC Am., Inc., 2015 WL 1069111, at *4 

(E.D. Tex. Mar. 11, 2015) (Bryson, J., sitting by designation).   

This congressional purpose is reflected in the statute’s text.  To 

start, it provides that any “person who is not the owner of a patent,” 

including an accused infringer, may file a petition seeking IPR.  

35 U.S.C. § 311.  It then grants petitioners a one-year period in which to 

seek IPR after receiving “a complaint alleging infringement of the 

[challenged] patent.”  35 U.S.C. § 315(b) (barring institution of later-

filed petitions).  And while the statute preempts institution when 

certain related actions are pending, e.g., § 315(a)(1) (barring institution 

if petitioner previously brought a civil action challenging patent 

validity), it specifically provides that defendants in district court 

infringement actions may raise invalidity arguments without risking 

their ability to seek IPR.  § 315(a)(3).1  Nothing in the statute, aside 

from the one-year time limit, instructs or allows the agency to deny 

 
1 Other grounds that the agency either must or may consider as part of 
the institution decision are set forth in the statute as well.  See, e.g., 35 
U.S.C. §§ 311-315 (listing various required considerations); id. § 325(d) 
(“[T]he Director may take into account whether, and reject the petition 
or request because, the same or substantially the same prior art or 
arguments previously were presented to the Office” (emphasis added)).   
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institution just because the petitioner is also a defendant in a district 

court infringement action. 

If the agency wishes to add additional considerations to govern the 

institution decision, the statute requires the Director to promulgate 

those new grounds through notice-and-comment rulemaking.  

Specifically, it states that the Director “shall prescribe regulations” 

“setting forth the standards for the showing of sufficient grounds to 

institute a review.”  35 U.S.C. § 316(a)(2); see also id. § 2 (granting PTO 

limited rulemaking authority).   

The PTAB improperly uses precedential decisions to restrict 
institution of petitions filed by defendants.  

For the first six years of IPR, the PTAB premised institution 

decisions on the grounds provided for in the statute or in regulations 

adopted through notice-and-comment rulemaking.  As a result, IPR 

provided “a significant improvement over district court litigation and 

previous USPTO procedures,” and “clearly demonstrate[d] its success 

thus far as a means to increase patent quality.”  Sasha Moss et al., Inter 

Partes Review as a Means to Improve Patent Quality, 46 R Street Shorts 

1, 4 (2017), https://tinyurl.com/yya2n86u. 
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Through all that time, the Board never considered the progress of 

a related district court infringement action to be relevant to the 

institution decision beyond ensuring compliance with the 1-year time 

bar of § 315(b).  For good reason:  Neither the AIA nor any regulation 

promulgated by the Director mention that ground as a basis for denying 

institution.  Indeed, the vast majority of instituted petitions—over 

85%—involve a patent that is simultaneously being litigated in district 

court.2   

But starting with NHK, the Board declared that it would treat the 

“advanced state of the district court proceeding”—namely, the fact that 

expert discovery would conclude in two months and trial was set for six 

months away—as a “factor that weighs in favor of denying” a timely 

IPR petition as a matter of discretion under § 314(a).  NHK at 20.  

Then, in Fintiv, the Board made clear that it could deny institution of 

an otherwise meritorious petition solely due to the progress of the 

2 Saurabh Vishnubhakat, Strategic Decision Making in Dual PTAB and 
District Court Proceedings, 31 Berkeley Tech. L.J. 45, 69 (2016); see also 
David Ruschke & William V. Saindon, Chat with the Chief: An Analysis 
of Multiple Petitions in AIA Trials, USPTO (Oct. 24, 2017), 
https://tinyurl.com/y7h9gzzb; David Ruschke & Scott R. Boalick, PTAB 
Update, USPTO (2017), https://tinyurl.com/y7c2nxqq. 
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related district court action.  Fintiv at 5-6.  The Board outlined five 

factors related to the status of a parallel district court action that would 

be considered in determining whether to deny institution on that basis:  

(1) “whether the court granted a stay or evidence exists that 
one may be granted if a proceeding is instituted”;  

(2) “proximity of the court’s trial date to the Board’s 
projected statutory deadline for a final written decision”;  

(3) “investment in the parallel proceeding by the court and 
the parties”;  

(4) “overlap between issues raised in the petition and in the 
parallel proceeding”; and  

(5) “whether the petitioner and the defendant in the parallel 
proceeding are the same party.”   

Id.  The Board also included a final factor, (6) “other circumstances that 

impact the Board’s exercise of discretion, including the merits.”  Id. at 6.   

After the Board issued NHK and Fintiv, the Director designated 

them as “precedential.”  Precedential and Informative Decisions, 

USPTO, https://tinyurl.com/y2ja3c7r (last visited Aug. 26, 2020) (listing 

precedential decisions).  Thus, under the agency’s Standard Operating 

Procedures, the NHK/Fintiv rule now constitutes “binding Board 

authority in subsequent matters involving similar facts or issues.”  
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Standard Operating Procedure 2, USPTO 11 (Rev. 102018), 

https://perma.cc/PY6P-FGSD.   

Cisco is denied IPR institution based on the NHK/Fintiv rule.   

Since the NHK/Fintiv rule became binding, the Board has used it 

to deny dozens of potentially meritorious petitions based solely on the 

timeline of a co-pending district court infringement suit.3  The subject 

IPR petitions here are victims of the Board’s application of the improper 

NHK/Fintiv rule. 

In November 2019, Cisco filed two petitions after it was sued for 

patent infringement in Eastern District of Texas.  See Appx51-54; 

Ramot at Tel Aviv Univ. Ltd. v. Cisco Sys., Inc., No. 2-19-cv-00225 (E.D. 

Tex.).  When Cisco filed the petitions, over seven months remained in 

§ 315(b)’s one-year safe harbor and Cisco’s invalidity contentions were

not yet due—but the district court had already set a tentative trial date 

for December 2020, just 18 months after the filing of the complaint.  

Appx77-82.  Cisco sought to stay the litigation pending resolution of the 

3 E.g., Apple Inc. v. Maxell, Ltd, IPR2020-00203, Paper 12 (PTAB July 
6, 2020); Supercell Oy v. Gree, Inc., IPR2020-00215, Paper 10 (PTAB 
June 10, 2020); Intel Corp. v. VLSI Tech. LLC, IPR2020-00158, Paper 
16 (PTAB May 20, 2020); Vizio, Inc. v. Polaris PowerLED Techs., LLC, 
IPR2020-00043, Paper 30 (PTAB May 4, 2020). 
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IPRs, Appx83-89, but the district court refused to grant a stay before 

the PTAB ruled on institution, explaining that it considers pre-

institution stays “inherently premature.”  Appx126-127.   

In May 2020, over a dissent by APJ Crumbley, the Board denied 

institution of Cisco’s petitions based on the NHK/Fintiv rule.  Appx1-

50.4  The majority explained that institution was not warranted because 

the district court proceeding involved the same parties and claims; 

because the parties had started expert discovery and “spent months 

briefing the district court on the claim construction issues”; and because 

the district court’s trial date was “substantially earlier than the 

projected statutory deadline for the Board’s final decision.”  Appx8, 

Appx11.  The majority offered no analysis of whether Cisco was likely to 

prevail on its invalidity claims; it simply stated that the “merits” of 

Cisco’s petitions “d[id] not outweigh the Fintiv factors.”  Appx11.  

In dissent, APJ Crumbley explained that the Board’s approach 

contravened the AIA’s statutory scheme, which specifically “intended 

 
4 In January 2020, Cisco filed a third IPR petition (IPR2020-00484) 
challenging a patent added by Ramot in its amended complaint. 
Appx91-125. That petition was recently denied (on August 18, 2020), 
also on account of the NHK/Fintiv rule.  
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[IPRs] as an alternative to district court patent litigation.”  Appx12.  

Cisco, he pointed out, “did exactly what Congress envisioned”:  “[U]pon 

being sued for infringement, and having received notice of the claims it 

was alleged to infringe, it diligently filed a Petition with the Board, 

seeking review of the patentability of those claims in the alternative 

tribunal created by the AIA.”  Appx24.  Denying institution, therefore, 

“penalize[s]” Cisco “for timing issues that are outside its control,” and 

creates incentives for parties to rush IPR petitions (even before they 

know the plaintiff’s infringement contentions).  Appx23.  At bottom, 

APJ Crumbley explained, the majority’s rule “tip[s] the scales against a 

petitioner merely for being a defendant in the district court”—even 

though there is “no basis for such a presumption, either in the text of 

the statute or in the intent of Congress.”  Appx22.  

On July 16, 2020, Cisco appealed from the denial of the institution 

decisions in both IPRs.  See No. 2020-2047, 2020-2049.  Appx67-76.  

This Court consolidated those appeals and ordered Cisco to show cause 

(by August 31, 2020) why those direct appeals should not be dismissed 

for lack of jurisdiction.  See No. 2020-2047, Dkt. No. 12.  Concurrent 

with this petition for mandamus, Cisco has filed a motion to hold this 
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petition in abeyance pending resolution of the show-cause order, and 

then to consolidate with the direct appeals if they are not dismissed.   

REASONS FOR ISSUING THE WRIT 

This petition satisfies all the requirements of mandamus.  First, 

Cisco’s “right to issuance of the writ is ‘clear and indisputable’” because 

the NHK/Fintiv rule directly contravenes multiple substantive and 

procedural requirements of the AIA and APA.  In re Power Integrations, 

Inc., 899 F.3d 1316, 1319 (Fed. Cir. 2018); § I.  Second, for purposes of 

this filing, “there are no adequate alternative legal channels through 

which it may obtain” the relief it seeks here.  Power Integrations, 899 

F.3d at 1319; § II.  Finally, this Court can “be satisfied that the writ is 

appropriate under the circumstances” because the NHK/Fintiv rule is 

profoundly unsettling the IPR process and undermining the efficiency 

and integrity of the system Congress designed.  Cheney v. U.S. Dist. Ct., 

542 U.S. 367, 380-81 (2004); § III.   

In these circumstances, mandamus is an appropriate way for the 

Court to step in and decide “important” and so far “unsettled” questions, 

and to exercise its “supervisory” role over the IPR process.  In re 
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BigCommerce, Inc., 890 F.3d 978, 981 (Fed. Cir. 2018) (citations 

omitted). 

I. Cisco Has A “Clear And Indisputable” Right To Relief 
Because The NHK/Fintiv Rule Conflicts With The AIA And 
APA. 

Cisco has a clear and indisputable right to an institution decision 

free from the NHK/Fintiv rule, because that rule is unlawful in at least 

two ways.  First, Congress deliberately chose not to hinge the 

availability of IPR on the progress of a parallel district court action.  

§ II.A.  Second, the NHK/Fintiv rule was adopted in direct 

contravention of the procedural requirements for establishing rules 

governing the IPR system.  § II.B. 

A. The NHK/Fintiv rule conflicts with the AIA’s 
provisions regarding parallel district court actions. 

While the Board might have broad discretion to deny IPR, it 

cannot exercise that discretion in ways that violate the statute or 

negate Congress’s carefully considered choices.  See Cuozzo Speed 

Techs., LLC v. Lee, 136 S. Ct. 2131, 2141-42 (2016) (institution decisions 

that are “outside … statutory limits” are judicially reviewable); Tokyo 

Kikai Seisakusho, Ltd. v. United States, 529 F.3d 1352, 1361 (Fed. Cir. 

2008) (“An agency cannot … exercise its inherent authority in a manner 
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that is contrary to a statute.”).  In establishing and applying the 

NKH/Fintiv rule, the Board did just that.  First, the NHK/Fintiv rule 

directly overrides Congress’s deliberate decision—expressed in the text 

and structure of the statute and central to its purpose—to allow IPRs to 

proceed even when related infringement actions are pending in the 

district courts.  § II.A.1.  Second, denying timely filed IPRs on account 

of a quickly advancing parallel district court action undermines the one-

year window Congress afforded petitioners to seek IPR.  § II.A.2. 

1. The NHK/Fintiv rule nullifies Congress’s 
deliberate decision not to deny IPR based on co-
pending district court actions.   

The NHK/Fintiv rule overrides Congress’s judgment—clearly 

expressed in the text and structure of the statute—that a parallel 

infringement suit should not prevent the institution of an otherwise 

appropriate IPR.  The whole point of IPR is to afford district court 

defendants an administrative alternative to litigation.  See, e.g., PPC 

Broadband, Inc. v. Corning Optical Commc’ns RF, LLC, 815 F.3d 734, 

741 (Fed. Cir. 2016) (AIA was designed “to provide ‘quick and cost 

effective alternatives’ to litigation in the courts.” (quoting House Report 

at 48)); S. Rep. No. 110-259, at 20 (2008) (IPR is “quick, inexpensive, 
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and reliable alternative to district court litigation.”).  The NHK/Fintiv 

rule flies in the face of that judgment by using the existence of a 

parallel suit as a reason to deny IPR petitions.  In other words, APJ 

Crumbly was right to call the NHK/Fintiv rule “contrary to [Congress’s] 

goal of providing district court litigants an alternative venue to resolve 

questions of patentability.”  Appx22.   

In several ways, the statute makes clear that the progress of a 

parallel district court proceeding may not preclude an IPR.  Congress 

clearly set forth the factors the agency must and may consider when 

deciding whether to grant institution.  E.g., 35 U.S.C. §§ 314(a), 325(d).5  

It chose not to include the progress of a co-pending infringement in the 

list.  Instead, Congress set a bright-line rule that gives a defendant in 

an already-pending infringement action a one-year period in which to 

file an IPR petition.  Id. § 315(b).  If it waits longer, only then is the 

agency supposed to deny institution.  Cf. 35 U.S.C. § 313 (limiting non-

institution arguments in the patent owner’s preliminary response to 

 
5 The statute allows the agency to establish additional institution 
criteria via regulation, so long as they are consistent with the statute.  
See id. § 316(a)(2).  But as we explain, infra § I.B., the agency did not 
establish the NHK/Fintiv rule that way. 
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“failure of the petition to meet any requirement of this chapter” 

(emphasis added)).  Section 315(b) shows, then, that while Congress 

wanted to “minimize burdensome overlap between inter partes review 

and patent-infringement litigation” by imposing a one-year filing 

deadline, Thryv, Inc. v. Click-To-Call Technologies, LP, 140 S. Ct. 1367, 

1375 (2020), it did not intend to entirely eliminate the overlap.  

Other provisions confirm that, if Congress wanted to permit the 

PTAB to deny institution based on the progress of a district court 

proceeding, it would have said so.  After all, Congress knows how to tell 

the agency to take account of related actions.  It authorized the Director 

to alter, and even “terminat[e],” an IPR if a related matter is also 

pending before the Patent Office, for instance.  35 U.S.C. § 315(d).  And 

it chose to bar institution where a petitioner had previously challenged 

the patent’s validity in a declaratory action, id. § 315(a)(1), and to 

automatically stay declaratory actions if patent challengers file them 

after petitioning for IPR, id. § 315(a)(2). 

But Congress did not similarly permit the Patent Office to refuse 

an IPR just because the petitioner is defending a “matter involving the 

patent” in a district court action.  Id. § 315(d).  Instead, it simply chose 
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to estop the petitioner from raising in the district court patent validity 

attacks that were raised, or could have been raised, in an instituted 

IPR.  Id. § 315(e)(2).  In short, the statute shows that Congress was 

aware of potential overlap between proceedings and specifically chose 

not to preclude institution on the basis of a parallel district court 

infringement action. 

This Court must “give effect to Congress’ choice,” University of 

Texas Southwestern Medical Center v. Nassar, 570 U.S. 338, 354 (2013) 

(citation omitted), and strike the NHK/Fintiv rule.  

2. The NHK/Fintiv rule nullifies the statute’s one-
year petition window. 

The NHK/Fintiv rule also nullifies the one-year period Congress 

deliberately granted defendants to petition for IPR following service of 

an infringement complaint.  See 35 U.S.C. § 315(b).  Congress knew 

that companies “are often sued by [parties] asserting multiple patents 

with large numbers of vague claims,” and understood that it can take 

months to determine “which claims will be relevant and how those 

claims are alleged to read on the defendant’s products.”  157 Cong. Rec. 

S5429 (2011) (Sen. Kyl).  With that in mind, Congress created a one-

year safe harbor to “afford defendants a reasonable opportunity to 
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identify and understand the patent claims that are relevant to the 

litigation.”  Id.  The one-year period was so “important” that Congress 

specifically rejected a shorter, six-month filing window.  Id.; see Gulf Oil 

Corp. v. Copp Paving Co., 419 U.S. 186, 200 (1974).  

The NHK/Fintiv rule flies in the face of Congress’s judgment:  It 

re-writes the terms of the safe-harbor and effectively eviscerates it and 

the vital purpose it serves.  Cf. Petrella v. Metro-Goldwyn-Mayer, Inc., 

572 U.S. 663, 667 (2014) (courts cannot use extra-statutory factor to 

reject claim brought within statute’s window for filing).   

For one, the NHK/Fintiv rule flouts the statute’s express timing 

benchmarks.  In setting the one-year deadline for infringement 

defendants to seek IPR, Congress chose to work forward from the 

service of the complaint.  35 U.S.C. § 315(b).  The NHK/Fintiv rule, by 

contrast, works backward from a purely tentative trial date.  In 

contravening the statute’s text in this way, the PTAB has transformed a 

safe harbor with known and stable boundaries into an unpredictable, de 

facto time bar triggered by forces “outside [the petitioner’s] control.”  

Appx23.  Trial dates, after all, are seldom fixed; “[c]ourts can, and often 

do, extend or accelerate deadlines and modify case schedules for myriad 
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reasons.”  Precision Planting, LLC v. Deere & Co., IPR2019-01044, 

Paper 17 at 14 (PTAB Dec. 2, 2019); infra p.35. 

Even more troublingly, the NHK/Fintiv rule effectively cuts short 

the one-year petition period Congress believed was vital.  In some 

judicial districts—particularly the “rocket dockets” popular with patent 

assertion entities (“PAEs”)—trial dates are set for such an early date 

that, once a complaint is filed, it is already too late to avoid non-

institution on NHK/Fintiv grounds.6  At best, the rule forces defendants 

to file petitions immediately upon being sued—well before the plaintiffs 

have identified, much less narrowed, their infringement contentions 

and before defendants can properly vet the asserted claims.  See Appx23 

(explaining that NHK/Fintiv rule “set[s] an expectation that a 

Petitioner is expected to hazard a guess as to the claims that will be 

asserted by the Patent Owner and file a petition as to those claims in 

 
6 So far in 2020, 33.5% of cases involving PAEs were filed in the 
Western District of Texas and 13.7% were filed in the Eastern District.  
See Litigation Analytics, Unified Patents, https://tinyurl.com/y5t9ytep 
(last visited Aug. 26, 2020) (searchable by district court).  In this case, 
the Eastern District Court set trial for slightly less than 18 months 
after the filing of the complaint.  See Appx128-132.  The timing in the 
Western District is similar.  See Order Governing Proceedings – Patent 
Case, U.S. District Court for the Western District of Texas (Feb. 26, 
2020), https://tinyurl.com/ybcamrwe. 
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the hopes of avoiding a discretionary denial by the Board”).  If 

petitioners cannot target IPR petitions to patent owners’ assertions or 

cannot be certain that the merits of their petition will be considered at 

all, many “bad” patents will remain enforceable—exactly the opposite of 

what Congress set out to achieve in the AIA, see Thryv, 140 S. Ct. at 

1374.   

B. The NHK/Fintiv rule is void because it was announced 
through improper procedures.  

Not only does the NHK/Fintiv rule conflict with the substantive 

provisions of the AIA, but the agency also lacked the authority to 

promulgate the rule in the way it did.  While the agency declared its 

new rule via Board opinions—later designated precedential by the 

Director—that course is forbidden by two separate statutes:  First, the 

AIA provides that if the agency wishes to establish new standards 

governing institution, it must do so via a  “regulation” issued by the 

Director—i.e., via notice-and-comment rulemaking.  Second, the APA 

independently requires agencies to use notice-and-comment rulemaking 

if they wish to announce broadly applicable, prospective rules. 

Case: 20-148      Document: 2-1     Page: 32     Filed: 08/27/2020 (32 of 190)



21 

1. The AIA requires that all standards governing 
institution be promulgated by “regulation.” 

Every tool of statutory interpretation—text, context, structure, 

legislative history, and purpose—makes clear that if the agency wishes 

to impose new IPR institution standards it must do so through “notice-

and-comment rulemaking. 

Text.  The text of AIA carefully specifies the grounds that the 

agency may consider in deciding whether to institute IPR.  Some 

grounds, the statute requires the agency to consider.  See id. §§ 311-315.  

Other grounds, it merely authorizes the agency to consider.  See id. 

§ 325(d).   

The AIA also lays out a mechanism for adding other 

considerations, beyond those listed in the statute.  If the agency wishes 

to create additional “standards for the showing of sufficient grounds to 

institute” IPR (or, indeed, any rules “governing inter partes review”), 

“[t]he Director shall prescribe regulations” setting them forth.  35 U.S.C. 

§ 316(a)(2), (4) (emphasis added).  By providing that the Director 

“shall”—a word that “generally imposes a nondiscretionary duty,” SAS, 

138 S. Ct. at 1354—prescribe additional IPR institution standards 

through “regulation”—a term that refers to “legislative rule[s]” issued 
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“pursuant to the notice-and-comment requirements of [the] APA,” U.S. 

Telecom Ass’n v. FCC, 400 F.3d 29, 38, 40 (D.C. Cir. 2005)—Congress 

left no room for him to do so through any other means (such as through 

precedential Board decisions).   

Congress’s decision to require notice-and-comment procedures for 

new institution standards was deliberate.  In other circumstances, 

Congress delegated the Director authority “without specifying the 

means of enactment.”  Aqua Prods., Inc. v. Matal, 872 F.3d 1290, 1330 

(Fed. Cir. 2017) (separate opinion of Moore, Newman & O’Malley, J.J.).  

Section 27, for instance, provides that the “Director may establish 

procedures” for reviving an unintentionally abandoned patent 

application—without requiring him to do so via regulation.  35 U.S.C. 

§ 27; see also, e.g., id. § 111(c); id. § 119(b)(2).  Here, by contrast, 

“Congress has delegated to the Director rulemaking authority and 

specified that it be by promulgated regulation.”  Aqua, 872 F.3d at 1331; 

id. at 1332 n.7 (“[35 U.S.C.] § 2(b)(2) expressly requires the agency’s 

regulations ‘shall be made in accordance with section 553 of title 5’”—

i.e., the APA’s notice-and-comment requirements); see also U.S. 
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Telecom, 400 F.3d at 38, 40 (notice-and-comment procedures required 

“when a statute defines a duty in terms of agency regulations”).   

Accordingly, if the Director wishes to announce standards 

governing IPR institution, he must do so “through the mechanism of 

prescribing regulations.”  Facebook, Inc. v. Windy City Innovations, 

LLC, 953 F.3d 1313, 1340 (Fed. Cir. 2020) (additional views by Prost, 

C.J., Plager & O’Malley, J.J.); accord Aqua, 872 F.3d at 1331 (separate 

opinion of Moore, Newman & O’Malley, J.J.). 

Context.  The subsection immediately following § 316(a)(2) also 

makes clear that the rulemaking requirement applies to the 

NHK/Fintiv rule.  That provision instructs that “[i]n prescribing 

regulations under this section, the Director shall consider the effect of 

any such regulation on the economy, the integrity of the patent system, 

the efficient administration of the Office, and the ability of the Office to 

timely complete proceedings instituted under this chapter.”  35 U.S.C. 

§ 316(b).  It thus reflects Congress’s recognition that the regulations 

promulgated by the Director (including those setting new institution 

standards) are the type that could have significant effects on matters of 

public concern—i.e., issues that the public has a stake in and possesses 
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relevant information about.  And so it confirms that Congress meant 

what it said in § 316(a)(2)—that when the agency wishes to act in this 

area, it must do so by “regulation” and give the public an opportunity to 

participate through notice-and-comment procedures. 

Structure.  Congress’s choices in structuring the PTO similarly 

confirm that if the agency wishes to adopt new, non-statutory 

institution standards, it must do so through notice-and-comment 

rulemaking.  Congress established the PTO with an unusual “bilateral 

structure,” Facebook, 953 F.3d at 1341 (additional views by Prost, C.J., 

Plager & O’Malley, J.J.), in which its adjudicative and rulemaking 

powers are divided across different administrative entities, in order “to 

achieve a greater separation of functions than exists within the 

traditional ‘unitary’ agency,” Martin v. Occupational Safety & Health 

Review Comm’n, 499 U.S 144, 151 (1991).  In particular, Congress 

“delegated the power to adjudicate IPRs to the Board,” while reserving 

“the power to prescribe certain regulations to the Director” alone.  

Facebook, 953 F.3d at 1341.  Accordingly, the Board lacks authority to 

announce new standards at all, and the Director lacks power to do so 

other than through “regulation.”  And so, to the extent the agency has 
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power to issue IPR institution standards, that power comes solely from 

the Director’s authority—and thus is subject to the attendant 

requirement of notice-and-comment rulemaking. 

Legislative History.  The legislative history confirms that 

Congress meant what it said.  Senator Kyl, one of the AIA’s co-sponsors, 

emphasized that “under [§ 316(a)], the Office is required to implement 

the inter partes … review threshold[] via regulations.”  157 Cong. Rec. 

S1377 (2011).  Those regulations, he explained, should be used for not 

only “substantive standards” for regulation—i.e., those relating to the 

merits of the claims—but also those relating to efficiency 

considerations.  Id.  And he made clear that although Congress made a 

“legislative judgment” that the Director have some power to “turn away 

some petitions that otherwise satisfy the [statutory] threshold for 

instituting” review, lest it “develop a backlog of instituted reviews that 

precludes the Office from timely completing all proceedings,” Congress 

expected that a “safety valve” to that effect would be “include[d] in the 

threshold regulations.”  Id. 

Purpose.  Congress’s insistence that institution standards be 

promulgated by regulation, makes sense.  Notice and comment “serves 
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important purposes.”  Ivy Sports Med., LLC v. Burwell, 767 F.3d 81, 88 

(D.C. Cir. 2014) (Kavanaugh, J.).  It “helps to prevent mistakes, because 

agencies receive more input and information before they make a final 

decision.”  Id. at 87.  And it “helps ensure that regulated parties receive 

fair treatment, a value basic to American administrative law.”  Id. at 

87-88.  Had interested parties been able to weigh in here, for instance, 

they could have alerted the agency to the many shortcomings plaguing 

the NHK/Fintiv rule.  Infra § III.  By acting unilaterally, the agency 

deprived itself and the public of the opportunity for that critical input. 

The NHK/Fintiv rule is thus unlawful because it prescribes a new 

standard for IPR institution but was not promulgated via the requisite 

regulation.  The “Patent Office cannot effect an end-run around its 

congressionally delegated authority by conducting rulemaking through 

adjudication without undertaking the process of promulgating a 

regulation.”  Aqua, 872 F.3d at 1339 (separate opinion of Reyna & Dyk, 

J.J.).  Any rule “resulting” from such evasion of the congressionally 

specified process “is a nullity.”  Id. at 1338. 
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2. The APA separately requires the agency to 
announce the NHK/Fintiv rule, if at all, via 
notice-and-comment rulemaking. 

The agency’s announcement of the NHK/Fintiv rule separately 

runs afoul of limits imposed by the APA.  Although the APA generally 

affords agencies leeway in choosing whether to announce a new rule of 

decision via adjudication or rulemaking—at least in the absence of some 

other statute “specif[ying] an approach for the agency to follow,” 

Michigan v. EPA, 268 F.3d 1075, 1087 (D.C. Cir. 2001); see supra 

§ I.B.1—“that discretion is not unlimited.”  City of Arlington v. FCC, 

668 F.3d 229, 241 (5th Cir. 2012), aff’d, 569 U.S. 290 (2013).  The 

decision to announce a new rule via adjudication, rather than 

rulemaking, must—like any other agency action—be “set aside” it if 

constitutes “an abuse of discretion.”  5 U.S.C. § 706(2)(A); accord NLRB 

v. Bell Aerospace Co., 416 U.S. 267, 294 (1974). 

Here, the agency has “abused its discretion by improperly 

attempting to propose legislative policy by an adjudicative order.”  First 

Bancorporation v. Bd. of Governors, 728 F.2d 434, 438 (10th Cir. 1984).  

“[A]gencies may not use adjudication to circumvent the Administrative 

Procedure Act’s rulemaking procedures.”  Cities of Anaheim, Riverside 
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Banning, Colton & Azusa v. FERC, 723 F.2d 656, 659 (9th Cir. 1984).  

Accordingly, if an adjudication “constitutes de facto rulemaking”—by 

announcing a prospective rule “that affects the rights of broad classes of 

unspecified individuals”—the agency’s action is invalid and must be set 

aside.  MacLean v. DHS, 543 F.3d 1145, 1151 (9th Cir. 2008) (quotation 

marks and citation omitted).  The operative question is thus “whether 

th[e] adjudication changes existing law[] and has widespread 

application”; if so, “the matter should be addressed by rulemaking,” and 

the agency “exceed[s] its authority by proceeding to create new law by 

adjudication.”  Ford Motor Co. v. FTC, 673 F.2d 1008, 1010 (9th Cir. 

1981).  

The NHK/Fintiv rule undoubtedly changed existing law and has 

broad application.  Prior to NHK/Fintiv, the state of a parallel district 

court proceeding was irrelevant to whether an IPR should be instituted; 

after, that was no longer true.  See Scott McKeown, Top 5 PTAB 

Practice Developments of 2018, Patents Post-Grant (Jan. 3, 2019), 

https://tinyurl.com/y8klznw6 (NHK is a “significant departure from past 

institution practices”).  Indeed, now the fate of every petition with a 
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parallel district court action—approximately 85% of all IPR petitions, 

supra p.7—turns, at least in part, on the progress of that proceeding.  

The NHK/Fintiv rule is thus precisely the type that the APA 

requires to be subjected to notice and comment.   

Nor is there an argument that the NHK/Fintiv rule somehow 

escapes that requirement because it is a mere “interpretative rule[]” or 

a “general statement[] of policy,” as opposed to a substantive rule.  5 

U.S.C. § 553; see Aqua, 872 F.3d at 1339 & n.6 (Reyna & Dyk, J.J.) 

(concluding that IPR burdens of proof are substantive, and thus require 

notice and comment); id. at 1331 n.4 (Moore, Newman & O’Malley, J.J.) 

(similar).  The “most important” factor in determining whether agency 

action constitutes a substantive rule is “whether the action has binding 

effects on … the agency.”  Gen. Elec. Co. v. EPA, 290 F.3d 377, 382 (D.C. 

Cir. 2002).  And here, the agency itself said it plainly:  “A precedential 

decision” like NHK or Fintiv “is binding Board authority in subsequent 

matters involving similar facts or issues.”  Standard Operating 

Procedure 2, USPTO, supra p.11.  The agency thus abused its discretion 

(to the extent it possessed discretion on this score at all) by announcing 

that substantive change via adjudication, instead of regulation. 
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3. The PTO did not promulgate the NHK/Fintiv rule 
via notice-and-comment rulemaking. 

“Agency adjudication can … take many forms,” Aqua, 872 F.3d at 

1331 (Moore, Newman & O’Malley, J.J.), but neither the Board’s 

adjudicatory process nor the precedential designation process satisfy 

the requirements of notice-and-comment rulemaking.  Id. at 1331-32.  

In neither process is the public formally notified in the Federal Register 

or afforded “an opportunity to participate … through submission of 

written data, views, or arguments” for “not less than 30 days before” the 

issuance of the decision or precedential designation.  5 U.S.C. § 553; see 

Aqua, 872 F.3d at 1331-32; Facebook, 953 F.3d at 1340 (additional 

views by Prost, C.J.) (contrasting Precedential Opinion Panel decisions 

to “the mechanism of prescribing regulations”). 

II. Mandamus Is An Available—And Possibly The Only—
Avenue of Relief. 

As noted above, Cisco has directly appealed from the Board’s 

denial of its IPR petition.  See Nos. 2020-2047, 2020-2049.  Cisco’s 

response to the show-cause order in that case will explain that this 

Court has jurisdiction over that appeal.  See 28 U.S.C. § 1295(a)(4)(A).  

If the Court agrees, then that direct appeal is the correct vehicle for 
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addressing Cisco’s challenges.  Cheney, 542 U.S. at 380-81 (“the regular 

appeals process,” where available, takes precedence over mandamus). 

If this Court disagrees, however, then this petition is the proper—

indeed, the only—avenue for Cisco to obtain the relief it seeks:  As this 

Court has explained, mandamus petitions filed “in response to action by 

the agency relating to the non-institution of inter partes review” are 

proper when they fall within the exceptions to the § 314(d) appeal bar 

identified in Cuozzo—i.e., when they raise “issues involving questions 

outside the scope of section 314(d), and actions by the agency beyond its 

statutory limits.”  Power Integrations, 899 F.3d at 1321. 

That makes sense.  Courts always retain power to rein in ultra 

vires actions, even where a statute otherwise precludes judicial review.  

See, e.g., Leedom v. Kyne, 358 U.S. 184, 188 (1958) (holding lower court 

had jurisdiction to vacate decision of National Labor Relations Board 

despite statute limiting judicial review).  That is because such a “suit is 

not one to ‘review’ … a decision of the [agency] made within its 

jurisdiction.  Rather it is one to strike down an order of the [agency] 

made in excess of its delegated powers and contrary to a specific 

prohibition in the Act.”  Id.  Accordingly, where a party alleges that the 
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“Patent Office has engaged in ‘shenanigans’ by exceeding statutory 

bounds,” “judicial review remains available.”  SAS, 138 S. Ct. at 1359 

(quoting Cuozzo, 136 S. Ct. at 2141).  And if this Court lacks jurisdiction 

over Cisco’s direct appeal, then mandamus is the only means by which 

that review can be had.  See Thryv, 140 S. Ct. at 1374 n.6 (preserving 

the possibility of mandamus review in extraordinary cases).   

Here, Cisco’s challenges each involve claims that the agency acted 

beyond its statutory limits.  The substantive challenge asserts that the 

agency based its institution decision on a consideration that is contrary 

to the AIA.  And the procedural challenge argues that the agency 

flouted the provisions of the AIA and APA requiring the agency to act 

by rulemaking. 

Cisco’s procedural challenge separately fits the Cuozzo exceptions, 

because it raises only “issues involving questions outside the scope of 

section 314(d).”  Power Integrations, 899 F.3d at 1321.  As the Supreme 

Court explained, § 314(d) encompasses “matters ‘closely tied to the 

application and interpretation of statutes related to’ the institution 

decision.”  Thryv, 140 S. Ct. at 1373 (quoting Cuozzo, 136 S. Ct. at 

2141).  And here, Cisco’s procedural challenge does not turn on a statute 
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“related to the institution decision” itself.  Rather, it centers on § 316(a) 

of the AIA—which deals with the USPTO’s rulemaking authority 

broadly, not the institution of a specific IPR—and § 706(2)(A) of the 

APA—which sets the ground rules for all agency action.  

III. The Court Should Grant Mandamus To Protect The Patent 
System. 

There can be no doubt that it is “appropriate” to grant a writ of 

mandamus “under the[se] circumstances.”  Cheney, 542 U.S. at 381.  

This Court plays a vital role in overseeing a well-functioning patent 

system.  The NHK/Fintiv rule—especially if allowed to take further 

hold—will override the system Congress created (see supra § I) and the 

important values it serves.  Contrary to what the PTAB thinks, the 

NHK/Fintiv rule undermines, rather than advances, the “efficiency and 

integrity of the system.”  Appx11.   

A. The NHK/Fintiv rule undermines the efficiency of the 
patent system. 

The agency believes the NHK/Fintiv rule promotes the 

“efficiency … of the system.”  Appx11; Fintiv at 6.  But Congress already 

made the call that increasing access to the administrative process 

improves system efficiency.  It chose to channel validity disputes into 
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IPRs before the Patent Office “to simplify proceedings before the courts 

and to give the courts the benefit of the expert agency’s full and focused 

consideration of the effect of prior art on patents being asserted in 

litigation.”  NFC Tech., 2015 WL 1069111, at *4 (Bryson, J.).   

The NHK/Fintiv rule cuts infringement defendants off from the 

more efficient and more expert process that Congress offered them.  

Already, the Board is aggressively denying institution based solely on 

the NHK/Fintiv rule.  See supra n.3.  Given that the vast majority of 

IPRs have co-pending district court cases, supra p.7, many of which are 

filed in venues that set aggressive briefing and trial schedules,7 

allowing the rule to take further root could entirely upend the AIA’s aim 

of “creat[ing] an inexpensive substitute for district court litigation [that] 

allows key issues to be addressed by experts in the field.”  157 Cong. 

Rec. S5319 (2011) (Sen. Kyl). 

In claiming that the NHK/Fintiv rule improves system efficiency, 

the Board misunderstands two fundamental features of district court 

 
7 See Brian J. Love & James Yoon, Predictably Expensive: A Critical 
Look at Patent Litigation in the Eastern District of Texas, 20 Stan. Tech. 
L. Rev. 1, 13-14, 21-23 (2017) (observing that patent cases in the 
popular Eastern District of Texas have significantly earlier discovery, 
claim construction, and trial dates than other districts). 
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litigation.  First, the Board assumes that early trial dates are fixed 

when in fact they are often tentative and subject to postponement. 

Indeed, the trial date used to justify non-institution in NHK itself was 

later pushed back by six months.8  When the Board denies institution 

and the trial is pushed near or past the deadline for a final written 

decision, any supposed efficiency gains disappear.  That is especially so 

because a trial is rarely the end of a district court’s consideration; post-

trial motions and appeals drag on long after the Board would have 

resolved validity questions that could wipe out the case for 

infringement.  In focusing on the investments the parties have already 

made, the NHK/Fintiv rule fails to properly account for the 

“investment that will be required if the litigation proceeds,” which will 

usually outweigh the costs already sunk.  Appx18-19 (APJ Crumbley’s 

dissent).   

Second, the NHK/Fintiv rule fails to appreciate the likelihood 

that district courts will stay cases when the Board institutes IPRs.  

 
8 Compare NHK at 20 (stating that trial date was set to begin on March 
25, 2019), with Intri-Plex Techs. v. NHK Int’l Corp., 3:17-cv-01097, Dkt. 
175 (N.D. Cal. Feb. 22, 2019) (moving the start of trial to September 9, 
2019). 
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“Congress intended for district courts to be liberal in granting stays.”  

IOENGINE, LLC v. PayPal Holdings, Inc., 2019 WL 3943058, at *3-4 

(D. Del. Aug. 21, 2019) (Bryson, J.).  And courts typically grant them. 

See 2019 Year In Review, Docket Navigator 22, 

https://tinyurl.com/y6rmnldw (71% of requests granted in full or in 

part).  Granting an IPR will therefore prompt a stay.  And a stay 

“increas[es] the efficiency of the system,” Appx24, by allowing parties to 

use a faster and more cost-effective administrative forum to narrow the 

issues in the district court or obviate the need for litigation altogether.   

The Board further claims the NHK/Fintiv rule avoids “an 

inefficient use of Board resources.”  NHK at 20.  The rule, however, may 

well deplete Board resources by encouraging defendants to flood the 

Board with premature, bloated petitions in order to avoid the de facto 

institution bar.  Defendants are already being told to take this tack.  

See Jasper L. Tran et al., Discretionary Denials of IPR Institution, 19 

Chi.-Kent J. Intell. Prop. 253, 264 (2020) (advising “an alleged infringer 

to consider early IPR petitions to try to preempt” application of the 

NHK/Fintiv rule).  One defendant, who sought IPR while facing serial 

lawsuits asserting 21 patents and more than 430 claims, put the stakes 
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in stark terms: “if Intel had challenged the patentability of all 430+ 

claims soon after each case was filed, the number of necessary IPR 

petitions—and the burden on the Board and Intel—would have been 

staggering.”  Intel Corp. v. VLSI Tech. LLC, IPR2020-00142, Paper 13 

at 4 (PTAB Apr. 6, 2020).  Nevertheless, the Board applied the 

NHK/Fintiv rule to deny Intel’s petition.  See Paper 17 (PTAB June 4, 

2020).  And when those initial petitions fail, the Board will have to 

contend with follow-on petitions.  That is more work for everyone—work 

that could have been avoided had parties been able to take advantage of 

the full statutory period to narrow the contentions and vet the grounds 

of patentability.  Supra § I.A.2.   

What is more, as prospects for IPRs dim, the value to PAEs of 

meritless litigation increases.  Indeed, the data already suggests that 

such entities may be taking advantage of the NHK/Fintiv rule to bring 

even more meritless suits to extract settlement value.  See Q2 2020 

Patent Dispute Report, Unified Patents (July 1, 2020), 

https://tinyurl.com/y3qhlw94 (noting that patent “litigation [has] 

reached an all-time high” since 2016, with “66% of cases being asserted 

by [PAEs].”).   
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B. The NHK/Fintiv rule undermines the integrity of the 
patent system. 

The Board is also wrong to say that the NHK/Fintiv rule serves 

the “integrity of the system.”  Appx11; Fintiv at 6.  Quite the opposite. 

To start, the NHK/Fintiv rule exacerbates the already serious 

problem of forum-shopping.  It premises the institution decision on 

district court docket management practices, which vary widely across 

districts.  And certain venues popular with patent plaintiffs (PAEs in 

particular) are in a race to beat the Board.9  These venues “quickly push 

cases from filing to trial,” set early dates for Markman hearings and 

discovery, and “typically deny motions to stay pending PTAB 

proceedings.”  See Analysis of Patent Litigation in the Western District 

of Texas, Docket Navigator 4 (2020), https://tinyurl.com/y2o8m996.  

Thus, by filing in these “rocket dockets,” plaintiffs are now able to 

preempt IPRs entirely, thereby depriving defendants of the 

administrative option Congress offered and bolstering “the perception 

 
9 Britain Eakin, West Texas Judge Says He Can Move Faster Than 
PTAB, Law360 (Nov. 27, 2019), https://tinyurl.com/y22fd4ue; see also 
Q2 2020 Patent Dispute Report, Unified Patents, supra (reporting PAE 
filing trends); Love & Yoon, supra, at 13-14 (describing the quick pace of 
litigation as one reason the Eastern District of Texas is popular with 
PAEs). 
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that justice in patent cases can be ‘gamed’”—an outcome that “does not 

serve the interest of justice, or the patent system as a whole.”  S. Rep. 

No. 110-259, at 53 (Sen. Specter); supra nn. 3 & 9.  

Because it ties the institution decision to district court 

benchmarks, the NHK/Fintiv rule incentivizes plaintiffs to push for 

aggressive schedules at the outset of the action, only to then seek 

extensions after IPR petitions are denied.  That is the opposite of the 

“fairness” the Board claimed the rule promotes.  Fintiv at 6.  The 

standard is all the more unfair to smaller companies with shallow 

pockets:  If they can’t be sure that the Board will even consider the 

merits of their action—because of the unpredictability of district court 

scheduling, and because of gamesmanship by patent owners—they may 

forgo IPRs entirely. 

Unsurprisingly then, a diverse array of stakeholders have 

observed that the NHK/Fintiv rule is creating serious practical and 

policy problems that are hindering the very progress that the patent 

system is designed to promote.  See, e.g., Letter from Engine Advocacy 

et al. to Hon. Jerrold Nadler et al. (June 18, 2020), 

https://tinyurl.com/yyrq8846 (explaining that the NHK/Fintiv rule has 
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created a “significant and rapidly growing problem” of “increased 

litigation and forum shopping”).  Stakeholders would have had a chance 

to explain these problems to the USPTO itself if the agency had 

pursued the NHK/Fintiv rule via rulemaking.  By imposing the rule it 

did, and imposing it through adjudication, the agency flouted both the 

procedural and substantive provisions of the law. 

CONCLUSION 

This Court should grant the writ and remand the case with 

instructions to reconsider Cisco’s IPR petitions, and to consider future 

petitions, free from the unlawful NHK/Fintiv rule.  
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UNITED STATES PATENT AND TRADEMARK OFFICE 

 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 

 

CISCO SYSTEMS, INC., 
Petitioner, 

v. 

RAMOT AT TEL AVIV UNIVERSITY LTD., 
Patent Owner. 

 

IPR2020-00122 
Patent 10,033,465 B1 

 

Before CHRISTOPHER L. CRUMBLEY, MONICA S. ULLAGADDI, and 
JASON M. REPKO, Administrative Patent Judges. 

Opinion for the Board filed by Administrative Patent Judge REPKO. 
 
Opinion Dissenting filed by Administrative Patent Judge CRUMBLEY. 
 
REPKO, Administrative Patent Judge.  

DECISION 
Denying Institution of Inter Partes Review 

35 U.S.C. § 314 

  

Appx1
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I. INTRODUCTION 

Cisco Systems Inc. (“Petitioner”) filed a petition to institute inter 

partes review of claims 1, 2, 4, and 5 of U.S. Patent No. 10,033,465 B1 (Ex. 

1001, “the ’465 patent”). Paper 2 (“Pet.”). Ramot at Tel Aviv University 

Ltd. (“Patent Owner”) filed a Preliminary Response. Paper 9 (“Prelim. 

Resp.”). 

To institute an inter partes review, we must determine “that there is a 

reasonable likelihood that the petitioner would prevail with respect to at least 

1 of the claims challenged in the petition.” 35 U.S.C. § 314(a). But the 

Board has discretion to deny a petition even when a petitioner meets that 

threshold. Id.; see, e.g., Cuozzo Speed Techs., LLC v. Lee, 136 S. Ct. 2131, 

2140 (2016) (“[T]he agency’s decision to deny a petition is a matter 

committed to the Patent Office’s discretion.”); Gen. Plastic Indus. Co. v. 

Canon Kabushiki Kaisha, IPR2016-01357, Paper 19 (PTAB Sept. 6, 2017) 

(precedential as to § II.B.4.i); NHK Spring Co. v. Intri-Plex Techs., Inc., 

IPR2018-00752, Paper 8 (PTAB Sept. 12, 2018) (precedential); Patent Trial 

and Appeal Board Consolidated Trial Practice Guide 64 (Nov. 20, 2019), 

http://www.uspto.gov/TrialPracticeGuideConsolidated (identifying 

considerations that may warrant exercise of this discretion). 

We authorized additional briefing to address discretionary denial of 

the Petition under § 314(a). Paper 10. Petitioner filed a reply. Paper 11 

(“Reply”). And Patent Owner filed a sur-reply. Paper 12 (“Sur-reply”). 

For the reasons discussed below, we exercise our discretion under 

§ 314(a) to deny institution here. 

 

Appx2
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II. BACKGROUND 

A. Related Matters 

According to the parties, the ’465 patent has been asserted in Ramot at 

Tel Aviv University Ltd. v. Cisco Systems, Inc., No. 2:19-cv-00225 (E.D. 

Tex. filed June 12, 2019). Pet. 7–8; Paper 5, 2 (Patent Owner’s Mandatory 

Notice). 

B. The ’465 patent 

The ’465 patent generally relates to optical-signal modulation. See, 

e.g., Ex. 1001, Abstract. At the time of the invention, analog optics 

modulation systems typically used Mach-Zehnder Interferometer (MZI) 

modulators. Id. at 1:50–56. MZI modulators, though, have an inherent non-

linear response. Id. at 1:56–58. This can be a problem in analog applications. 

Id. And solutions at the time were inefficient, complex, or had limited 

dynamic range. See id. at 1:64–2:29 

To address these problems, the patent describes using a digital-to-

digital converter (DDC) to convert the input data to an electrode-actuation 

pattern that more closely matches an ideal linear response. Id. at 7:41–45, 

7:58–66. Because the conversion is efficiently performed in the digital 

domain, the invention can be used in high-frequency systems. Id. at 7:59–62. 

C. Claims 

Of the challenged claims, claims 1 and 4 are independent and are 

reproduced below. 

1. A method for converting digital electrical data into 
modulated optical streams, said method comprising  

inputting into an optical modulator N bits of digital data in 
parallel, N being larger than 1;  

Appx3
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mapping a set of N input values corresponding to said N bits 
of digital data to a vector of M voltage values where M is 
equal to or larger than N;  

driving at least M electrodes of the optical modulator, enabled 
to pulse modulate at least an input optical stream, 
responsively to the M voltage values, to provide at least a 
pulse modulated output optical stream. 

Ex. 1001, 17:6–14. 

 

4. A method for converting digital electrical data into 
modulated optical streams, said method comprising  

inputting into an optical modulator N bits of digital data in 
parallel, N being larger than 1;  

mapping a set of N input values corresponding to said N bits 
of digital data to a vector of M voltage values where M is 
equal to or larger than N;  

driving at least M electrodes of the optical modulator, 
enabled to modulate by QAM at least an input optical 
stream, responsively to the M voltage values, to provide at 
least a QAM modulated output optical stream.  

Ex. 1001, 17:34–44. 

 

D. Evidence 

Reference  Issued Date Exhibit No. 
US 7,277,603 B1 to Roberts Oct. 2, 2007 1005 
US 7,609,935 B2 to Burchfiel Oct. 27, 2009 1008 
Keang-Po Ho, Phase-Modulated Optical Communication Systems, 2005 
(Ex. 1006) 

Appx4
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E. Asserted Grounds 

Petitioner asserts that claims 1, 2, 4, and 5 would have been 

unpatentable on the following grounds. Pet. 22. 

Claim(s) Challenged 
pre-AIA1  

35 U.S.C. § 
Reference(s)/Basis 

1, 2, 4, and 5 103 Roberts 
1, 2, 4, and 5 103 Roberts, Ho 
1, 2, 4, and 5 103 Roberts, Burchfiel 

F. § 314(a) 

Under § 314(a), the Director has discretion to deny institution. In 

determining whether to exercise that discretion on behalf of the Director, we 

are guided by the Board’s precedential decision in NHK Spring Co. v. Intri-

Plex Technologies, Inc., IPR2018-00752, Paper 8 (PTAB Sept. 12, 2018).  

In NHK, the Board found that the “advanced state of the district court 

proceeding” was a “factor that weighs in favor of denying” the petition 

under § 314(a). NHK, Paper 8 at 20. The Board determined that “[i]nstitution 

of an inter partes review under these circumstances would not be consistent 

with ‘an objective of the AIA . . . to provide an effective and efficient 

alternative to district court litigation.’” Id. (citing Gen. Plastic, Paper 19 at 

16–17 (precedential in relevant part)). 

“[T]he Board’s cases addressing earlier trial dates as a basis for denial 

under NHK have sought to balance considerations such as system efficiency, 

fairness, and patent quality.” Apple Inc. v. Fintiv Inc., IPR2020-00019, Paper 

11 at 5 (PTAB Mar. 20, 2020) (precedential) (collecting cases). Fintiv sets 

forth six non-exclusive factors for determining “whether efficiency, fairness, 

                                           
1 Congress amended § 103 when it passed the Leahy-Smith America Invents 
Act (AIA), Pub. L. No. 112–29, § 3(c), 125 Stat. 284, 287 (2011). Here, the 
previous version of § 103 applies. 

Appx5
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and the merits support the exercise of authority to deny institution in view of 

an earlier trial date in the parallel proceeding.” Id. at 6. These factors 

consider 

1. whether the court granted a stay or evidence exists that one 
may be granted if a proceeding is instituted; 

2. proximity of the court’s trial date to the Board’s projected 
statutory deadline for a final written decision; 

3. investment in the parallel proceeding by the court and the 
parties; 

4. overlap between issues raised in the petition and in the parallel 
proceeding; 

5. whether the petitioner and the defendant in the parallel 
proceeding are the same party; and 

6. other circumstances that impact the Board’s exercise of 
discretion, including the merits. 

Id. In the sections that follow, we discuss each factor. 

 

1. Factor 1: whether the court granted a stay or evidence exists that one 
may be granted if a proceeding is instituted 

“A district court stay of the litigation pending resolution of the PTAB 

trial allays concerns about inefficiency and duplication of efforts. This fact 

has strongly weighed against exercising the authority to deny institution 

under NHK.” Id. 

Here, the district court has denied the motion to stay without prejudice 

to its refiling if the Board institutes. Ex. 2005. Petitioner argues that “the 

court merely referenced its ‘established practice’ of denying such stay 

requests before an IPR is instituted.” Reply 3 (citing Ex. 2005, 1). According 

to Petitioner, the district court emphasized in previous decisions to stay that 

the institution decision was due before the claim construction hearing. 
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Id. at 4 (citing Uniloc USA, Inc. v. Google, LLC, No. 2-17-cv-00231, Dkt. 47 

at 2 (E.D. Tex. Oct. 3, 2017)). 

But in this case, the claim construction hearing has been held. 

Ex. 2016, 4 (Amended Docket Control Order). To be sure, at the time that 

Petitioner filed its reply, the claim construction hearing was scheduled for 

May 19, 2020—one day after the institution decision’s due date. Ex. 2004, 3. 

The district court, though, later changed the hearing date to May 11, 2020. 

Ex. 2016, 4. Thus, Petitioner’s argument about a stay based on the claim 

construction hearing’s date has lost at least some of its merit. See Reply 4. 

Regardless, Petitioner acknowledges that “it is unknown and entirely 

speculative at this point whether the case will be stayed or the trial date will 

be otherwise delayed.” Id. 

On this record, we decline to speculate how the district court would 

rule on another stay request. A judge determines whether to grant a stay 

based on the facts in each case. Here, there is little evidence to suggest that 

the district court will grant a stay, should another one be requested. So this 

factor does not weigh in favor of or against discretionary denial. 

 

2. Factor 2: proximity of the court’s trial date to the Board’s projected 
statutory deadline for a final written decision; 

“If the court’s trial date is earlier than the projected statutory deadline, 

the Board generally has weighed this fact in favor of exercising authority to 

deny institution under NHK.” Fintiv, Paper 11 at 9.  

According to the current record, the district court trial is scheduled to 

begin on December 9, 2020. Ex. 2016, 1. The Board may not issue a final 

decision in this proceeding until approximately May 2021—six months after 

the trial begins. 
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Because the trial date is substantially earlier than the projected 

statutory deadline for the Board’s final decision, this factor weighs in favor 

of discretionary denial.  

 

3. Factor 3: investment in the parallel proceeding by the court and the 
parties 

“The Board also has considered the amount and type of work already 

completed in the parallel litigation by the court and the parties at the time of 

the institution decision.” Fintiv, Paper 11 at 9. “[M]ore work completed by 

the parties and court in the parallel proceeding tends to support the 

arguments that the parallel proceeding is more advanced, a stay may be less 

likely, and instituting would lead to duplicative costs.” Id. at 10. For 

instance, Petitioner points out that the district court may base its decision to 

stay, in part, on whether the institution decision is due before the claim 

construction hearing. Reply 4 (citing Uniloc USA, Inc. v. Google, LLC, No. 

2-17-cv-00231, Dkt. 47 at 2 (E.D. Tex. Oct. 3, 2017)). 

At the time of this decision, the parties have spent months briefing the 

district court on the claim construction issues in the parallel proceeding. 

Ex. 2016, 4. Specifically, Petitioner filed its invalidity contentions in the 

parallel proceeding, including detailed claim charts that address the same 

prior art cited in the Petition. See Ex. 2008 (invalidity contentions); Ex. 2009 

(chart). The parties submitted claim construction charts and briefs. Ex. 2016, 

4; Ex. 2015 (Joint Claim Construction Statement). And a claim construction 

hearing was held on May 11, 2020. Ex. 2016, 4. 

As for the remaining work, expert discovery is scheduled to be 

completed within two months. Id. at 3 (showing a deadline of July 20, 2020 

for completing expert discovery). According to the current schedule, a jury 
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trial begins in seven months. Id. at 1. Similarly, the Board in NHK 

determined that the parallel proceeding in that case was in an “advanced 

state” when expert discovery was scheduled to end in less than two months 

and a jury trial was scheduled to begin in six months. NHK, Paper 8 at 20. In 

NHK, the Board found the case’s advanced state to be an additional factor 

that favored denying institution. Id. Here, we determine that the district court 

case is in a similar state and take this into account in our overall assessment 

of the investment that potentially remains. 

To be sure, the district court has yet to issue a claim construction 

order or make other determinations on the merits. Considering the current 

investment in the invalidity and construction contentions, though, this factor 

weighs somewhat in favor of discretionary denial. 

 

4. Factor 4: overlap between issues raised in the petition and in the 
parallel proceeding 

“[I]f the petition includes the same or substantially the same claims, 

grounds, arguments, and evidence as presented in the parallel proceeding, 

this fact has favored denial.” Fintiv, Paper 11 at 12. 

The claims involved in the district court proceeding are also 

challenged in the Petition. Pet. 22; Ex. 2009, 1 (Petitioner’s Invalidity 

Contentions). And both the Petition and Petitioner’s invalidity contentions in 

the parallel proceeding include obviousness rationales based on Roberts, 

alone and in combination with Ho or Burchfiel. Compare Ex. 2009, 1, with 

Pet. 22. In fact, Petitioner’s claim-invalidity chart in the parallel proceeding 

contains substantially similar assertions to those in the Petition. Compare 

Ex. 2009, 3–41, with Pet. 22–82 (§ XII Identification of How the Claims are 

Unpatentable).  
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Patent Owner argues that Petitioner has not shown that Roberts 

teaches or suggests the mapping step recited in claims 1, 2, 4, and 5. See 

Prelim. Resp. 50–57. According to Patent Owner, the district court will hear 

and rule on the same arguments about the correct construction of “mapping.” 

Id. at 11. 

Indeed, all challenges in the Petition are based on Roberts. Pet. 22. So 

the meaning of “mapping” is likely to be one of the central issues in this 

case. To resolve this issue, the Board would need to hear arguments about 

the correct construction of “mapping,” which is one of the claim terms to be 

construed in the district court case. See, e.g., Ex. 2015, 10–17 (Chart of 

Disputed Constructions). And both proceedings would likely involve similar 

arguments about Roberts. Ex. 2009, 13–16 (discussing “mapping” in 

connection with Roberts). In at least these ways, the parallel proceedings 

would duplicate effort. This is an inefficient use of Board, party, and judicial 

resources and raises the possibility of conflicting decisions. 

Because the Petition includes the same or substantially the same 

claims, grounds, arguments, and evidence as presented in the parallel 

proceeding, this factor favors exercising our discretion to deny institution.  

 

5. Factor 5: whether the petitioner and the defendant in the parallel 
proceeding are the same party 

If the petitioner and the defendant in the parallel proceeding are the 

same, this factor weighs in favor of discretionary denial. Fintiv, Paper 11 at 

13–14. 

Here, Petitioner is the defendant in the parallel litigation in the United 

States District Court for the Eastern District of Texas in Ramot at Tel Aviv 

University Ltd. v. Cisco Systems, Inc., No. 2:19-cv-00225 (E.D. Tex. filed 

Appx10

Case: 20-148      Document: 2-2     Page: 13     Filed: 08/27/2020 (67 of 190)



IPR2020-00122 
Patent 10,033,465 B1 

11 

June 12, 2019). Pet. 7–8; Paper 5, 2 (Patent Owner’s Mandatory Notice); see 

also Prelim. Resp. 10 (describing Petitioner’s involvement the case). So this 

factor weighs in favor of discretionary denial. 

 

6. Conclusion 

All Fintiv factors weigh in favor of exercising our discretion to deny 

institution under § 314(a) except for one, which is neutral. We have 

reviewed the Petition and determine that its merits do not outweigh the 

Fintiv factors—especially considering the number of overlapping issues in 

district court, which strongly favors denial under factor 4, and the trial date, 

which is substantially earlier than the projected statutory deadline for the 

Board’s final decision. 

On balance, instituting would be an inefficient use of Board, party, 

and judicial resources. See NHK, Paper 8 at 20. Thus, efficiency and 

integrity of the system are best served by denying review. See Consolidated 

TPG at 58 (quoting 35 U.S.C. § 316(b)). 

 

III. CONCLUSION 

We exercise our discretion under § 314(a) to deny institution. 

 

IV. ORDER 

It is  

ORDERED that the Petition is denied.
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Before CHRISTOPHER L. CRUMBLEY, MONICA S. ULLAGADDI, and 
JASON M. REPKO, Administrative Patent Judges. 

CRUMBLEY, Administrative Patent Judge, dissenting.  
 

 

In my opinion, the case at hand does not present a situation in which it 

is appropriate for the Board to exercise its discretion to deny institution of 

trial.  Post-grant proceedings under the America Invents Act, including inter 

partes reviews, were intended as an alternative to district court patent 

litigation that would be both faster and more efficient than an infringement 

suit.  See H. R. Rep. No. 112-98, pt. 1, 48 (2011) (“purpose of the section 

[is] providing quick and cost effective alternatives to litigation.”); see also 

Thryv, Inc v. Click-To-Call Techs., LP, 140 S. Ct. 1367, 1374 (2020) (“By 
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providing for inter partes review, Congress, concerned about overpatenting 

and its diminishment of competition, sought to weed out bad patent claims 

efficiently.”).  The majority’s decision today, following recent Board 

precedent, risks focusing only on the “faster” aspect of this goal, while 

sacrificing the “more efficient” aspect.  In other words, the majority defers 

to a district court proceeding merely because it is currently scheduled to be 

faster than this inter partes review would be, without considering whether 

the Board may nevertheless be a more efficient venue.  For the reasons 

discussed below, I respectfully dissent. 

The majority’s analysis primarily focuses on an application of factors 

set forth in Apple Inc. v. Fintiv, Inc., IPR2020-00019, Paper 11 at 5 (PTAB 

Mar. 20, 2020) (precedential), an order the Director recently designated as 

precedential.  The “Fintiv factors” are precedential to the extent they identify 

considerations that should be relevant to the Board’s decision whether to 

deny institution under 35 U.S.C. § 314(a) in light of a copending district 

court proceeding.  But I also note that Fintiv was an interlocutory order 

requesting further briefing from the parties on its factors (id. at 17); the 

panel did not actually apply those factors in the precedential order and there 

is no precedential “holding,” in the conventional sense of legal precedent.2 

Therefore, Fintiv does not control how we should apply its factors to the 

facts of this case, nor does it instruct us how to weigh the factors.  And it is 

in this application and weighing of the factors that I disagree with the 

majority’s approach. 

                                           
2 The Board issued a decision denying institution of trial in Fintiv this week.  
IPR2020-00019, Paper 15.  That decision has not been designated 
precedential and should be given the same weight as any other routine 
decision of the Board. 
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1. Fintiv Factor One   

 The first Fintiv factor is “whether the court granted a stay or evidence 

exists that one may be granted if a proceeding is instituted.”  The majority 

correctly notes that the District Court here previously denied the Petitioner’s 

motion to stay pending the outcome of this inter partes review, but that the 

denial was based on the court’s “established practice” of denying stays prior 

to the Board’s determination whether to institute trial.  And the court’s Order 

expressly notes that the Petitioner may refile its motion to stay “if and when 

IPR proceedings are instituted by the PTAB,” expressing its willingness to 

revisit the question.  Ex. 2005, 2.  As a starting point, the fact that the district 

court has expressed willingness to revisit the question of a stay is itself 

relevant, as the Fintiv panel noted, and has “usually” weighed against denial.   

Nevertheless, the majority concludes that it is “speculative” whether 

the court will grant a stay if the motion is renewed, and therefore finds this 

Fintiv factor to be neutral.  Of course, the question of whether a district court 

will grant a stay in any particular case is based on the facts of that case, and 

we cannot say with certitude what decision the court will reach when 

Petitioner renews its motion to stay.  Indeed, Judge Gilstrap, the presiding 

judge in the district court proceeding here, has cautioned that “motions to 

stay are highly individualized matters and parties predict ongoing patterns 

from the Court at their peril.”  Image Processing Techs., LLC v. Samsung 

Elects. Co., Ltd., 2017 WL 7051628, *1 (E.D. Tex. Oct. 25, 2017).  But that 

does not mean that assessing the likelihood of a stay in determining whether 

to exercise our discretion to deny institution of trial is a purely speculative 

exercise.   

It is not speculation to look to the facts of this case, and the district 

court’s past practices in similar circumstances, to assess the likelihood of a 
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stay pending outcome of an inter partes review.  Two of these facts—the 

stage of the district court proceeding, and the overlap of the issues between 

the proceedings—are separate factors under Fintiv, and I address them 

below under those factors.  But these facts also, in my estimation, make it 

more likely that the court would stay the litigation while the inter partes 

review runs its course.  See Fintiv at 6 (“there is some overlap among these 

factors. Some facts may be relevant to more than one factor.”). 

Regarding the stage of the district court proceeding, the majority 

highlights the fact that the court’s claim construction hearing was originally 

scheduled for the day after our institution decision is due (May 19, 2020), 

but was recently modified to occur the week prior to our institution decision 

(May 11, 2020).  I fail to see how this fact is especially relevant to whether 

the district court will grant a stay.  Regardless of whether the court’s claim 

construction hearing has occurred, the court has not yet issued its opinion 

construing the claims.  This has been relevant to the district court’s decision 

to stay cases in the past.  See Uniloc USA, Inc. v. Google, LLC, No. 2-17-cv-

00231, Dkt. 47, 2 (E.D. Tex. Oct. 3, 2017) (“No patent claims have been 

construed by the Court in these cases and discovery has barely begun.”).  

And in any event, even where the court has issued its claim construction 

order, Judge Gilstrap has granted motions to stay where appropriate.  See 

Image Processing Techs., LLC at *2 (granting stay after entry of claim 

construction order).  In my view, the occurrence of the claim construction 

hearing does not significantly diminish the likelihood of a stay, as the 

majority implies. 

Rather, the facts of this case are dissimilar from cases in which Judge 

Gilstrap has found that the stage of the litigation weighed against a stay.  For 

example, in Intellectual Ventures I LLC v. T-Mobile USA, Inc., No. 2:17-cv-
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00577, Dkt. 255 (E.D. Tex. Dec. 13, 2018), the court denied a stay due to the 

litigation’s “advanced stage.”  But in that case, discovery and claim 

construction had concluded, the parties had filed expert reports and deposed 

those experts, and the court had decided several dispositive and Daubert 

motions.  Id. at 6.  Furthermore, at the time the court decided the motion, 

pretrial was less than a month away.  Id.  This is a far cry from the situation 

in the present case, and signals that the court is less likely to stay the 

litigation here. 

The significant overlap in the invalidity challenges at issue in each 

proceeding, which the majority notes under the fourth Fintiv factor, also 

makes it more likely that the district court will grant a stay.  In deciding 

whether to stay in view of a copending inter partes review, the district court 

frequently considers whether the stay will simplify the case before the court. 

See NFC Techs. LLC v. HTC Am., Inc., 2015 WL 1069111, *2 (E.D. Tex. 

Mar. 11, 2015) (Bryson, J.).  Relevant to this question is whether the claims 

challenged before the Board are the same as those asserted in the 

infringement trial, and the basis for those challenges.  As the majority 

observes, Petitioner’s claim invalidity chart in the district court is 

substantially similar to the grounds advanced in the Petition in this case.  

And I further note that the two other patents asserted before the district court 

in the litigation are challenged in separate petitions filed before the Board.  

See IPR2020-00123; IPR2020-00484.  If we were to institute trial and reach 

a final written decision in these cases, we would likely simplify, if not 

resolve entirely, the invalidity issues the district court must address.  This is 

an additional factor that makes a stay of the litigation more likely. 

Finally, though it is not an explicit Fintiv factor, the Eastern District 

of Texas has in the past considered the diligence of the defendant in filing its 
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petitions for inter partes review in determining whether to grant a stay.  For 

example, in Trover Grp., Inc. v. Dedicated Micros USA, 2015 WL 1069179, 

*3 (E.D. Tex. Mar. 11, 2015) (Bryson, J.), the court noted that the defendant 

waited nearly a year after the complaints were served to file its petition for 

inter partes review five days before the statutory deadline, and that this was 

months after the defendant had served its invalidity contentions.  Id; cf.  

NFC Tech. LLC v. HTC Am., Inc. 2015 WL 1069111, *4 (E.D. Tex. Mar 11, 

2015) (delay of seven and one-half months in filing a petition not 

unreasonable, especially when it was less than four months after 

infringement contentions served).  By contrast, the Petitioner here appears to 

have acted diligently in filing its inter partes review petition, less than five 

months after the service of the complaint and less than two months after 

receiving Patent Owner’s infringement contentions.  Paper 11, 5.  And 

Petitioner did not even wait to serve its invalidity contentions before filing 

the instant Petition.  Prelim. Resp. 10 (invalidity contentions served Nov. 15, 

2019).  All of these facts are likely to be considered by the district court as 

weighing in favor of a stay. 

In sum, while we cannot say for certain whether the district court will 

grant a stay in this case, that is necessarily true of all cases where the court 

has denied a stay but indicated a willingness to revisit the issue.  But that 

does not make evaluating the likelihood of such a stay a purely speculative 

endeavor.  Based on the facts here, it is reasonably likely that the district 

court will grant a stay if we were to institute trial, and I would conclude that 

this Fintiv factor weighs strongly against denying institution. 

2. Fintiv Factor Two 

The second Fintiv factor takes into account the “proximity of the 

court’s trial date to the Board’s projected statutory deadline for a final 
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written decision.”  The majority here notes that the current trial date set by 

the district court is December 9, 2020, while our final written decision will 

not be due until May 2021.  My colleagues conclude that this weighs in 

favor of discretionary denial. 

But the consideration of the “proximity” of the trial date cannot be as 

simple as comparing two dates on the calendar and determining which is 

first.  Rather, we must take into account the entirety of the facts, which 

includes the likelihood that the district court will grant a stay.  Obviously, if 

the litigation is stayed—an outcome I have concluded is a significant 

possibility—the trial date in December of this year will necessarily be 

pushed back, and will occur after the issuance of our final written decision.  

The majority does not take this possibility into account in finding that this 

factor counsel in favor of denial.  But the likelihood of a stay significantly 

diminishes whatever weight this factor may have.  As such, I would find that 

this factor, at best, weighs slightly in favor of denial.  

3. Fintiv Factor Three 

The third Fintiv factor considers the “investment in the parallel 

proceeding by the court and the parties,” with the goal of reducing 

duplication of effort between the two tribunals.  Again, I believe the 

likelihood of a stay at the district court is relevant here, because it would 

necessarily eliminate any risk of duplicated effort going forward.  But even 

without considering the likelihood of a stay, I disagree with the majority’s 

evaluation that the district court proceeding is at an “advanced stage.” 

I agree with the majority that, in order to evaluate whether the 

“investment” in the parallel proceeding is significant enough to weigh 

against institution, we must look both backward, to the investment that has 

already been made, as well as forward, to the investment that will be 
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required if the litigation proceeds.  In my view, it is only if the former 

outweighs the latter that we should consider this factor to favor denial.  

The majority primarily looks backward, to the fact that invalidity 

contentions have been served, claim construction briefing has been 

completed, and the claim construction hearing held, as evidence of 

“investment.”  But claim construction is one of the earliest stages of any 

district court patent infringement suit.3  My colleagues only look forward to 

note that expert discovery closes in two months, and that a jury trial is 

scheduled in seven months, without taking into account the investment that 

will be required of the parties and the court during that period.  There is no 

evidence here that the parties have submitted significant briefing on any 

dispositive issue, or that the court has made any determination on the merits.  

All of these events have yet to happen, and outweigh the investment to this 

point.   

The majority also analogizes the present case to the situation 

presented in our precedential decision of NHK Spring Co. v. Intri-Plex 

Technologies, Inc., IPR2018-00752, Paper 8 (PTAB Sept. 12, 2018) 

(precedential).  But the NHK Spring analogy only gets us so far.  While I 

recognize that both cases involve trial dates that are six to seven months 

away, and expert discovery periods that close in two months, the panel in 

NHK Spring found that this “advanced stage” of the proceeding was only 

enough to counsel for the denial of institution as an additional factor in 

                                           
3 Indeed, our Rules explicitly contemplate that the Board will often take up 
an inter partes review after a district court has construed the claims at 
issue—our recently-revised claim construction rule instructs us to take into 
account a prior claim construction determination made in a civil action.  37 
C.F.R. § 42.100(b). 
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connection with its decision to deny under 35 U.S.C. § 325(d).  Here, by 

contrast, the majority concludes that similar facts are sufficient to counsel 

for denial on their own.  This is a significant broadening of the rationale of 

NHK Spring, and should not subsume a measured examination of the stage 

of the litigation. 

I would not conclude on this record that the district court or the parties 

have made a significant investment in the district court proceeding, and 

would conclude that this Fintiv factor does not counsel in favor of denial. 

4. Fintiv Factor Four 

The fourth Fintiv factor examines the “overlap between issues raised 

in the petition and in the parallel proceeding.”  I agree with the majority’s 

evaluation that the invalidity issues raised in the district court substantially 

overlap those raised by the Petition before us.  But I disagree that this factor 

should weigh against institution when viewed in light of all of the facts.  As 

discussed above, it is the very fact that there is significant overlap between 

the issues in the proceedings that makes it more likely that the district court 

will grant a motion to stay the litigation.  The majority’s concern that the 

“the parallel proceedings would duplicate effort” and that this risks “the 

possibility of conflicting decisions” is only a concern if we presume that the 

district court will not stay the litigation.  But, as discussed above, there is no 

basis for such a presumption, and we should not interpret this Fintiv factor 

so strictly that it creates a presumption that both cases will move forward 

concurrently.  

Indeed, if the district court stays the litigation, there is likely no 

overlap between the issues presented in the proceeding, at all.  If the 

outcome of the inter partes review is that all challenged claims are 

unpatentable, then there is nothing left for the district court to decide on the 
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question of infringement.  On the other hand, if the Board upholds one or 

more claims, Petitioner is substantially constrained by the estoppels of 35 

U.S.C. § 315(e)(2) in the invalidity arguments it can raise before the court, 

and it is likely that the court will only have to decide the question of 

infringement.  Either way, overlapping issues are unlikely, and Congress’ 

goal of providing an efficient alternative venue for resolving questions of 

patentability is achieved. 

In light of these facts, I would find that the substantial overlap of 

issues between the district court proceeding and this inter partes review 

weighs against exercising our discretion to deny institution. 

5. Fintiv Factor Five 

The majority applies the fifth Fintiv factor as “if the petitioner and the 

defendant in the parallel proceeding are the same, this factor weighs in favor 

of discretionary denial.”  Again, as Fintiv is an interlocutory order that did 

not apply its factors or weigh them, it does not set precedent beyond the 

definition of the factors themselves. But even setting that issue aside, I 

believe that the majority misinterprets the factor.  The Fintiv order merely 

states that “[i]f a petitioner is unrelated to a defendant in an earlier court 

proceeding, the Board has weighed this fact against exercising discretion to 

deny institution under NHK.”  Fintiv at 13–14 (emphasis added).  In defining 

the factor, the order says nothing about situations in which the petitioner is 

the same as, or is related to, the district court defendant.  The majority here 

simply presumes that, in such situations, the factor weighs in favor of denial 

of institution.4 

                                           
4 To be fair, the majority is not alone among panels of the Board that have 
applied the factor in this manner.  See, e.g., IPR2020-00019, Paper 15, 15 
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My interpretation of the fifth Fintiv factor is that it only becomes 

relevant when the district court defendant and the petitioner before the Board 

are unrelated, in which case it weighs against denial of institution.  In cases 

such as the one at hand, where the parties are the same, the factor is neutral.  

To hold otherwise—that the factor weighs in favor of denial if the parties are 

the same—would, in effect, tip the scales against a petitioner merely for 

being a defendant in the district court.  But I see no basis for such a 

presumption, either in the text of the statute or in the intent of Congress in 

passing it.  Indeed, it would seem to be contrary to the goal of providing 

district court litigants an alternative venue to resolve questions of 

patentability. 

I would find that the fifth Finitiv factor is neutral in this case. 

6. Fintiv Factor Six 

The final Fintiv factor is a catch-all that takes into account any other 

relevant circumstances.  Typically, the Board has looked at the strength of 

the Petitioner’s unpatentability arguments under this factor, because 

especially strong arguments for patentability may outweigh the other factors.  

The majority, however, does not address the merits of Petitioner’s grounds 

of unpatentability.  While I interpret this to mean that the majority believes 

the unpatentability grounds in the Petition are not strong enough to outweigh 

the other factors, in the absence of an explanation I cannot agree or disagree 

with my colleagues’ reasoning.  But I need not venture into an evaluation of 

the merits here, because none of the other factors weigh strongly enough in 

favor of denial that assessing the merits is necessary. 

                                           
(same party weighs in favor of denial); IPR2020-00106, Paper 17, 11 
(same). 
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I would, however, consider the Petitioner’s diligence in filing its 

Petition as an “other circumstance” under this Fintiv factor.  Not only does 

considering the reasonableness of Petitioner’s behavior encourage 

defendants to act diligently in filing their Petitions with the Board, it also 

helps ensure that a Petitioner who acts reasonably is not penalized for timing 

issues that are outside its control.  As discussed above, the Petition in this 

case was filed within two months of receiving the Patent Owner’s 

infringement contentions, and before the invalidity contentions were due to 

be served.  It is difficult to see how the Petitioner could reasonably have 

been expected to file its Petition sooner; to hold otherwise would set an 

expectation that a Petitioner is expected to hazard a guess as to the claims 

that will be asserted by the Patent Owner and file a petition as to those 

claims in the hopes of avoiding a discretionary denial by the Board.  

I would conclude that the sixth Fintiv factor, taking into account the 

diligence of the Petitioner, weighs against denial of institution. 

7. Conclusion 

I would weigh the various Fintiv factors as follows.  In my evaluation, 

the only factor that arguably weighs in favor of denial is the second, and 

only slightly so.  The first, third, fourth, and sixth factors weigh against 

denial, the first strongly so.  And the fifth factor is neutral.  Based on my 

assessment, I do not think the case at hand is one in which discretionary 

denial is appropriate.   

But in a broader sense, I also take note of Fintiv’s statement that our 

evaluation of the factors should be based on “a holistic view of whether 

efficiency and integrity of the system are best served by denying or 

instituting review.”  Fintiv at 6.  And in this sense, a weighing of individual 

factors aside, I cannot agree with the majority that denying institution here 
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best serves the efficiency and integrity of the patent system.  The Petitioner 

here did exactly what Congress envisioned in providing for inter partes 

reviews in the America Invents Act:  upon being sued for infringement, and 

having received notice of the claims it was alleged to infringe, it diligently 

filed a Petition with the Board, seeking review of the patentability of those 

claims in the alternative tribunal created by the AIA.  And based on the facts 

of this case and the past practice of the district court in similar cases, it is 

likely that the district court litigation would be stayed if we were to decide to 

institute review, thereby increasing the efficiency of the system.  The inter 

partes review would proceed, necessarily having a narrower scope than the 

infringement trial before the district court, and would resolve in an efficient 

manner the patentability questions so that the district court need not take 

them up.  I fail to see how this outcome would be inconsistent with the 

“efficiency and integrity of the system.” 

For these reasons, I respectfully dissent.   
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REPKO, Administrative Patent Judge.  

DECISION 
Denying Institution of Inter Partes Review 

35 U.S.C. § 314 
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I. INTRODUCTION 

Cisco Systems Inc. (“Petitioner”) filed a petition to institute inter 

partes review of claims 1 and 2 of U.S. Patent No. 10,270,535 B1 (Ex. 1001, 

“the ’535 patent”). Paper 2 (“Pet.”). Ramot at Tel Aviv University Ltd. 

(“Patent Owner”) filed a Preliminary Response. Paper 8 (“Prelim. Resp.”).  

To institute an inter partes review, we must determine “that there is a 

reasonable likelihood that the petitioner would prevail with respect to at least 

1 of the claims challenged in the petition.” 35 U.S.C. § 314(a). But the 

Board has discretion to deny a petition even when a petitioner meets that 

threshold. Id.; see, e.g., Cuozzo Speed Techs., LLC v. Lee, 136 S. Ct. 2131, 

2140 (2016) (“[T]he agency’s decision to deny a petition is a matter 

committed to the Patent Office’s discretion.”); Gen. Plastic Indus. Co. v. 

Canon Kabushiki Kaisha, IPR2016-01357, Paper 19 (PTAB Sept. 6, 2017) 

(precedential as to § II.B.4.i); NHK Spring Co. v. Intri-Plex Techs., Inc., 

IPR2018-00752, Paper 8 (PTAB Sept. 12, 2018) (precedential); Patent Trial 

and Appeal Board Consolidated Trial Practice Guide 64 (Nov. 20, 2019), 

http://www.uspto.gov/TrialPracticeGuideConsolidated (identifying 

considerations that may warrant exercise of this discretion). 

We authorized additional briefing to address discretionary denial of 

the Petition under § 314(a). Paper 9. Petitioner filed a reply. Paper 10 

(“Reply”). And Patent Owner filed a sur-reply. Paper 11 (“Sur-reply”). 

For the reasons discussed below, we exercise our discretion under 

§ 314(a) to deny institution here. 
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II. BACKGROUND 

A. Related Matters 

According to the parties, the ’535 patent has been asserted in Ramot at 

Tel Aviv University Ltd. v. Cisco Systems, Inc., No. 2:19-cv-00225 (E.D. 

Tex. filed June 12, 2019). Pet. 8; Paper 4, 2 (Patent Owner’s Mandatory 

Notice). 

B. The ’535 Patent 

The ’535 patent generally relates to optical-signal modulation. See, 

e.g., Ex. 1001, Abstract. At the time of the invention, analog optics 

modulation systems typically used Mach-Zehnder Interferometer (MZI) 

modulators. Id. at 1:52–54. MZI modulators, though, have an inherent non-

linear response. Id. at 1:58–60. This can be a problem in analog applications. 

Id. And solutions at the time were inefficient, complex, or had limited 

dynamic range. See id. at 1:66–2:30 

To address these problems, the patent describes using a digital-to-

digital converter (DDC) to convert the input data to an electrode-actuation 

pattern that more closely matches an ideal linear response. Id. at 7:40–45, 

7:58–62. Because the conversion is efficiently performed in the digital 

domain, the invention can be used in high-frequency systems. Id. at 7:59–62. 

C. Claims 

Petitioner challenges claims 1 and 2, which are reproduced below. 

1. A method of modulating and transmitting an optical 
signal over an optical fiber in response to N bits of digital data in 
parallel, the method comprising:  

inputting the N bits of digital data into an optical 
modulator having a plurality of waveguide 
branches, where each branch has an input of an 
unmodulated optical signal;  
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converting the N bits of digital data to M drive voltage 
values, where M>N and N>1;  

coupling the M drive voltage values to the unmodulated 
optical signal, said coupling enabling pulse 
modulation of the unmodulated optical signal, 
thereby generating a pulse modulated optical signal; 
and  

transmitting the pulse modulated optical signals over an 
optical fiber. 

Ex. 1001, 17:9–18:2. 

2. A method of modulating and transmitting an optical 
signal over an optical fiber in response to N bits of digital data in 
parallel, the method comprising:  

inputting the N bits of digital data into an optical 
modulator having a plurality of waveguide 
branches, where each branch has an input of an 
unmodulated optical signal;  

converting the N bits of digital data to M drive voltage 
values, where M>N and N>1;  

coupling the M drive voltage values to the unmodulated 
optical signal, said coupling enabling modulation of 
the unmodulated optical signal by QAM, thereby 
generating a QAM modulated optical signal; and  

transmitting the QAM modulated optical signal over an 
optical fiber. 

Id. at 18:3–18. 

D. Evidence 

Reference  Issued Date Exhibit No. 
US 7,277,603 B1 to Roberts Oct. 2, 2007 1005 
US 7,609,935 B2 to Burchfiel Oct. 27, 2009 1008 
Keang-Po Ho, Phase-Modulated Optical Communication Systems, 2005 
(Ex. 1006) 
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E. Asserted Grounds 

Petitioner asserts that claims 1 and 2 would have been unpatentable on 

the following grounds. Pet. 21. 

Claim(s) Challenged 
pre-AIA1  

35 U.S.C. § 
Reference(s)/Basis 

1, 2 103 Roberts 
1, 2 103 Roberts, Ho 
1, 2 103 Roberts, Burchfiel 

F. § 314(a) 

Under § 314(a), the Director has discretion to deny institution. In 

determining whether to exercise that discretion on behalf of the Director, we 

are guided by the Board’s precedential decision in NHK Spring Co. v. Intri-

Plex Technologies, Inc., IPR2018-00752, Paper 8 (PTAB Sept. 12, 2018).  

In NHK, the Board found that the “advanced state of the district court 

proceeding” was a “factor that weighs in favor of denying” the petition 

under § 314(a). NHK, Paper 8 at 20. The Board determined that “[i]nstitution 

of an inter partes review under these circumstances would not be consistent 

with ‘an objective of the AIA . . . to provide an effective and efficient 

alternative to district court litigation.’” Id. (citing Gen. Plastic, Paper 19 at 

16–17 (precedential in relevant part)). 

“[T]he Board’s cases addressing earlier trial dates as a basis for denial 

under NHK have sought to balance considerations such as system efficiency, 

fairness, and patent quality.” Apple Inc. v. Fintiv Inc., IPR2020-00019, Paper 

11 at 5 (PTAB Mar. 20, 2020) (precedential) (collecting cases). Fintiv sets 

forth six non-exclusive factors for determining “whether efficiency, fairness, 

                                           
1 Congress amended § 103 when it passed the Leahy-Smith America Invents 
Act (AIA), Pub. L. No. 112–29, § 3(c), 125 Stat. 284, 287 (2011). Here, the 
previous version of § 103 applies. 
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and the merits support the exercise of authority to deny institution in view of 

an earlier trial date in the parallel proceeding.” Id. at 6. These factors 

consider 

1. whether the court granted a stay or evidence exists that one 
may be granted if a proceeding is instituted; 

2. proximity of the court’s trial date to the Board’s projected 
statutory deadline for a final written decision; 

3. investment in the parallel proceeding by the court and the 
parties; 

4. overlap between issues raised in the petition and in the parallel 
proceeding; 

5. whether the petitioner and the defendant in the parallel 
proceeding are the same party; and 

6. other circumstances that impact the Board’s exercise of 
discretion, including the merits. 

Id. In the sections that follow, we discuss each factor. 

 

1. Factor 1: whether the court granted a stay or evidence exists that one 
may be granted if a proceeding is instituted 

“A district court stay of the litigation pending resolution of the PTAB 

trial allays concerns about inefficiency and duplication of efforts. This fact 

has strongly weighed against exercising the authority to deny institution 

under NHK.” Id. 

Here, the district court has denied the motion to stay without prejudice 

to its refiling if the Board institutes. Ex. 2005. Petitioner argues that “the 

court merely referenced its ‘established practice’ of denying such stay 

requests before an IPR is instituted.” Reply 3 (citing Ex. 2005, 1). According 

to Petitioner, the district court emphasized in previous decisions to stay that 

the institution decision was due before the claim construction hearing. 
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Id. at 4 (citing Uniloc USA, Inc. v. Google, LLC, No. 2-17-cv-00231, Dkt. 47 

at 2 (E.D. Tex. Oct. 3, 2017)). 

But in this case, the claim construction hearing has been held. 

Ex. 2016, 4 (Amended Docket Control Order). To be sure, at the time that 

Petitioner filed its reply, the claim construction hearing was scheduled for 

May 19, 2020—one day after the institution decision’s due date. Ex. 2004, 3. 

The district court, though, later changed the hearing date to May 11, 2020. 

Ex. 2016, 4. Thus, Petitioner’s argument about a stay based on the claim 

construction hearing’s date has lost at least some of its merit. See Reply 4. 

Regardless, Petitioner acknowledges that “it is unknown and entirely 

speculative at this point whether the case will be stayed or the trial date will 

be otherwise delayed.” Id. 

On this record, we decline to speculate how the district court would 

rule on another stay request. A judge determines whether to grant a stay 

based on the facts in each case. Here, there is little evidence to suggest that 

the district court will grant a stay, should another one be requested. So this 

factor does not weigh in favor of or against discretionary denial. 

 

2. Factor 2: proximity of the court’s trial date to the Board’s projected 
statutory deadline for a final written decision; 

“If the court’s trial date is earlier than the projected statutory deadline, 

the Board generally has weighed this fact in favor of exercising authority to 

deny institution under NHK.” Fintiv, Paper 11 at 9.  

According to the current record, the district court trial is scheduled to 

begin on December 9, 2020. Ex. 2016, 1. The Board may not issue a final 

decision in this proceeding until approximately May 2021—six months after 

the trial begins. 
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Because the trial date is substantially earlier than the projected 

statutory deadline for the Board’s final decision, this factor weighs in favor 

of discretionary denial. 

 

3. Factor 3: investment in the parallel proceeding by the court and the 
parties 

“The Board also has considered the amount and type of work already 

completed in the parallel litigation by the court and the parties at the time of 

the institution decision.” Fintiv, Paper 11 at 9. “[M]ore work completed by 

the parties and court in the parallel proceeding tends to support the 

arguments that the parallel proceeding is more advanced, a stay may be less 

likely, and instituting would lead to duplicative costs.” Id. at 10. For 

instance, Petitioner points out that the district court may base its decision to 

stay, in part, on whether the institution decision is due before the claim 

construction hearing. Reply 4 (citing Uniloc USA, Inc. v. Google, LLC, No. 

2-17-cv-00231, Dkt. 47 at 2 (E.D. Tex. Oct. 3, 2017)). 

At the time of this decision, the parties have spent months briefing the 

district court on the claim construction issues in the parallel proceeding. 

Ex. 2016, 4. Specifically, Petitioner filed its invalidity contentions in the 

parallel proceeding, including detailed claim charts that address the same 

prior art cited in the Petition. See Ex. 2008 (invalidity contentions); Ex. 2009 

(chart). The parties submitted claim construction charts and briefs. Ex. 2016, 

4; Ex. 2015 (Joint Claim Construction Statement). And a claim construction 

hearing was held on May 11, 2020. Ex. 2016, 4. 

As for the remaining work, expert discovery is scheduled to be 

completed within two months. Id. at 3 (showing a deadline of July 20, 2020 

for completing expert discovery). According to the current schedule, a jury 
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trial begins in seven months. Id. at 1. Similarly, the Board in NHK 

determined that the parallel proceeding in that case was in an “advanced 

state” when expert discovery was scheduled to end in less than two months 

and a jury trial was scheduled to begin in six months. NHK, Paper 8 at 20. In 

NHK, the Board found the case’s advanced state to be an additional factor 

that favored denying institution. Id. Here, we determine that the district court 

case is in a similar state and take this into account in our overall assessment 

of the investment that potentially remains. 

To be sure, the district court has yet to issue a claim construction 

order or make other determinations on the merits. Considering the current 

investment in the invalidity and construction contentions, though, this factor 

weighs somewhat in favor of discretionary denial. 

 

4. Factor 4: overlap between issues raised in the petition and in the 
parallel proceeding 

“[I]f the petition includes the same or substantially the same claims, 

grounds, arguments, and evidence as presented in the parallel proceeding, 

this fact has favored denial.” Fintiv, Paper 11 at 12. 

The claims involved in the district court proceeding are also 

challenged in the Petition. Pet. 21; Ex. 2009, 1 (Petitioner’s Invalidity 

Contentions). And both the Petition and Petitioner’s invalidity contentions in 

the parallel proceeding include obviousness rationales based on Roberts, 

alone and in combination with Ho or Burchfiel. Compare Ex. 2009, 1, with 

Pet. 21. In fact, Petitioner’s claim-invalidity chart in the parallel proceeding 

contains substantially similar assertions to those in the Petition. Compare 

Ex. 2009, 3–30 (chart), with Pet. 21–80 (§ XII Identification of How the 

Claims are Unpatentable).  

Appx34

Case: 20-148      Document: 2-2     Page: 37     Filed: 08/27/2020 (91 of 190)



IPR2020-00123 
Patent 10,270,535 B1 

10 

Patent Owner argues that Petitioner has not shown that Roberts 

teaches or suggests the converting step recited in claims 1 and 2. See 

Prelim. Resp. 17–31. According to Patent Owner, the district court will hear 

and rule on the same arguments about the correct construction of 

“converting.” Id. at 11. 

Indeed, all challenges in the Petition are based on Roberts. Pet. 21. So 

the meaning of “converting” is likely to be one of the central issues in this 

case. To resolve this issue, the Board would need to hear arguments about 

the correct construction of “converting,” which is one of the claim terms to 

be construed in the district court case. See, e.g., Ex. 2015, 7–10 (Chart of 

Disputed Constructions). And both proceedings would likely involve similar 

arguments about Roberts. Ex. 2009, 12–16 (discussing “converting” in 

connection with Roberts). In at least these ways, the parallel proceedings 

would duplicate effort. This is an inefficient use of Board, party, and judicial 

resources and raises the possibility of conflicting decisions. 

Because the Petition includes the same or substantially the same 

claims, grounds, arguments, and evidence as presented in the parallel 

proceeding, this factor favors exercising our discretion to deny institution.  

 

5. Factor 5: whether the petitioner and the defendant in the parallel 
proceeding are the same party 

If the petitioner and the defendant in the parallel proceeding are the 

same, this factor weighs in favor of discretionary denial. Fintiv, Paper 11 at 

13–14. 

Here, Petitioner is the defendant in the parallel litigation in the United 

States District Court for the Eastern District of Texas in Ramot at Tel Aviv 

University Ltd. v. Cisco Systems, Inc., No. 2:19-cv-00225 (E.D. Tex. filed 
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June 12, 2019). Pet. 8; Paper 4, 2 (Patent Owner’s Mandatory Notice); see 

also Prelim. Resp. 10 (describing Petitioner’s involvement the case). So this 

factor weighs in favor of discretionary denial. 

 

6. Conclusion 

All Fintiv factors weigh in favor of exercising our discretion to deny 

institution under § 314(a) except for one, which is neutral. We have 

reviewed the Petition and determine that its merits do not outweigh the 

Fintiv factors—especially considering the number of overlapping issues in 

district court, which strongly favors denial under factor 4, and the trial date, 

which is substantially earlier than the projected statutory deadline for the 

Board’s final decision. 

On balance, instituting would be an inefficient use of Board, party, 

and judicial resources. See NHK, Paper 8 at 20. Thus, efficiency and 

integrity of the system are best served by denying review. See Consolidated 

TPG at 58 (quoting 35 U.S.C. § 316(b)). 

 

III. CONCLUSION 

We exercise our discretion under § 314(a) to deny institution. 

 

IV. ORDER 

It is  

ORDERED that the Petition is denied.
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Before CHRISTOPHER L. CRUMBLEY, MONICA S. ULLAGADDI, and 
JASON M. REPKO, Administrative Patent Judges. 

CRUMBLEY, Administrative Patent Judge, dissenting.  
 

 

In my opinion, the case at hand does not present a situation in which it 

is appropriate for the Board to exercise its discretion to deny institution of 

trial.  Post-grant proceedings under the America Invents Act, including inter 

partes reviews, were intended as an alternative to district court patent 

litigation that would be both faster and more efficient than an infringement 

suit.  See H. R. Rep. No. 112-98, pt. 1, 48 (2011) (“purpose of the section 

[is] providing quick and cost effective alternatives to litigation.”); see also 

Thryv, Inc v. Click-To-Call Techs., LP, 140 S. Ct. 1367, 1374 (2020) (“By 
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providing for inter partes review, Congress, concerned about overpatenting 

and its diminishment of competition, sought to weed out bad patent claims 

efficiently.”).  The majority’s decision today, following recent Board 

precedent, risks focusing only on the “faster” aspect of this goal, while 

sacrificing the “more efficient” aspect.  In other words, the majority defers 

to a district court proceeding merely because it is currently scheduled to be 

faster than this inter partes review would be, without considering whether 

the Board may nevertheless be a more efficient venue.  For the reasons 

discussed below, I respectfully dissent. 

The majority’s analysis primarily focuses on an application of factors 

set forth in Apple Inc. v. Fintiv, Inc., IPR2020-00019, Paper 11 at 5 (PTAB 

Mar. 20, 2020) (precedential), an order the Director recently designated as 

precedential.  The “Fintiv factors” are precedential to the extent they identify 

considerations that should be relevant to the Board’s decision whether to 

deny institution under 35 U.S.C. § 314(a) in light of a copending district 

court proceeding.  But I also note that Fintiv was an interlocutory order 

requesting further briefing from the parties on its factors (id. at 17); the 

panel did not actually apply those factors in the precedential order and there 

is no precedential “holding,” in the conventional sense of legal precedent.1 

Therefore, Fintiv does not control how we should apply its factors to the 

facts of this case, nor does it instruct us how to weigh the factors.  And it is 

in this application and weighing of the factors that I disagree with the 

majority’s approach. 

                                           
1 The Board issued a decision denying institution of trial in Fintiv this week.  
IPR2020-00019, Paper 15.  That decision has not been designated 
precedential and should be given the same weight as any other routine 
decision of the Board. 
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1. Fintiv Factor One   

 The first Fintiv factor is “whether the court granted a stay or evidence 

exists that one may be granted if a proceeding is instituted.”  The majority 

correctly notes that the District Court here previously denied the Petitioner’s 

motion to stay pending the outcome of this inter partes review, but that the 

denial was based on the court’s “established practice” of denying stays prior 

to the Board’s determination whether to institute trial.  And the court’s Order 

expressly notes that the Petitioner may refile its motion to stay “if and when 

IPR proceedings are instituted by the PTAB,” expressing its willingness to 

revisit the question.  Ex. 2005, 2.  As a starting point, the fact that the district 

court has expressed willingness to revisit the question of a stay is itself 

relevant, as the Fintiv panel noted, and has “usually” weighed against denial.   

Nevertheless, the majority concludes that it is “speculative” whether 

the court will grant a stay if the motion is renewed, and therefore finds this 

Fintiv factor to be neutral.  Of course, the question of whether a district court 

will grant a stay in any particular case is based on the facts of that case, and 

we cannot say with certitude what decision the court will reach when 

Petitioner renews its motion to stay.  Indeed, Judge Gilstrap, the presiding 

judge in the district court proceeding here, has cautioned that “motions to 

stay are highly individualized matters and parties predict ongoing patterns 

from the Court at their peril.”  Image Processing Techs., LLC v. Samsung 

Elects. Co., Ltd., 2017 WL 7051628, *1 (E.D. Tex. Oct. 25, 2017).  But that 

does not mean that assessing the likelihood of a stay in determining whether 

to exercise our discretion to deny institution of trial is a purely speculative 

exercise.   

It is not speculation to look to the facts of this case, and the district 

court’s past practices in similar circumstances, to assess the likelihood of a 
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stay pending outcome of an inter partes review.  Two of these facts—the 

stage of the district court proceeding, and the overlap of the issues between 

the proceedings—are separate factors under Fintiv, and I address them 

below under those factors.  But these facts also, in my estimation, make it 

more likely that the court would stay the litigation while the inter partes 

review runs its course.  See Fintiv at 6 (“there is some overlap among these 

factors. Some facts may be relevant to more than one factor.”). 

Regarding the stage of the district court proceeding, the majority 

highlights the fact that the court’s claim construction hearing was originally 

scheduled for the day after our institution decision is due (May 19, 2020), 

but was recently modified to occur the week prior to our institution decision 

(May 11, 2020).  I fail to see how this fact is especially relevant to whether 

the district court will grant a stay.  Regardless of whether the court’s claim 

construction hearing has occurred, the court has not yet issued its opinion 

construing the claims.  This has been relevant to the district court’s decision 

to stay cases in the past.  See Uniloc USA, Inc. v. Google, LLC, No. 2-17-cv-

00231, Dkt. 47, 2 (E.D. Tex. Oct. 3, 2017) (“No patent claims have been 

construed by the Court in these cases and discovery has barely begun.”).  

And in any event, even where the court has issued its claim construction 

order, Judge Gilstrap has granted motions to stay where appropriate.  See 

Image Processing Techs., LLC at *2 (granting stay after entry of claim 

construction order).  In my view, the occurrence of the claim construction 

hearing does not significantly diminish the likelihood of a stay, as the 

majority implies. 

Rather, the facts of this case are dissimilar from cases in which Judge 

Gilstrap has found that the stage of the litigation weighed against a stay.  For 

example, in Intellectual Ventures I LLC v. T-Mobile USA, Inc., No. 2:17-cv-
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00577, Dkt. 255 (E.D. Tex. Dec. 13, 2018), the court denied a stay due to the 

litigation’s “advanced stage.”  But in that case, discovery and claim 

construction had concluded, the parties had filed expert reports and deposed 

those experts, and the court had decided several dispositive and Daubert 

motions.  Id. at 6.  Furthermore, at the time the court decided the motion, 

pretrial was less than a month away.  Id.  This is a far cry from the situation 

in the present case, and signals that the court is less likely to stay the 

litigation here. 

The significant overlap in the invalidity challenges at issue in each 

proceeding, which the majority notes under the fourth Fintiv factor, also 

makes it more likely that the district court will grant a stay.  In deciding 

whether to stay in view of a copending inter partes review, the district court 

frequently considers whether the stay will simplify the case before the court. 

See NFC Techs. LLC v. HTC Am., Inc., 2015 WL 1069111, *2 (E.D. Tex. 

Mar. 11, 2015) (Bryson, J.).  Relevant to this question is whether the claims 

challenged before the Board are the same as those asserted in the 

infringement trial, and the basis for those challenges.  As the majority 

observes, Petitioner’s claim invalidity chart in the district court is 

substantially similar to the grounds advanced in the Petition in this case.  

And I further note that the two other patents asserted before the district court 

in the litigation are challenged in separate petitions filed before the Board.  

See IPR2020-00122; IPR2020-00484.  If we were to institute trial and reach 

a final written decision in these cases, we would likely simplify, if not 

resolve entirely, the invalidity issues the district court must address.  This is 

an additional factor that makes a stay of the litigation more likely. 

Finally, though it is not an explicit Fintiv factor, the Eastern District 

of Texas has in the past considered the diligence of the defendant in filing its 
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petitions for inter partes review in determining whether to grant a stay.  For 

example, in Trover Grp., Inc. v. Dedicated Micros USA, 2015 WL 1069179, 

*3 (E.D. Tex. Mar. 11, 2015) (Bryson, J.), the court noted that the defendant 

waited nearly a year after the complaints were served to file its petition for 

inter partes review five days before the statutory deadline, and that this was 

months after the defendant had served its invalidity contentions.  Id; cf.  

NFC Tech. LLC v. HTC Am., Inc. 2015 WL 1069111, *4 (E.D. Tex. Mar 11, 

2015) (delay of seven and one-half months in filing a petition not 

unreasonable, especially when it was less than four months after 

infringement contentions served).  By contrast, the Petitioner here appears to 

have acted diligently in filing its inter partes review petition, less than five 

months after the service of the complaint and less than two months after 

receiving Patent Owner’s infringement contentions.  Paper 11, 5.  And 

Petitioner did not even wait to serve its invalidity contentions before filing 

the instant Petition.  Prelim. Resp. 10 (invalidity contentions served Nov. 15, 

2019).  All of these facts are likely to be considered by the district court as 

weighing in favor of a stay. 

In sum, while we cannot say for certain whether the district court will 

grant a stay in this case, that is necessarily true of all cases where the court 

has denied a stay but indicated a willingness to revisit the issue.  But that 

does not make evaluating the likelihood of such a stay a purely speculative 

endeavor.  Based on the facts here, it is reasonably likely that the district 

court will grant a stay if we were to institute trial, and I would conclude that 

this Fintiv factor weighs strongly against denying institution. 

2. Fintiv Factor Two 

The second Fintiv factor takes into account the “proximity of the 

court’s trial date to the Board’s projected statutory deadline for a final 
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written decision.”  The majority here notes that the current trial date set by 

the district court is December 9, 2020, while our final written decision will 

not be due until May 2021.  My colleagues conclude that this weighs in 

favor of discretionary denial. 

But the consideration of the “proximity” of the trial date cannot be as 

simple as comparing two dates on the calendar and determining which is 

first.  Rather, we must take into account the entirety of the facts, which 

includes the likelihood that the district court will grant a stay.  Obviously, if 

the litigation is stayed—an outcome I have concluded is a significant 

possibility—the trial date in December of this year will necessarily be 

pushed back, and will occur after the issuance of our final written decision.  

The majority does not take this possibility into account in finding that this 

factor counsel in favor of denial.  But the likelihood of a stay significantly 

diminishes whatever weight this factor may have.  As such, I would find that 

this factor, at best, weighs slightly in favor of denial.  

3. Fintiv Factor Three 

The third Fintiv factor considers the “investment in the parallel 

proceeding by the court and the parties,” with the goal of reducing 

duplication of effort between the two tribunals.  Again, I believe the 

likelihood of a stay at the district court is relevant here, because it would 

necessarily eliminate any risk of duplicated effort going forward.  But even 

without considering the likelihood of a stay, I disagree with the majority’s 

evaluation that the district court proceeding is at an “advanced stage.” 

I agree with the majority that, in order to evaluate whether the 

“investment” in the parallel proceeding is significant enough to weigh 

against institution, we must look both backward, to the investment that has 

already been made, as well as forward, to the investment that will be 
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required if the litigation proceeds.  In my view, it is only if the former 

outweighs the latter that we should consider this factor to favor denial.  

The majority primarily looks backward, to the fact that invalidity 

contentions have been served, claim construction briefing has been 

completed, and the claim construction hearing held, as evidence of 

“investment.”  But claim construction is one of the earliest stages of any 

district court patent infringement suit.2  My colleagues only look forward to 

note that expert discovery closes in two months, and that a jury trial is 

scheduled in seven months, without taking into account the investment that 

will be required of the parties and the court during that period.  There is no 

evidence here that the parties have submitted significant briefing on any 

dispositive issue, or that the court has made any determination on the merits.  

All of these events have yet to happen, and outweigh the investment to this 

point.   

The majority also analogizes the present case to the situation 

presented in our precedential decision of NHK Spring Co. v. Intri-Plex 

Technologies, Inc., IPR2018-00752, Paper 8 (PTAB Sept. 12, 2018) 

(precedential).  But the NHK Spring analogy only gets us so far.  While I 

recognize that both cases involve trial dates that are six to seven months 

away, and expert discovery periods that close in two months, the panel in 

NHK Spring found that this “advanced stage” of the proceeding was only 

enough to counsel for the denial of institution as an additional factor in 

                                           
2 Indeed, our Rules explicitly contemplate that the Board will often take up 
an inter partes review after a district court has construed the claims at 
issue—our recently-revised claim construction rule instructs us to take into 
account a prior claim construction determination made in a civil action.  37 
C.F.R. § 42.100(b). 
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connection with its decision to deny under 35 U.S.C. § 325(d).  Here, by 

contrast, the majority concludes that similar facts are sufficient to counsel 

for denial on their own.  This is a significant broadening of the rationale of 

NHK Spring, and should not subsume a measured examination of the stage 

of the litigation. 

I would not conclude on this record that the district court or the parties 

have made a significant investment in the district court proceeding, and 

would conclude that this Fintiv factor does not counsel in favor of denial. 

4. Fintiv Factor Four 

The fourth Fintiv factor examines the “overlap between issues raised 

in the petition and in the parallel proceeding.”  I agree with the majority’s 

evaluation that the invalidity issues raised in the district court substantially 

overlap those raised by the Petition before us.  But I disagree that this factor 

should weigh against institution when viewed in light of all of the facts.  As 

discussed above, it is the very fact that there is significant overlap between 

the issues in the proceedings that makes it more likely that the district court 

will grant a motion to stay the litigation.  The majority’s concern that the 

“the parallel proceedings would duplicate effort” and that this risks “the 

possibility of conflicting decisions” is only a concern if we presume that the 

district court will not stay the litigation.  But, as discussed above, there is no 

basis for such a presumption, and we should not interpret this Fintiv factor 

so strictly that it creates a presumption that both cases will move forward 

concurrently.  

Indeed, if the district court stays the litigation, there is likely no 

overlap between the issues presented in the proceeding, at all.  If the 

outcome of the inter partes review is that all challenged claims are 

unpatentable, then there is nothing left for the district court to decide on the 
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question of infringement.  On the other hand, if the Board upholds one or 

more claims, Petitioner is substantially constrained by the estoppels of 35 

U.S.C. § 315(e)(2) in the invalidity arguments it can raise before the court, 

and it is likely that the court will only have to decide the question of 

infringement.  Either way, overlapping issues are unlikely, and Congress’ 

goal of providing an efficient alternative venue for resolving questions of 

patentability is achieved. 

In light of these facts, I would find that the substantial overlap of 

issues between the district court proceeding and this inter partes review 

weighs against exercising our discretion to deny institution. 

5. Fintiv Factor Five 

The majority applies the fifth Fintiv factor as “if the petitioner and the 

defendant in the parallel proceeding are the same, this factor weighs in favor 

of discretionary denial.”  Again, as Fintiv is an interlocutory order that did 

not apply its factors or weigh them, it does not set precedent beyond the 

definition of the factors themselves. But even setting that issue aside, I 

believe that the majority misinterprets the factor.  The Fintiv order merely 

states that “[i]f a petitioner is unrelated to a defendant in an earlier court 

proceeding, the Board has weighed this fact against exercising discretion to 

deny institution under NHK.”  Fintiv at 13–14 (emphasis added).  In defining 

the factor, the order says nothing about situations in which the petitioner is 

the same as, or is related to, the district court defendant.  The majority here 

simply presumes that, in such situations, the factor weighs in favor of denial 

of institution.3 

                                           
3 To be fair, the majority is not alone among panels of the Board that have 
applied the factor in this manner.  See, e.g., IPR2020-00019, Paper 15, 15 
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My interpretation of the fifth Fintiv factor is that it only becomes 

relevant when the district court defendant and the petitioner before the Board 

are unrelated, in which case it weighs against denial of institution.  In cases 

such as the one at hand, where the parties are the same, the factor is neutral.  

To hold otherwise—that the factor weighs in favor of denial if the parties are 

the same—would, in effect, tip the scales against a petitioner merely for 

being a defendant in the district court.  But I see no basis for such a 

presumption, either in the text of the statute or in the intent of Congress in 

passing it.  Indeed, it would seem to be contrary to the goal of providing 

district court litigants an alternative venue to resolve questions of 

patentability. 

I would find that the fifth Finitiv factor is neutral in this case. 

6. Fintiv Factor Six 

The final Fintiv factor is a catch-all that takes into account any other 

relevant circumstances.  Typically, the Board has looked at the strength of 

the Petitioner’s unpatentability arguments under this factor, because 

especially strong arguments for patentability may outweigh the other factors.  

The majority, however, does not address the merits of Petitioner’s grounds 

of unpatentability.  While I interpret this to mean that the majority believes 

the unpatentability grounds in the Petition are not strong enough to outweigh 

the other factors, in the absence of an explanation I cannot agree or disagree 

with my colleagues’ reasoning.  But I need not venture into an evaluation of 

the merits here, because none of the other factors weigh strongly enough in 

favor of denial that assessing the merits is necessary. 

                                           
(same party weighs in favor of denial); IPR2020-00106, Paper 17, 11 
(same). 
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I would, however, consider the Petitioner’s diligence in filing its 

Petition as an “other circumstance” under this Fintiv factor.  Not only does 

considering the reasonableness of Petitioner’s behavior encourage 

defendants to act diligently in filing their Petitions with the Board, it also 

helps ensure that a Petitioner who acts reasonably is not penalized for timing 

issues that are outside its control.  As discussed above, the Petition in this 

case was filed within two months of receiving the Patent Owner’s 

infringement contentions, and before the invalidity contentions were due to 

be served.  It is difficult to see how the Petitioner could reasonably have 

been expected to file its Petition sooner; to hold otherwise would set an 

expectation that a Petitioner is expected to hazard a guess as to the claims 

that will be asserted by the Patent Owner and file a petition as to those 

claims in the hopes of avoiding a discretionary denial by the Board.  

I would conclude that the sixth Fintiv factor, taking into account the 

diligence of the Petitioner, weighs against denial of institution. 

7. Conclusion 

I would weigh the various Fintiv factors as follows.  In my evaluation, 

the only factor that arguably weighs in favor of denial is the second, and 

only slightly so.  The first, third, fourth, and sixth factors weigh against 

denial, the first strongly so.  And the fifth factor is neutral.  Based on my 

assessment, I do not think the case at hand is one in which discretionary 

denial is appropriate.   

But in a broader sense, I also take note of Fintiv’s statement that our 

evaluation of the factors should be based on “a holistic view of whether 

efficiency and integrity of the system are best served by denying or 

instituting review.”  Fintiv at 6.  And in this sense, a weighing of individual 

factors aside, I cannot agree with the majority that denying institution here 
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best serves the efficiency and integrity of the patent system.  The Petitioner 

here did exactly what Congress envisioned in providing for inter partes 

reviews in the America Invents Act:  upon being sued for infringement, and 

having received notice of the claims it was alleged to infringe, it diligently 

filed a Petition with the Board, seeking review of the patentability of those 

claims in the alternative tribunal created by the AIA.  And based on the facts 

of this case and the past practice of the district court in similar cases, it is 

likely that the district court litigation would be stayed if we were to decide to 

institute review, thereby increasing the efficiency of the system.  The inter 

partes review would proceed, necessarily having a narrower scope than the 

infringement trial before the district court, and would resolve in an efficient 

manner the patentability questions so that the district court need not take 

them up.  I fail to see how this outcome would be inconsistent with the 

“efficiency and integrity of the system.” 

For these reasons, I respectfully dissent.      
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	��� .'���-[�-��<(�&:�\[]�̂_̀ �abcdec�fê f̀egdhdec����������������������� �����������"������]����;�;�9��;�������:�����*�����+"�����i���-j+������ �i�	�-j+�����k �i�%-j+�����<,*��+������"���� �<����,�*-��������	
�	
	���,�	
�%
	��� .��l\�)]���-[�-���(<m-]�<([]�(:�(��-�����������.$�9����������(]\([����"���
<�������cno�pqrsot�uqvtwqx�_wyowz�awotw{|x�uqv}owovro�~ot�}qw�����������������bh�o}qwo�p{~tw{rt���y�o�̀qyvo��g{x~tw|�z��b�ovyoy�axo|y{v�~�y�o������������z����w���oxort{qv~ot�}qw����������������bh��o}qwo�p{~tw{rt���y�o�̀qyvo��g{x~tw|�z��h|ws�|v��o|w{v��~ot}qw�����������������ah��o}qwo�p{~tw{rt���y�o�̀qyvo��g{x~tw|�z��hqt{qv~�y�o������������z�awq�q~oy�awotw{|x�_wyow�y�o�������������zz��{�voy����p{~tw{rt���y�o�̀qyvo��g{x~tw|��qv����������z��rn�����dvtowoy��������������	
�%
	��� $��(��-�����������..�9����������(]\([�����:��;�����l�����"������<�"��������)�������������������������������������������	
�%
	�����*�+ �,�*-��������	
�%
	���,�	
	%
	��� $��9����������(]\([�����-j�����������]�"�����l��������������.'��"������<�"���������<�����)����"� �\�����*�����+"�����i���]�j�����&��������(����,*)"��+ ��������,�*-�������	
	%
	���,��
��
	�	� $	��[)�-�����.'��"������<�"����������<�����)����"� �\����*)"��+ ��������,�*-��������
��
	�	�,��
%�
	�	� $%�[(]\<-����<�����)����"� �\�������%��(��������(]\([����)����aovy{v��fvtow�a|wto~ò�{o��q}��z�z�a|tovt~�eqz������������|vy�eqz�����������*)"��+ ��������,�*-��������
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UNITED STATES PATENT AND TRADEMARK OFFICE 
 

       
 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 
       

 
CISCO SYSTEMS, INC., 

Petitioner, 
 

v. 
 

RAMOT AT TEL AVIV UNIVERSITY LTD., 
Patent Owner, 

 
     

 
Case IPR2020-00122 

Patent No. 10,033,465 B1  
     

 
PETITIONER’S NOTICE OF APPEAL 

 

Director of the United States Patent and Trademark Office c/o 
Office of the General Counsel 
P.O. Box 1450 
Alexandria, VA 22313-1450 
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Petitioner’s Notice of Appeal IPR2020-00122 
 Patent No. 10,033,465 

1 

Pursuant to 28 U.S.C. § 1295(a)(4)(A), 5 U.S.C. §§ 701-706, 35 U.S.C. §§ 

141(c), 142, and 319, and 28 U.S.C. § 1651, and in accordance with 37 C.F.R. §§ 

90.2(a), 90.3, and Federal Circuit Rule 15(a)(1), Petitioner Cisco Systems Inc. 

(“Petitioner”) provides notice that it appeals to the United States Court of Appeals 

for the Federal Circuit from the Decision Denying Institution of Inter Partes 

Review of the Patent Trial and Appeal Board (“Board”) entered May 15, 2020 

(Paper 15), and from all underlying and related orders, decisions, rulings, and 

opinions. 

In accordance with 37 C.F.R. § 90.2(a)(3)(ii), the expected issues on appeal 

include, but are not limited to: the Board’s determination to deny institution of the 

inter partes review of claims 1, 2, 4, and 5 of U.S. Patent 10,033,465 under 35 

U.S.C. § 314(a); the Board’s adoption and application of non-statutory institution 

standards; and any finding or determination supporting or related to that 

determination, as well as all other issues decided adversely to Petitioner in any 

orders, decisions, rulings, or opinions. 

Pursuant to 35 U.S.C. § 142 and 37 C.F.R. § 90.2(a), a copy of this Notice is 

being filed with the Director of the United States Patent and Trademark Office and 

with the Patent Trial and Appeal Board. In addition, a copy of this Notice and the 

required docketing fees are being filed with the Clerk’s Office for the United States 

Court of Appeals for the Federal Circuit via CM/ECF. 
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Petitioner’s Notice of Appeal IPR2020-00122 
 Patent No. 10,033,465 

2 

Dated: July 16, 2020 
 

Respectfully submitted, 
 
/Theodore Foster/  

HAYNES AND BOONE, LLP 
2323 Victory Avenue, Suite 700 
Dallas, Texas 75219 
Telephone: 214-651-5116 
Facsimile: 214-200-0853 

Theodore Foster 
Registration No. 57,456 
Counsel for Petitioner 
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Petitioner’s Notice of Appeal IPR2020-00122 
 Patent No. 10,033,465 

3 

CERTIFICATE OF SERVICE 

Pursuant to 37 C.F.R. §§ 42.6, this is to certify that a true and correct copy 

of the foregoing “Petitioner’s Notice of Appeal” service was made on the Patent 

Owner as detailed below: 

 Date of service July 16, 2020 
 
 Manner of service Electronic Mail to: lrobinson@bdiplaw.com;  
  cjohanningmeier@bdiplaw.com;   
  BDIP_RamotIPRService@bdiplaw.com  
 
 Documents served Petitioner’s Notice of Appeal 
 
 Persons Served Lauren N. Robinson 
  Corey Johanningmeier 
  Bunsow De Mory LLP 
  701 El Camino Real 
  Redwood City, CA 94063 

 

By: /Theodore Foster/  
Theodore Foster 
Registration No. 57,456 
Counsel for Petitioner 
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Petitioner’s Notice of Appeal IPR2020-00122 
 Patent No. 10,033,465 

4 

In accordance with 37 C.F.R. §§ 90.2(a)(1) and 104.2(b), I hereby certify 

that, in addition to being filed electronically through the Board’s E2E System, the 

original version of the foregoing Notice of Appeal was filed by hand on July 16, 

2020, with the Director of the United States Patent and Trademark Office, at the 

following address: 

Director of the United States Patent and Trademark Office 
c/o Office of the General Counsel 

Madison Building East, Room 10B20 
600 Dulany Street 

Alexandria, VA 22314 

In accordance with 37 C.F.R. § 90.2(a)(2), I hereby certify that on July 16, 

2020, a true and correct copy of the foregoing Notice of Appeal was filed 

electronically with the Clerk’s Office of the United States Court of Appeals for the 

Federal Circuit, and delivered by hand, at the following address: 

United States Court of Appeals for the Federal Circuit 
717 Madison Place, N.W., Suite 401 

Washington, DC 20439 
 
Dated: July 16, 2020 
 

Respectfully submitted, 
 
/Theodore Foster/  

HAYNES AND BOONE, LLP 
2323 Victory Avenue, Suite 700 
Dallas, Texas 75219 
Telephone: 214-651-5116 
Facsimile: 214-200-0853 

Theodore Foster 
Registration No. 57,456 
Counsel for Petitioner 
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UNITED STATES PATENT AND TRADEMARK OFFICE 
 

       
 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 
       

 
CISCO SYSTEMS, INC., 

Petitioner, 
 

v. 
 

RAMOT AT TEL AVIV UNIVERSITY LTD., 
Patent Owner, 

 
     

 
Case IPR2020-00123 

Patent No. 10,270,535 B1  
     

 
PETITIONER’S NOTICE OF APPEAL 

 

Director of the United States Patent and Trademark Office c/o 
Office of the General Counsel 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Appx72

Case: 20-148      Document: 2-2     Page: 75     Filed: 08/27/2020 (129 of 190)



Petitioner’s Notice of Appeal IPR2020-00123 
 Patent No. 10,270,535 

1 

Pursuant to 28 U.S.C. § 1295(a)(4)(A), 5 U.S.C. §§ 701-706, 35 U.S.C. §§ 

141(c), 142, and 319, and 28 U.S.C. § 1651, and in accordance with 37 C.F.R. §§ 

90.2(a), 90.3, and Federal Circuit Rule 15(a)(1), Petitioner Cisco Systems Inc. 

(“Petitioner”) provides notice that it appeals to the United States Court of Appeals 

for the Federal Circuit from the Decision Denying Institution of Inter Partes 

Review of the Patent Trial and Appeal Board (“Board”) entered May 15, 2020 

(Paper 13), and from all underlying and related orders, decisions, rulings, and 

opinions. 

In accordance with 37 C.F.R. § 90.2(a)(3)(ii), the expected issues on appeal 

include, but are not limited to: the Board’s determination to deny institution of 

inter partes review of claims 1 and 2 of U.S. Patent 10,270,535 under 35 U.S.C. 

§ 314(a); the Board’s adoption and application of non-statutory institution 

standards; and any finding or determination supporting or related to those 

determinations, as well as all other issues decided adversely to Petitioner in any 

orders, decisions, rulings, or opinions. 

Pursuant to 35 U.S.C. § 142 and 37 C.F.R. § 90.2(a), a copy of this Notice is 

being filed with the Director of the United States Patent and Trademark Office and 

with the Patent Trial and Appeal Board. In addition, a copy of this Notice and the 

required docketing fees are being filed with the Clerk’s Office for the United States 

Court of Appeals for the Federal Circuit via CM/ECF. 
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Petitioner’s Notice of Appeal IPR2020-00123 
 Patent No. 10,270,535 

2 

Dated: July 16, 2020 
 

Respectfully submitted, 
 
/Theodore Foster/  

HAYNES AND BOONE, LLP 
2323 Victory Avenue, Suite 700 
Dallas, Texas 75219 
Telephone: 214-651-5116 
Facsimile: 214-200-0853 

Theodore Foster 
Registration No. 57,456 
Counsel for Petitioner 
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Petitioner’s Notice of Appeal IPR2020-00123 
 Patent No. 10,270,535 

3 

CERTIFICATE OF SERVICE 

Pursuant to 37 C.F.R. §§ 42.6, this is to certify that a true and correct copy 

of the foregoing “Petitioner’s Notice of Appeal” service was made on the Patent 

Owner as detailed below: 

 Date of service July 16, 2020 
 
 Manner of service Electronic Mail to: lrobinson@bdiplaw.com;   
  cjohanningmeier@bdiplaw.com;   
  BDIP_RamotIPRService@bdiplaw.com  
 
 Documents served Petitioner’s Notice of Appeal 
 
 Persons Served Lauren N. Robinson 
  Corey Johanningmeier 
  Bunsow De Mory LLP 
  701 El Camino Real 
  Redwood City, CA 94063 

 

By: /Theodore Foster/  
Theodore Foster 
Registration No. 57,456 
Counsel for Petitioner 
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Petitioner’s Notice of Appeal IPR2020-00123 
 Patent No. 10,270,535 

4 

In accordance with 37 C.F.R. §§ 90.2(a)(1) and 104.2(b), I hereby certify 

that, in addition to being filed electronically through the Board’s E2E System, the 

original version of the foregoing Notice of Appeal was filed by hand on July 16, 

2020, with the Director of the United States Patent and Trademark Office, at the 

following address: 

Director of the United States Patent and Trademark Office 
c/o Office of the General Counsel 

Madison Building East, Room 10B20 
600 Dulany Street 

Alexandria, VA 22314 

In accordance with 37 C.F.R. § 90.2(a)(2), I hereby certify that on July 16, 

2020, a true and correct copy of the foregoing Notice of Appeal was filed 

electronically with the Clerk’s Office of the United States Court of Appeals for the 

Federal Circuit, and delivered by hand, at the following address: 

United States Court of Appeals for the Federal Circuit 
717 Madison Place, N.W., Suite 401 

Washington, DC 20439 
 
Dated: July 16, 2020 
 

Respectfully submitted, 
 
/Theodore Foster/  

HAYNES AND BOONE, LLP 
2323 Victory Avenue, Suite 700 
Dallas, Texas 75219 
Telephone: 214-651-5116 
Facsimile: 214-200-0853 

Theodore Foster 
Registration No. 57,456 
Counsel for Petitioner 
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IN THE UNITED STATES DISTRICT COURT 
FOR THE EASTERN DISTRICT OF TEXAS 

MARSHALL DIVISION 

RAMOT AT TEL AVIV UNIVERSITY 
LTD., 

v. 

CISCO SYSTEMS, INC. 

§ 
§ 
§ 
§ 
§ 

Case No. 2:19-CV-225-JRG 

DOCKET CONTROL ORDER 

In accordance with the scheduling conference held in this case, it is hereby ORDERED 

that the following schedule of deadlines is in effect until further order of this Court: 

Date Amended Date Event 

November 2, 
2020 

December 9, 
2020 

*Jury Selection – 9:00 a.m. in Marshall, Texas before
Judge Rodney Gilstrap

September 28, 
2020 

*Pretrial Conference – 9:00 a.m. in Marshall, Texas
before Judge Rodney Gilstrap

September 21, 
2020 

*Notify Deputy Clerk in Charge regarding the date and
time by which juror questionnaires shall be presented to
accompany by jury summons if the Parties desire to
avail themselves of the benefit of using juror
questionnaires1

September 21, 
2020 

*Notify Court of Agreements Reached During Meet and
Confer

The parties are ordered to meet and confer on any 
outstanding objections or motions in limine.  The parties 
shall advise the Court of any agreements reached no 
later than 1:00 p.m. three (3) business days before the 
pretrial conference. 

1 The Parties are referred to the Court’s Standing Order Regarding Use of Juror 
Questionnaires in Advance of Voir Dire. 

Case 2:19-cv-00225-JRG   Document 31   Filed 11/01/19   Page 1 of 6 PageID #:  203
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Date Amended Date Event 

September 21, 
2020 

*File Joint Pretrial Order, Joint Proposed Jury
Instructions, Joint Proposed Verdict Form, Responses to
Motions in Limine, Updated Exhibit Lists, Updated
Witness Lists, and Updated Deposition Designations

September 14, 
2020 

*File Notice of Request for Daily Transcript or Real
Time Reporting.

If a daily transcript or real time reporting of court 
proceedings is requested for trial, the party or parties 
making said request shall file a notice with the Court 
and e-mail the Court Reporter, Shelly Holmes, at 
shelly_holmes@txed.uscourts.gov. 

September 8, 
2020 

File Motions in Limine 

The parties shall limit their motions in limine to issues 
that if improperly introduced at trial would be so 
prejudicial that the Court could not alleviate the 
prejudice by giving appropriate instructions to the jury. 

September 8, 
2020 

Serve Objections to Rebuttal Pretrial Disclosures 

August 31, 2020 Serve Objections to Pretrial Disclosures; and Serve 
Rebuttal Pretrial Disclosures 

August 17, 2020 Serve Pretrial Disclosures (Witness List, Deposition 
Designations, and Exhibit List) by the Party with the 
Burden of Proof 

August 10, 2020 *Response to Dispositive Motions (including Daubert
Motions). Responses to dispositive motions that were
filed prior to the dispositive motion deadline, including
Daubert Motions, shall be due in accordance with Local
Rule CV-7(e), not to exceed the deadline as set forth in
this Docket Control Order.2 Motions for Summary
Judgment shall comply with Local Rule CV-56.

2The parties are directed to Local Rule CV-7(d), which provides in part that “[a] party’s 
failure to oppose a motion in the manner prescribed herein creates a presumption that the party 
does not controvert the facts set out by movant and has no evidence to offer in opposition to the 
motion.”  If the deadline under Local Rule CV 7(e) exceeds the deadline for Response to 
Dispositive Motions, the deadline for Response to Dispositive Motions controls.  

Case 2:19-cv-00225-JRG   Document 31   Filed 11/01/19   Page 2 of 6 PageID #:  204
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- 3 -

Date Amended Date Event 

July 27, 2020 *File Motions to Strike Expert Testimony (including
Daubert Motions)

No motion to strike expert testimony (including a 
Daubert motion) may be filed after this date without 
leave of the Court. 

July 27, 2020 *File Dispositive Motions

No dispositive motion may be filed after this date 
without leave of the Court.  

Motions shall comply with Local Rule CV-56 and Local 
Rule CV-7.  Motions to extend page limits will only be 
granted in exceptional circumstances.  Exceptional 
circumstances require more than agreement among the 
parties.  

July 20, 2020 Deadline to Complete Expert Discovery 

July 6, 2020 July 8, 2020 Serve Disclosures for Rebuttal Expert Witnesses 

June 15, 2020 June 9, 2020 Deadline to Complete Fact Discovery and File Motions 
to Compel Discovery 

June 15, 2020 Serve Disclosures for Expert Witnesses by the Party 
with the Burden of Proof 

June 9, 2020 Comply with P.R. 3-7 (Opinion of Counsel Defenses) 

May 19, 2020 *Claim Construction Hearing – 1:30 p.m. in Marshall,
Texas before Judge Rodney Gilstrap

May 5, 2020 *Comply with P.R. 4-5(d) (Joint Claim Construction
Chart)

April 28, 2020 *Comply with P.R. 4-5(c) (Reply Claim Construction
Brief)

April 21, 2020 Comply with P.R. 4-5(b) (Responsive Claim 
Construction Brief) 

Case 2:19-cv-00225-JRG   Document 31   Filed 11/01/19   Page 3 of 6 PageID #:  205
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Date Amended Date Event 

April 7, 2020 Comply with P.R. 4-5(a) (Opening Claim Construction 
Brief) and Submit Technical Tutorials (if any) 

Good cause must be shown to submit technical tutorials 
after the deadline to comply with P.R. 4-5(a).  

April 7, 2020 Deadline to Substantially Complete Document 
Production and Exchange Privilege Logs 

Counsel are expected to make good faith efforts to 
produce all required documents as soon as they are 
available and not wait until the substantial completion 
deadline. 

March 24, 2020 Comply with P.R. 4-4 (Deadline to Complete Claim 
Construction Discovery) 

March 17, 2020 File Response to Amended Pleadings 

March 3, 2020 *File Amended Pleadings

It is not necessary to seek leave of Court to amend 
pleadings prior to this deadline unless the amendment 
seeks to assert additional patents. 

February 25, 
2020 

Comply with P.R. 4-3 (Joint Claim Construction 
Statement) 

February 4, 2020 Comply with P.R. 4-2 (Exchange Preliminary Claim 
Constructions) 

January 14, 2020 Comply with P.R. 4-1 (Exchange Proposed Claim 
Terms) 

November 1, 
2019 

November 15, 
2019 

Comply with Standing Order Regarding Subject-Matter 
Eligibility Contentions3 

November 1, 
2019 

November 15, 
20194 

Comply with P.R. 3-3 & 3-4 (Invalidity Contentions) 

3http://www.txed.uscourts.gov/sites/default/files/judgeFiles/EDTX%20Standing%20Order%20R
e%20Subject%20Matter%20Eligibility%20Contentions%20.pdf 

4 See Dkt. 28. 
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Date Amended Date Event 

October 11, 
2019 

November 6, 
20195 

*File Proposed Protective Order and Comply with
Paragraphs 1 & 3 of the Discovery Order (Initial and
Additional Disclosures)

The Proposed Protective Order shall be filed as a 
separate motion with the caption indicating whether or 
not the proposed order is opposed in any part. 

October 4, 2019 October 30, 
20196 

*File Proposed Docket Control Order and Proposed
Discovery Order

The Proposed Docket Control Order and Proposed 
Discovery Order shall be filed as separate motions with 
the caption indicating whether or not the proposed order 
is opposed in any part. 

September 27, 
2019 

October 23, 
20197 

Join Additional Parties 

September 6, 
2019 

Comply with P.R. 3-1 & 3-2 (Infringement Contentions) 

(*) indicates a deadline that cannot be changed without showing good cause.  Good cause is 
not shown merely by indicating that the parties agree that the deadline should be changed. 

ADDITIONAL REQUIREMENTS 

Mediation: While certain cases may benefit from mediation, such may not be appropriate 
for every case. The Court finds that the Parties are best suited to evaluate whether mediation will 
benefit the case after the issuance of the Court’s claim construction order. Accordingly, the Court 
ORDERS the Parties to file a Joint Notice indicating whether the case should be referred for 
mediation within fourteen days of the issuance of the Court’s claim construction order. As a 
part of such Joint Notice, the Parties should indicate whether they have a mutually agreeable 
mediator for the Court to consider. If the Parties disagree about whether mediation is appropriate, 
the Parties should set forth a brief statement of their competing positions in the Joint Notice. 

Summary Judgment Motions, Motions to Strike Expert Testimony, and Daubert 
Motions:  For each motion, the moving party shall provide the Court with two (2) hard copies of 

5 Date set per Court’s prior Order (Dkt. 21), relative to rescheduled Scheduling Conference that 
occurred on October 16, 2019. 

6 Id.  

7 Id.  
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the completed briefing (opening motion, response, reply, and if applicable, sur-reply), excluding 
exhibits, in D-three-ring binders, appropriately tabbed.  All documents shall be single-sided and 
must include the CM/ECF header.  These copies shall be delivered to the Court within three (3) 
business days after briefing has completed.  For expert-related motions, complete digital copies of 
the relevant expert report(s) and accompanying exhibits shall be submitted on a single flash drive 
to the Court.  Complete digital copies of the expert report(s) shall be delivered to the Court no later 
than the dispositive motion deadline.  

Indefiniteness:  In lieu of early motions for summary judgment, the parties are directed to 
include any arguments related to the issue of indefiniteness in their Markman briefing, subject to 
the local rules’ normal page limits. 

Motions for Continuance:  The following excuses will not warrant a continuance nor 
justify a failure to comply with the discovery deadline: 

(a) The fact that there are motions for summary judgment or motions to dismiss pending;

(b) The fact that one or more of the attorneys is set for trial in another court on the same day,
unless the other setting was made prior to the date of this order or was made as a special
provision for the parties in the other case;

(c) The failure to complete discovery prior to trial, unless the parties can demonstrate that it
was impossible to complete discovery despite their good faith effort to do so.

Amendments to the Docket Control Order (“DCO”):  Any motion to alter any date on
the DCO shall take the form of a motion to amend the DCO.  The motion to amend the DCO shall 
include a proposed order that lists all of the remaining dates in one column (as above) and the 
proposed changes to each date in an additional adjacent column (if there is no change for a date 
the proposed date column should remain blank or indicate that it is unchanged).  In other words, 
the DCO in the proposed order should be complete such that one can clearly see all the remaining 
deadlines and the changes, if any, to those deadlines, rather than needing to also refer to an earlier 
version of the DCO. 

Proposed DCO:  The Parties’ Proposed DCO should also follow the format described 
above under “Amendments to the Docket Control Order (‘DCO’).” 

So Ordered this
Nov 1, 2019
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DM2\10658742.2 

IN THE UNITED STATES DISTRICT COURT 

FOR THE EASTERN DISTRICT OF TEXAS 

MARSHALL DIVISION 

 

 

RAMOT AT TEL AVIV UNIVERSITY LTD., 

 

Plaintiff, 

 

v. 

 

CISCO SYSTEMS, INC., 

 

Defendant. 

 

Case No.  2:19-cv-00225-JRG 

 

 

JURY TRIAL DEMANDED 

 

 

 

 

 

 

 

 

 

OPPOSED MOTION TO STAY PENDING INTER PARTES REVIEW  

OF U.S. PATENTS NO. 10,270,535 AND NO. 10,033,465
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I. INTRODUCTION 

Defendant Cisco Systems, Inc. moves the Court to stay all claims and issues of patent 

infringement and invalidity pertaining to U.S. Patent No. 10,270,535  (the “’535 patent”) and U.S. 

Patent No. 10,033,465 (the “’465 patent”) at least until final decisions related the inter partes 

reviews of the patents are issued by the Patent Trial and Appeal Board (“PTAB”). As explained 

below, granting a stay will likely result in substantial savings to the parties, conserve judicial 

resources, and promote efficiency. Indeed, each of the three factors that district courts consider 

when deciding whether to stay a case in this context favors granting one here.  

II. BACKGROUND 

Ramot At Tel Aviv University Ltd. (“Ramot”) filed this action against Cisco Systems, Inc. 

(“Cisco”) on June 12, 2019, alleging infringement of the ’535 and ’465 patents. (Dkt. 1).  Ramot 

currently asserts claims 1 and 2 of the ’535 patent and claims 1, 2, 4 and 5 of the ’465 patent (the 

“Asserted Claims”). On November 5, 2019, Cisco filed petitions for inter partes review of each of 

the Asserted Claims. IPR2020-00123 (’535 IPR), IPR2020-00122 (’465 IPR)                                                                              

(collectively, the “ IPRs”)). 

III. LEGAL STANDARD 

“A district court has the inherent power to control its own docket, including the power to 

stay proceedings before it.” Ericsson Inc. v. TCL Commc’n Tech. Holdings, Ltd., 2016 WL 

1162162, at *1 (E.D. Tex. Mar. 23, 2016); see also Landis v. N. Am. Co., 299 U.S. 248, 254 (1936) 

(“[T]he power to stay proceedings is incidental to the power inherent in every court to control the 

disposition of the causes on its docket with economy of time and effort for itself, for counsel, and 

for litigants.”). “A stay is particularly justified when ‘the outcome of a PTO proceeding is likely 

to assist the court in determining patent validity or eliminate the need to try infringement issues.’” 

Ericsson, 2016 WL 1162162, at *1 (quoting NFC Tech. LLC v. HTC Am., 2015 WL 1069111, at 
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*1 (E.D. Tex. Mar. 11, 2015)); see also Evolutionary Intelligence, LLC v. Millennial Media, Inc., 

2014 WL 2738501, at *2 (N.D. Cal. June 11, 2014); 3rd Eye Surveillance, LLC v. Stealth 

Monitoring, Inc., 2015 WL 179000, at *1 (E.D. Tex. Jan. 14, 2015). 

Indeed, since the Federal Circuit’s “decision in VirtualAgility[, Inc. v. Salesforce.com, Inc., 

759 F.3d 1307 (Fed. Cir. 2014)], courts have been nearly uniform in granting motions to stay 

proceedings in the trial court after the PTAB has instituted inter partes review proceedings.” NFC 

Tech., 2015 WL 1069111, at *6 (citing cases); see also Ericsson, 2016 WL 1162162, at *2; 

MemStart Semiconductor Corp. v. AAC Tech. Pte. Ltd., 2015 WL 10936046, at *2 (E.D. Tex. July 

10, 2015) (Gilstrap, J.). Further, “it is not uncommon for courts to grant stays pending 

reexamination prior to the PTO deciding to reexamine the patent.” Oyster Optics, LLC v. Ciena 

Corp., 2018 WL 6972999, at *2 (N.D. Cal. Jan. 29, 2018) (internal quotation marks omitted) 

(granting a stay “pending inter partes review” when “the PTAB ha[d] not decided whether to 

institute IPR proceedings”); see also, e.g., Wi-LAN, Inc. v. LG Elecs., Inc., 2018 WL 2392161, at 

*2 (S.D. Cal. May 22, 2018) (granting a stay “pending the PTO’s decisions regarding institution 

of [Defendant’s] IPR petitions”); Finjan, Inc. v. Symantec Corp., 139 F. Supp. 3d 1032, 1038 (N.D. 

Cal. 2015) (granting a stay “pending a decision by the PTO concerning whether to institute IPR of 

the claims asserted in [Defendant’s] petitions”).  

“District courts typically consider three factors when determining whether to grant a stay 

pending inter partes review of a patent in suit: (1) whether the stay will unduly prejudice the 

nonmoving party, (2) whether the proceedings before the court have reached an advanced stage, 

including whether discovery is complete and a trial date has been set, and (3) whether the stay will 

likely result in simplifying the case before the court.” NFC Tech., 2015 WL 1069111, at *2. “Based 

on th[ese] factors, courts determine whether the benefits of a stay outweigh the inherent costs of 

postponing resolution of the litigation.” Id. 
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IV. ARGUMENT 

 

A. The Early Stage of the Case Weighs in Favor of a Stay 

When determining whether to institute a stay pending an IPR, the Court must consider the 

state of the proceedings, including the diligence in filing the IPR petition and moving to stay. NFC 

Tech., 2015 WL 1069111 at *3. The facts here weigh in favor of a stay. This case is still at an early 

stage. The instant motion is being filed less one week after the IPR petitions were filed. The parties 

just exchanged initial disclosures, but have not taken any depositions or exchanged any claim 

construction positions, and significant work remains to be completed in this case as the Markman 

hearing is scheduled for May 19, 2020 and trial is scheduled more than a year away, on December 

9, 2020. Thus, a stay pending the IPRs will likely save substantial resources and reduce the burden 

of litigation on the Court and the parties. See, e.g., MemStart Semiconductor, 2015 WL 10936046, 

at *2 (finding that “the relatively early stage of this case at present . . . weighs in favor of granting 

a stay” when the docket control was entered three months prior to the decision); Stragent LLC v. 

BMW of N. Am., LLC, 2017 WL 3709083, at *3 (E.D. Tex. July 11, 2017) (finding case to be in 

its early stages when the Markman hearing was six months away).  

Thus, this factor weighs in favor of a stay. 

B. A Stay Will Simplify the Case 

“[T]he most important factor bearing on whether to grant a stay in this case is the prospect 

that the inter partes review proceeding will result in simplification of the issues before the Court.” 

NFC Tech., 2015 WL 1069111, at *4. “[T]he PTAB’s decision to institute inter partes review 

ordinarily means that there is a substantial likelihood of simplification of the district court 

litigation.” Id. Indeed, based on recent PTO statistics, IPRs are instituted 67% of the time for 

electrical/computer patent claims and 80% of instituted IPR petitions have resulted in some or all 

instituted claims being found invalid. (Exh. A, U.S. Patent & Trademark Office, “Trial Statistics: 
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IPR, PGR, CBM” (September, 2019) at 7,10, available at 

https://www.uspto.gov/sites/default/files/documents/Trial_Statistics_2019-09-30.pdf). Here, a 

stay would simplify the issues in the case even though the PTAB has not decided whether to 

institute the IPRs. See Qualcomm Inc. v. Apple Inc., 2018 WL 4104951, at *2 (S.D. Cal. Aug. 29, 

2018) (“If the PTAB institutes and cancels all the asserted claims of any patent, it will remove that 

patent from the case, thereby significantly reducing the scope of this litigation. Alternatively, if 

the PTAB declines to institute or institutes and confirms any patent, statutory estoppel may 

simplify the assertion of invalidity defenses. This factor favors a temporary stay.”). “[E]ven if the 

PTAB does not invalidate every claim on which it has instituted IPR, there is a significant 

likelihood that the outcome of the IPR proceedings will streamline the scope of this case to an 

appreciable extent.” Uniloc USA, Inc. v. Samsung Elecs. Am., Inc., 2017 WL 9885168, at *1 (E.D. 

Tex. June 13, 2017) (Gilstrap, J.). Indeed, none of the Asserted Claims would remain should the 

PTAB invalidate the claims challenged in the IPRs.  

Because the outcome of the IPRs will likely simplify or resolve the issues in this case, this 

factor weighs in favor of a stay. 

C. A Stay of the Case Will Not Unduly Prejudice Ramot 

To the extent a patentee may argue that a stay may delay the timely enforcement of its 

patent, this interest is “present in every case in which a patentee resists a stay, and it is therefore 

not sufficient, standing alone, to defeat a stay motion.” NFC Tech., 2015 WL 1069111, at *2; see 

also Stragent, 2017 WL 3709083, at *2. Additionally, the fact that Ramot chose not to seek a 

preliminary injunction weighs against a finding of undue prejudice. See, e.g., Stingray Music USA, 

2017 WL 9885167, at *2 (“The present facts are similar to those in VirtualAgility Inc. v. 

Salesforce.com, Inc., 759 F.3d 1307 (Fed. Cir. 2014), in which the Federal Circuit noted that a stay 

does not diminish the monetary damages to which a successful infringement plaintiff is entitled. 
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And here, as in VirtualAgility, the plaintiff did not move for a preliminary injunction, which 

contradicts [plaintiff’s] assertion it cannot wait for a decision on infringement.”). Indeed, Ramot 

does not appear to compete with Cisco or, to Cisco’s knowledge, actually sell any products.  

When—as here—“a patentee seeks exclusively monetary damages, as opposed to a preliminary 

injunction or other relief, ‘mere delay in collecting those damages does not constitute undue 

prejudice.’” Stragent LLC, 2017 WL 3709083, at *2 (quoting Crossroads Systems, Inc. v. Dot Hill 

Systems Corp., 2015 WL 3773014, at *2 (W.D. Tex. June 16, 2015)). 

This factor weighs in favor of a stay. 

V. CONCLUSION 

For the foregoing reasons, Cisco submits that good cause exists for staying all claims and 

issues pertaining to the ’535 and ’465 patents.  Accordingly, Cisco respectfully requests that the 

Court grant this motion. 

 

Dated: November 11, 2019 

 

 

By: /s/ Melissa R. Smith  

Melissa R. Smith 
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CERTIFICATE OF CONFERENCE 

 

On November 8, 2019, John Gibson, counsel for Cisco, conferred with Corey 

Johanningmeier, counsel for Ramot, as required by Local Rule 7(h). Counsel for Ramot confirmed 

that Ramot opposes this motion. Discussions conclusively ended at an impasse, leaving an open 

issue for the Court to resolve. 

/s/ Melissa R. Smith   

       Melissa R. Smith 

 

 

 

CERTIFICATE OF SERVICE 

 The undersigned certifies that on this 11th day of November, 2019, all counsel of record 

who are deemed to have consented to electronic service are being served with a copy of this 

document through the Court’s CM/ECF system under Local Rule CV-5(a)(3).  

 

/s/ Melissa R. Smith   

       Melissa R. Smith 
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IN THE UNITED STATES DISTRICT COURT 
FOR THE EASTERN DISTRICT OF TEXAS 

MARSHALL DIVISION 
 
 

 
RAMOT AT TEL AVIV UNIVERSITY 
LTD., 
 

Plaintiff, 
 

v. 
 
CISCO SYSTEMS, INC., 
 
 

Defendant. 
 

) 
) 
) 
) 
) 
)
)
)
) 
) 
) 
) 
) 

 
Case No. 2:19-cv-00225-JRG 
 
 
JURY TRIAL DEMANDED 
 
 

FIRST AMENDED COMPLAINT FOR PATENT INFRINGEMENT 
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1 
 

TO THE HONORABLE JUDGE OF SAID COURT: 

Plaintiff, Ramot at Tel Aviv University Ltd. (“Ramot”), for its First Amended Complaint 

against Defendant Cisco Systems, Inc. (“Cisco”) requests a trial by jury and alleges as follows 

upon actual knowledge with respect to itself and its own acts and upon information and belief as 

to all other matters: 

NATURE OF THE ACTION 

1. This is an action for patent infringement.  Ramot alleges that Cisco infringes U.S. 

Patent Nos. 10,270,535 (“the ʼ535 patent”), 10,033,465 (“the ʼ465 patent”) and 10,461,866 (“the 

’866 patent”) (collectively, the “Asserted Patents”), copies of which are attached hereto as 

Exhibits A-C. 

2. Ramot alleges that Cisco directly and indirectly infringes the Asserted Patents by 

making, using, offering for sale, selling and importing networking equipment with corresponding 

line cards and optical transceiver modules providing advanced electro-optical modulation 

techniques—including, without limitation, certain of Cisco’s various 100G, 200G, and 400G 

optical modules and associated circuitry and software.  Ramot further alleges that Cisco induces 

and contributes to the infringement of others.  Ramot seeks damages and other relief for Cisco’s 

infringement of the Asserted Patents.  

THE PARTIES 

1. Ramot is a limited liability company organized under the laws of Israel with its 

principal place of business at Tel Aviv University, Senate Building at Gate no. 4, George Wise 

Street, Tel Aviv, Israel. 

2. Ramot is the Business Engagement Center of Tel Aviv University (“TAU”) and 

acts as the University’s liaison to industry.  Ramot connects cutting-edge promising innovations 

at the University with the global commercial marketplace through collaboration with industry 
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partners around the world as well as the formation of new companies.  TAU was founded in 

1956 and is the largest academic and research institution in the State of Israel.  It is the most 

multidisciplinary with many young scientists that graduated from some of the leading research 

institutions around the world, which resulted in accomplishing the third highest position among 

the EU scientific community for the young scientist category.  Ramot provides the resources, as 

well as the business and legal frameworks for inventions made by TAU’s faculty, students, and 

researchers, protecting the discoveries with IP and working jointly with industry and the venture 

community to bring scientific innovations to the global markets. 

3. Ramot manages a portfolio of more than 2,271 patents and patent applications 

worldwide, and approximately half have been licensed to industry for commercialization.  This 

number represents 615 distinct technology families of which more than 30 percent are already 

commercialized to multi-national companies as well as newly founded companies.  Ramot is the 

owner of more than 400 United States patents and more than 300 United States patent 

applications. 

4. Ramot is the assignee and owner of the Asserted Patents.  The Asserted Patents 

are based on and claim the inventions of Dr. Yossef Ehrlichman, Dr. Amrani Ofer, and Professor 

Shlomo Ruschin.  Each of the inventors was affiliated with TAU’s School of Electrical 

Engineering during the relevant time period of the inventions, and assigned his rights to the 

Asserted Patents to Ramot. 

5. On information and belief, Defendant Cisco is a corporation organized under the 

laws of California with its principal place of business at 170 W. Tasman Dr., San Jose, CA 

95134.  Cisco is registered to do business in the State of Texas.  Cisco has appointed the 

Prentice-Hall Corporation System, Inc., 211 E. 7th St., Suite 620, Austin, TX 78701 as its agent 

for service of process. 
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6. On information and belief, Cisco maintains places of business and does business 

in Texas and in the Eastern District of Texas, inter alia, at its campus at 2250 East President 

George Bush Turnpike, Richardson, Texas 75082, and at its data center at 2260 Chelsea Blvd., 

Allen, Texas 75013.  Cisco’s Richardson and Allen facilities were appraised and taxed together 

by the Collin County Appraisal District at a combined value of over $300,000,000. 

7. By registering to conduct business in Texas and by having facilities where it 

regularly conducts business in this District, Defendant has a permanent and continuous presence 

in Texas and a regular and established place of business in the Eastern District of Texas. 

JURISDICTION 

8. This is an action arising under the patent laws of the United States, 35 U.S.C. 

§ 271, et seq.  Accordingly, this Court has subject matter jurisdiction pursuant to 28 U.S.C. §§ 

1331 and 1338(a). 

9. This Court has personal jurisdiction over Cisco due, inter alia, to its continuous 

presence in, and systematic contact with, this judicial district and its registration in Texas and 

domicile in this judicial district.  Cisco is subject to this Court’s jurisdiction pursuant to due 

process and/or the Texas Long Arm Statute due at least to its substantial business in this State 

and judicial district, including at least part of its past infringing activities, regularly doing or 

soliciting business at its Richardson and Allen facilities, and engaging in persistent conduct 

and/or deriving substantial revenue from goods and services provided to customers in the State 

of Texas, including in the Eastern District of Texas.  Cisco directly and/or through subsidiaries 

or intermediaries (including distributors, retailers, and others), has committed and continues to 

commit acts of infringement in this judicial district by, among other things, making, using, 

importing, offering for sale, and/or selling products and/or services that infringe the Asserted 

Patents. 

Case 2:19-cv-00225-JRG   Document 48   Filed 12/12/19   Page 4 of 35 PageID #:  479

Appx94

Case: 20-148      Document: 2-2     Page: 97     Filed: 08/27/2020 (151 of 190)



 

 4 

 

VENUE 

10. Venue is proper in this judicial district pursuant to 28 U.S.C. §§1391(b), (c), (d) 

and 1400(b) because Cisco has a permanent and continuous presence in, has committed acts of 

infringement in, and maintains a regular and established place of business in this district.  Upon 

information and belief, Cisco has committed acts of direct and indirect infringement in this 

judicial district, including using and purposefully transacting business involving the Accused 

Products in this judicial district such as by sales to one or more customers in the State of Texas, 

including in the Eastern District of Texas, and maintains regular and established places of 

business in this judicial district, as set forth above. 

FACTUAL ALLEGATIONS 

Ramot Patents 

11. Ramot is the Business Engagement Center at Tel Aviv University, Israel’s 

foremost research and teaching university.  Ramot’s mission is to foster, initiate, lead and 

manage the transfer of new technologies from the laboratory to the marketplace.  Ramot helps 

commercialize promising scientific discoveries by providing the resources, business, Intellectual 

Property, and legal framework for researchers—creating successful business connections 

between Tel Aviv University’s scientists and researchers, and technology companies ranging 

from startups to Fortune 500 companies. 

12. Since 1999, Ramot has helped found more than 150 technology startup 

companies.  Within the area of electronics and electro-optics, Ramot is currently affiliated with 

about 68 accomplished researchers who are developing dozens of distinct cutting-edge 

technologies.  Ramot owns approximately 1000 granted patents worldwide that span various 

fields of technology. 

13. Co-Inventor Dr. Yossef Ehrlichman, received the B.Sc.(EE) and MBA degrees 
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from the Technion, Haifa, Israel, in 1999 and 2002, respectively.  He received the M.Sc.(EE) and 

Ph.D. degrees from Tel Aviv University, Tel Aviv, Israel, in 2007 and 2015, respectively.  

During his Ph.D., he worked on photonic integrated mixed signal circuits, such as photonic 

digital-to-analog and analog-to-digital converters.  He co-invented a direct digital drive method 

which allows the integration of digital CMOS circuits with photonic integrated modulators.  

Between 2013-2015 he worked as a Radiometry Engineer at SemiConductor Devices (SCD), 

Israel, developing advanced cooled-IR detectors.  Between 2015-2017 he held a position of a 

Postdoctoral Research Associate at the University of Colorado Boulder investigating silicon 

photonics devices and circuits for RF photonics applications.  Between 2017-2018 he held a 

position of Postdoctoral Researcher at University of California San Diego, continuing his 

research on silicon photonic devices and circuits for RF photonics applications.  Since 2018 he is 

a Senior Member of the Technical Staff at Axalume, San Diego, CA, developing silicon-

photonics hybrid lasers, and electronics-photonics circuits for data centers.  Dr. Ehrlichman is a 

senior member of the IEEE. 

14. Co-Inventor Dr. Ofer Amrani is faculty at Tel Aviv University’s School of 

Electrical Engineering, Tel Aviv, Israel.  He received the Ph.D. degree in Electrical Engineering 

with honors from Tel Aviv University in November 2000.  In 1999 he co-founded CUTE-

systems and served as its CTO.  In October 2001 he joined Tel Aviv University in the 

department of Electrical Engineering-Systems.  In 2006 he was a visiting scientist at the Dept. of 

Electrical Engineering, Technion-Israel Institute of Technology.  Since 2007 he has been with 

Tel Aviv University as a senior lecturer.  His main research interests include various aspects of 

digital communications; as well as optical components and new transistor architectures for 

interfacing between electronic and optical signals.  Dr. Amrani currently heads the newly-

initiated nano-satellite laboratory and leads the development and construction of two nano-
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satellites to be launched in 2020.  Since 1994 he has been consulting to various industrial 

companies.   

15. Co-Inventor and Professor Shlomo Ruschin received the B.Sc. degree in Physics 

and Mathematics from the Hebrew University in Jerusalem in 1969.  He continued his graduate 

studies at the Technion-Israel Institute of Technology in Haifa where he specialized in the fields 

of Lasers and Quantum Optics.  He received the M.Sc. degree in 1973 and the D.Sc. in 1977. 

During the period 1978-79 he completed Postdoctoral studies at Cornell University where he was 

involved in the research of laser diagnostics of molecules and bistability effects.  In 1980, Dr. 

Ruschin joined the Department of Physical Electronics at the Faculty of Engineering of Tel Aviv 

University, where he presently is Professor Emeritus of Electrical Engineering.  During the years 

2013-2018 he was Incumbent of the Chana and Heinrich Manderman Chair in Optoelectronics.  

His fields of research include Laser Physics and electro-optics, and he presently leads the 

Photonic Devices group at the University.  The group is dedicated to various aspects of theory 

and practice of wave guided devices for optical communication and sensing.  Other topics of his 

research interest are the shaping of coherent beams, and near-field optics.  He published more 

than 165 articles in reviewed periodicals in subjects related to quantum optics, electro-optics, and 

lasers.  In 2001, Shlomo Ruschin co-founded ColorChip Inc., a company marketing integrated 

optics components and high-speed optical transceivers for data centers.  During 1995-1999, Prof. 

Ruschin acted as Head of the Department of Electrical Engineering-Physical Electronics at Tel 

Aviv University.   

16. United States Patent No. 10,270,535 (“the ’535 Patent”), entitled “Linearized 

Optical Digital-to-Analog Modulator,” was duly and lawfully issued April 23, 2019.  Ramot is 

the owner of all right, title, and interest in the ’535 Patent.  A true and correct copy of the ’535 

Patent is attached hereto as Exhibit A.  
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17. The ’535 Patent describes problems and shortcomings in the field of optical 

modulators for converting high speed digital data into modulated optical signals, and claims 

novel and inventive technological improvements and solutions to such problems and 

shortcomings.  For example, the ’535 patent discloses and claims methods for performing 

advanced modulation techniques that meet the need for “high-performance and large bandwidth” 

signal conversion for multi-GHz communication systems.  In one aspect of the invention, the 

disclosed and claimed features enable actuating a plurality of electrodes so as to modulate the 

optical signal according to a QAM (Quadrature Amplitude Modulation) modulation scheme.  In 

another aspect of the invention, the disclosed and claimed features enable using multiple 

actuating voltage levels so as to modulate amplitude of the optical signal according to a pulse 

modulation (e.g., PAM) scheme.  

18. United States Patent No. 10,033,465 (“the ’465 Patent”), entitled “Linearized 

Optical Digital-to-Analog Modulator,” was duly and lawfully issued July 24, 2018.  Ramot is the 

owner of all right, title, and interest in the ’465 Patent.  A true and correct copy of the ’465 

Patent is attached hereto as Exhibit B. 

19. The ’465 Patent also describes problems and shortcomings in the field of optical 

modulators for converting high speed digital data into modulated optical signals and claims 

novel and inventive technological improvements and solutions to such problems and 

shortcomings.  For example, the ’465 patent explains that Mach-Zehnder Interferometer 

modulators used in fiber-optic communications applications exhibited serious problems at higher 

speeds due to the “inherent non-linear response of the modulator.”  The ’465 patent discloses and 

claims solutions to this problem that “offer improved linearity of response without sacrificing 

efficiency or dynamic range.”  In one aspect of the invention, the disclosed and claimed features 

enable mapping of data bits to electrode voltages, so as to select the electrode actuation pattern 
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that best models a desired optical signal output for a given digital input.  In this and other 

disclosed aspects of the invention, the mapping function, in combination with the disclosed and 

claimed advanced modulation techniques, enables multi-GHz optical communication with 

improved speed, clarity, and/or linearity. 

20. United States Patent No. 10,461,866 (“the ’866 Patent”), entitled “Linearized 

Optical Digital-to-Analog Modulator,” was duly and lawfully issued October 29, 2019.  Ramot is 

the owner of all right, title, and interest in the ’866 Patent.  A true and correct copy of the ’866 

Patent is attached hereto as Exhibit C. 

21. The ’866 Patent also describes problems and shortcomings in the field of optical 

modulators for converting high speed digital data into modulated optical signals and claims 

novel and inventive technological improvements and solutions to such problems and 

shortcomings.  For example, the ’866 patent discusses the use of the claimed invention to 

provide “linearization of a modulator device which inherently has a non-linear response” as well 

as in other applications that require conversion of the natural response of a modulator according 

to a first function into a desired response according to a second function.  See, e.g., Ex. C (’866 

Patent) at 8:55-67.  The independent and dependent claims of the ’866 Patent claim multiple 

system and method embodiments for providing “pulse modulated output optical signals” with 

improved linear response and/or improved response according to other desired functions, 

including with the use of the innovative digital to digital converter aspect of the inventions.  

Cisco’s Use of the Patented Technology 

Cisco Optical Transceiver Modules and Line Cards 

22. On information and belief, Cisco makes, uses, sells, and/or offers to sell in the 

United States, and/or imports into the United States various networking equipment including 

routers and switches.  For example, Cisco makes, uses, and sells converged networking routers 
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and switches, for use in high-speed local, metro, and wide-area networks, that include high-speed 

optical networking ports.  In addition, Cisco sells datacenter and cloud switches that include 

high-speed optical networking ports. 

23. Many of these Cisco router and switch products include line cards and associated 

optical transceiver modules that together enable high-speed optical communications of 100 Gbps 

or higher per port.  See, e.g., Cisco Brochure c02-741700, “The Next Frontier for Cloud 

Networking: Cisco Nexus 400G” (Jan. 2019), available at 

https://www.cisco.com/c/dam/en/us/solutions/collateral/data-center/high-capacity-400g-data-

center-networking/brochure-c02-741700.pdf; Cisco Datasheet c78-729222, “Cisco Network 

Convergence System 4000 Series” (Nov. 2018), available at 

https://www.cisco.com/c/en/us/products/collateral/optical-networking/network-convergence-

system-4000-series/data_sheet_c78-729222.pdf. 

24. Cisco’s various routers and switches include line cards, including removable 

blades and built in circuit boards, that include functionality to provide digital signal processing 

for various optical networking ports, including Optical Transport Network (OTN) or Ethernet 

ports operating at speeds up to and including 100, 200, and 400 Gbps.  See, e.g., Cisco Datasheet 

c78-736495, “Cisco NCS 4000 400 Gbps DWDM/OTN/Packet Universal Line Card” (Sept. 

2017), available at https://www.cisco.com/c/en/us/products/collateral/optical-

networking/network-convergence-system-4000-series/datasheet-c78-736495.pdf (“Up to 2x 200 

Gbps Dense Wavelength-Division Multiplexing (DWDM) wavelengths using the CFP2 ports”); 

see also Cisco Datasheet c78-741557, “Cisco Nexus 3432D-S Switch” (Apr. 2019), available at 

https://www.cisco.com/c/en/us/products/collateral/switches/nexus-3000-series-

switches/datasheet-c78-741557.pdf (“Each QSFP-DD port can operate at 400, 100, 50, 40, and 

25 Gbps”). 
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25. Cisco makes, uses, and/or sells various optical transceiver modules for use with 

the optical networking ports on its routers and switches.  See, e.g., Cisco Datasheet c78-736495 

at 2 (“CFP2 ACO pluggables”); Cisco Datasheet c78-741557 at 3 (“The Cisco Nexus 3400-S are 

Quad Small Form factor pluggable – Double Density (QSFP-DD) platforms that support the full 

range of optical transceviers [sic]”); Cisco Brochure c02-741700 at 2(“400G optics: QSFP-DD” 

and “QDD-400G-FR4-S”); Cisco Product Brief c45-740242, “Cisco 40/100Gb QSFP100 BiDi 

Pluggable Transceiver” (Feb. 2018), available at 

https://www.cisco.com/c/dam/en/us/products/collateral/interfaces-modules/transceiver-

modules/at-a-glance-c45-740242.pdf.  These modules are sold in a variety of configurations, 

varying in form factor, communication speed, optics supported, and type of modulator employed.  

Numerous variations of these transceiver modules operating at speeds of 100Gbps and above, 

along with associated digital signal processing functionality in the modules and/or on the 

associated line cards, infringe the Asserted Patents, as further detailed herein.  

26. Cisco participates in and leads various industry standards, multi-vendor 

implementation agreements, and specification efforts to define the physical form factor, 

operation, requirements, and capabilities of its optical transceiver modules.  For example, the 

CFP2 ACO pluggable modules used, inter alia, with the NCS 4000 400 Gbps 

DWDM/OTN/Packet Universal Line Card, are defined and specified in part in Optical 

Internetworking Forum, OIF-CFP2-ACO-01.0, Implementation Agreement for Common Analog 

Coherent Optics Module (Jan. 22, 2016).  Cisco’s QSFP-DD and other modules are also defined 

in various industry standards and implementation agreements in which Cisco participates, such 

as the 100G Lambda MSA Group’s 100G-FR, 100G-LR, and 400G-FR4 Technical 

Specifications, Rev 2.0 (Sept. 18, 2018), and the QSFP-DD MSA’s Common Management 

Interface Specification, Rev 3.0 and Hardware Specification, Rev 4.0 (Sept. 18, 2018), as well as 
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related IEEE standards and standardization efforts.  Cisco promotes these industry standards and 

implementation agreements, and their resulting specifications, including on its website and blogs. 

27. Cisco’s infringing products achieve optical networking transport speeds of 100 

Gbs and above by employing the advanced modulation techniques of the Asserted Patents, 

including via signal processing in its line cards and/or optical transceiver modules.  See, e.g., 

Cisco Datasheet c78-736495 at 2 (“The NCS 4000 Universal line card also provides two 200 

Gbps 16-QAM DWDM Long Haul transmission ports through the CFP2 ACO pluggables” and 

“latest generation of Digital Signal Processor (DSP) technology dramatically increases the 

performance of 100 Gbps QPSK and 200 Gbps 16-QAM optical transport”); Cisco Datasheet 

c78-741557 at 3 (“The Cisco Nexus® 3400-S is the first 400G programmable switch series in 

the Nexus 3000 portfolio with 50 Gbps PAM4 Serial-Deserializers (SerDes), and is designed for 

data centers with industry-leading performance-per-watt power efficiency at low latency”);  

Cisco Product Brief c45-740242 at 1 (“PAM4 optical modulation”) (emphases added).   

28. Cisco has publicly acknowledged and endorsed the need for, and adoption of, the 

advanced modulation techniques of the Asserted Patents in order to achieve data rates of 100 

Gbps and higher using fewer lines or channels.  See, e.g., Cisco Blog SP360: Service Provider, 

“PAM4 for 400G Optical Interfaces and Beyond (Part 1),” available at 

https://blogs.cisco.com/sp/pam4-for-400g-optical-interfaces-and-beyond-part-1 (“In order to 

avoid costly electrical and optical design, there has been a recent revival of research on coherent 

technology and multi-level modulation formats to achieve greater than 25G channel rates.  4-

level pulse amplitude modulation (PAM4), a relatively low-cost solution, has been adopted in the 

transceiver industry, enabling high-speed data rates, toward 400G and beyond.”). 

29. Cisco’s infringing products also achieve optical networking transport speeds of 

100 Gbs and above by employing the digital signal mapping techniques of the Asserted Patents.  

Case 2:19-cv-00225-JRG   Document 48   Filed 12/12/19   Page 12 of 35 PageID #:  487

Appx102

Case: 20-148      Document: 2-2     Page: 105     Filed: 08/27/2020 (159 of 190)



 

 12 

 

Mapping of the digital symbols to correct for modulator non-linearity and other such signal 

degradations is necessary at the high per-lane speeds at which the infringing products operate.  

Industry standards, including for example the IEEE 802.3bs-2017 standard amendment, have 

included, inter alia, transmitter linearity and signal quality requirements and tests in recognition 

of this need.  See IEEE Standard for Ethernet, “Amendment 10: Media Access Control 

Parameters, Physical Layers, and Management Parameters for 200 Gb/s and 400 Gb/s 

Operation,” IEEE Std 802.3bs-2017 at §§ 120D.3.1.1 - 120D.3.1.8.  Cisco’s infringing products 

comply with these and similar transmission signal quality requirements, including through the 

use of the digital signal mapping techniques of the Asserted Patents. 

30. Cisco’s infringing transceiver modules and associated DSP functionality (the 

“Accused Products”) support advanced mapping and modulation techniques, including without 

limitation Quadrature Modulation (e.g., 16-QAM) and Pulse Amplitude Modulation (e.g., 

PAM4).  The Accused Products include, but are not limited to: 100, 200, and 400 Gbps 

pluggable CFP2 modules; 100, 200, and 400 Gbps QSFP56 and QSFP-DD modules, including 

modules that operate at speeds at or above 50 Gbps per optical or electrical lane; “BiDi” modules 

that communicate at or above 100 Gbps, including 100G BiDi or 400G BiDi products; modules 

that communicate according to the 100G-FR, 100G-LR, and 400G-FR4 Technical 

Specifications; and other modules that include similar functionality, along with the associated 

digital signal processing functionality, whether implemented in the module itself or in an 

associated circuit or processor. 

31. Cisco makes, uses, offers to sell, sells (including by technology leases to its 

customers), and/or imports into the United States the Accused Products.  Cisco further uses and 

offers its Accused Products at industry trade shows and demonstrations to existing or potential 

customers.  See, e.g., Cisco Blog, SP360: Service Provider, “OFC 2017 Demo: Cisco 400GbE 
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Optical Module,” available at https://blogs.cisco.com/sp/ofc-2017-demo-cisco-400gbe-optical-

module; Cisco Blog, SP360: Service Provider, “Cisco Optics On Display and Demonstrated at 

OFC 2018,” available at https://blogs.cisco.com/sp/cisco-optics-on-display-and-demonstrated-

at-ofc-2018 (“live demo of the QSFP-DD form factor for 400G optical interfaces” and “dual-rate 

40/100 Gb QSFP BiDi transceiver”); Cisco Blog, SP360: Service Provider, “Cisco Optics Demos 

and Displays at OFC 2019,” available at https://blogs.cisco.com/sp/cisco-optics-demos-and-

displays-at-ofc-2019 (“100G 1-λ Silicon Photonics For 10km.  Cisco’s silicon photonics will be 

on display in a live demo, showing single-lambda PAM4 performance over 10km of duplex 

SMF.”).   

FIRST COUNT 
(Infringement of U.S. Patent No. 10,270,535) 

32. Ramot incorporates by reference the allegations set forth in Paragraphs 1-31 of 

this Complaint as though fully set forth herein.  

33. Cisco makes, uses, sells, and/or offers to sell in the United States, and/or imports 

into the United States products that directly infringe the ’535 Patent, including the above 

identified Cisco Accused Products that use advanced 8-QAM, 16-QAM, PAM4, or similar or 

higher-order modulation techniques (’535 Accused Products).  Cisco’s ’535 Accused Products 

that use advanced QAM modulation infringe claim 2 of the ’535 Patent.  Cisco’s ’535 Accused 

Products that use advanced PAM4 modulation infringe claim 1 of the ’535 Patent. 

34. As an example, the ’535 Accused Products implement modulating and 

transmitting an optical signal over an optical fiber in response to inputting N bits of digital data.  

Cisco’s optical routers and switches include line cards and modules that manipulate digital data 

in the form of multi-bit words or symbols, which is converted and transmitted as optical signals.  

For example, and without limitation, Cisco’s Network Convergence System (NCS) 4000 Series 
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products route and switch packet-based digital data and provide optical transmission for transport 

across networks.  See, e.g., Cisco Datasheet c78-729222 at Figure 1: 

 

see also Cisco Datasheet c78-736495 at Figure 1: 

 

Id. at 2 (“The NCS 4000 Universal line card also provides two 200 Gbps 16-QAM DWDM Long 

Haul transmission ports through the CFP2 ACO pluggables.”); Cisco Datasheet c78-741079, 

“Cisco Digital CFP2 Pluggable Optical Module” (July 2018) at Figure 1: 
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35. As an additional example, Cisco’s Nexus 400G products switch digital data and 

provide optical transmission for transport across networks, including within advanced data 

centers.  See, e.g., Cisco Brochure c02-741700; Cisco Datasheet c78-741557 at 3, Figure 1: 

 

Cisco Blog, “OFC 2017 Demo: Cisco 400GbE Optical Module”: 
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See also Cisco Product Brief c45-740242 at 2 (“In 100Gb mode, it operates 50Gb PAM4 

channels, for a total aggregate bandwidth of 100Gb.  PAM4 technology enables 50Gb data rate 

with signaling at 25Gbaud rates.  The 40/100G BiDi contains a gearbox to translate the signal 

from a 4x25G format, native to the QSFP28 form factor, to the 2x50Gb format for the optical 

domain.  It also employs onboard forward-error-correction (FEC) to reduce bit error rate.”), 

Figures 1 and 2: 
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36. The optical modulators of the ’535 Accused Products have a plurality of 

waveguide branches, where each branch has an input of an unmodulated optical signal.  For 

example, and without limitation, the OIF-CFP2-ACO-01.0 Implementation Agreement for CFP2 

modules specifies an unmodulated laser driving the various arms (i.e., waveguide branches) of a 

nested Mach-Zehnder type modulator.  See, e.g., OIF-CFP2-ACO-01.0 at Figure 3: 
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A Cisco technical journal paper describes the “[t]ypical components in a CFP2-ACO module” 

accordingly.  See, e.g., Fludger, et al., “1Tb/s Real-Time 4 x 40 Gbaud DP-16QAM Super-

Channel Using CFP2-ACO Pluggable Modules Over 625 km of Standard Fiber,” IEEE J. 

Lighwave Tech. 35, pp. 949, Figure 1 (Feb. 2017): 
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Similarly, another Cisco technical journal paper describes Cisco’s use of “Segmented MZM 

[Mach-Zehnder]” type modulators in QSFP form factor devices to achieve PAM-4 modulation.  

See, e.g., Mazzini, et al., “25GBaud PAM-4 Error Free Transmission over both Single Mode 

Fiber and Multimode Fiber in a QSFP form factor based on Silicon Photonics,” 2015 Optical 

Fiber Conference, paper Th5B.3 at 1, Figure 1(b) (“(b) Segmented MZI PAM-4 transmitter block 

diagram with Cisco PAM-4 optical eye diagrams.”): 

 

A continuous-wave (CW) distributed feedback laser (DFB) provides the unmodulated optical 

signal to the MZM in this example.  Id. 

37. The ’535 Accused Products implement converting the N bits of digital data to M 
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drive voltage values, where M>N and N>1.  For example, and without limitation, Cisco’s CFP2 

pluggable modules (including signal processing components on the line card in the case of 

CFP2-ACO modules or integrated into the module in the case of CFP2-DCO modules), receive 

multiple-bit inputs of digital data, then process those digital symbols via mapping, encoding, 

QAM symbol mapping, and signal conditioning modules that convert the digital data into 

symbols and corresponding voltage values for driving electrodes of the optical modulator arms.  

See, e.g., Fludger et al. at Figure 2(a): 

 

See also Mazzini, et al., at Figure 1(b) (describing FEC and PAM4 encoding modules used with 

a segmented Mach-Zehnder modulator in a QSFP form factor solution). 

38. The ’535 Accused Products implement coupling the M drive voltage values to the 

unmodulated optical signal, thereby enabling modulation of the unmodulated optical signal to 

generate either a QAM (according to claim 2) or a pulse modulated (according to claim 1) optical 

signal.  For example, and without limitation, in Cisco’s CFP2 pluggable modules the QAM 

modulated symbols and corresponding voltage values described above are coupled to the 

unmodulated optical signal via drivers for the branches of the Mach-Zehnder modulator 
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structures.  See, e.g., OIF-CFP2-ACO-01.0 at Figure 3 (detail below): 

 

Similarly, in Cisco’s PAM-4 modules the PAM modulated symbols and corresponding voltage 

values are coupled to the unmodulated optical signal via drivers for the segmented branches of 

the Mach-Zehnder modulator structures therein.  See, e.g., Mazzini, et al., at Figure 1(b).   

39. The ’535 Accused Products implement transmitting the QAM or pulse modulated 

optical signals over an optical fiber.  Cisco’s Accused Products have optical fiber ports for 

transmitting over optical fibers of various lengths, types, and wavelengths.  See, e.g., Cisco 

Datasheet c78-741079 at 2 (“16-QAM schemes could offer up to 400km of reach on standard 

G.652 Single mode fiber”); Cisco Brochure c02-741700 at 2 (“2km duplex SMF (LC)”); Cisco 

Datasheet c78-736282, “Cisco 100GBASE QSFP-100G Modules” (May 2018), available at 

https://www.cisco.com/c/en/us/products/collateral/interfaces-modules/transceiver-

modules/datasheet-c78-736282.pdf, at 2 (“The Cisco QSFP 40/100 Gb dual-rate bi-directional 

(BiDi) transceiver is a pluggable optical transceiver with a duplex LC connector interface for 

short-reach data communication and interconnect applications using Multi-Mode Fiber 

(MMF).”). 
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40. By making, using, offering for sale, and/or selling products in the United States, 

and/or importing products into the United States, including but not limited to the ’535 Accused 

Products, Cisco has injured Ramot and is liable to Ramot for directly infringing one or more 

claims of the ’535 Patent, including without limitation claim 2 pursuant to 35 U.S.C. § 271(a). 

41. Cisco also infringes the ’535 Patent under 35 U.S.C. § 271(b) & (c).  

42. Cisco knowingly encourages and intends to induce infringement of the ’535 

Patent by making, using, offering for sale, and/or selling products in the United States, and/or 

importing them into the United States, including but not limited to the ’535 Accused Products, 

with knowledge and specific intention that such products will be used by its customers.  For 

example, Cisco instructs its customers on how to use and implement the technology claimed in 

the ’535 patent.  See e.g., Cisco Datasheet c78-736495; Cisco Datasheet c78-741557; Cisco 

Brochure c02-741700; Cisco Product Brief c45-740242. 

43. Cisco also contributes to the infringement of the ’535 Patent.  Cisco makes, uses, 

sells, and/or offers to sell products in the United States, and/or imports them into the United 

States, including but not limited to the ’535 Accused Products, knowing that those products 

constitute a material part of the claimed invention, that they are especially made or adapted for 

use in infringing the ’535 Patent, and that they are not staple articles or commodities of 

commerce capable of substantial non-infringing use. 

44. On information and belief, Cisco was aware of the ’535 Patent and related Ramot 

patents, had knowledge of the infringing nature of its activities, and nevertheless continues its 

infringing activities.  For example, on November 5, 2014, Ramot sued Cisco for infringement of 

two parent patents of the ’535 patent.  See Ramot at Tel Aviv University Ltd. v. Cisco Systems, 

Inc., Case No. 2:14-cv-1018 (E.D. Tex. Nov. 5, 2014), Dkt. 1 at ¶ 1.  Cisco filed papers in that 

action, which was later voluntarily dismissed without prejudice.  Id. at Dkt. 12, 16.  In addition, a 

Case 2:19-cv-00225-JRG   Document 48   Filed 12/12/19   Page 23 of 35 PageID #:  498

Appx113

Case: 20-148      Document: 2-2     Page: 116     Filed: 08/27/2020 (170 of 190)



 

 23 

 

parent of the ’535 Patent was cited by and relied on by the patent examiner in at least one patent 

prosecution of a Cisco patent.  See U.S. Patent No. 8,320,720 at 1. 

45. Cisco’s infringement of the ’535 Patent has been and continues to be deliberate 

and willful, and, this is therefore an exceptional case warranting an award of enhanced damages 

and attorneys’ fees pursuant to 35 U.S.C. §§ 284-285. 

46. As a result of Cisco’s infringement of the ’535 Patent, Ramot has suffered 

monetary damages, and seeks recovery in an amount adequate to compensate for Cisco’s 

infringement, but in no event less than a reasonable royalty with interest and costs. 

SECOND COUNT 
(Infringement of U.S. Patent No. 10,033,465) 

47. Ramot incorporates by reference the allegations set forth in Paragraphs 1-46 of 

this Complaint as though fully set forth herein. 

48. Cisco makes, uses, sells, and/or offers to sell in the United States, and/or imports 

into the United States products that directly infringe the ’465 Patent, including the above 

identified Cisco Accused Products that use advanced PAM4, or similar or higher-order 

modulation techniques (’465 Accused Products).  Cisco’s ’465 Accused Products that use 

advanced PAM4 modulation infringe one or more claims of the ’465 Patent, including without 

limitation, claim 1.  Cisco’s ’465 Accused Products that use advanced QAM modulation infringe 

one or more claims of the ’465 Patent, including without limitation, claim 4. 

49. As an example, the ’465 Accused Products implement converting digital electrical 

data into modulated optical streams.  For example, and without limitation, see the evidence cited 

and discussed above with respect to paragraphs 34-35. 

50. The ’465 Accused Products implement inputting into an optical modulator N bits 

of digital data in parallel, N being larger than 1.  For example, and without limitation, see the 
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evidence cited and discussed above with respect to paragraphs 34-35. 

51. The ’465 Accused Products implement mapping a set of N input values 

corresponding to said N bits of digital data to a vector of M voltage values where M is equal to 

or larger than N.  For example, and without limitation, Cisco’s various PAM4 modules and 

associated signal processing components receive multiple-bit inputs of digital data, then map 

those digital symbols to other digital symbols corresponding to voltage values for driving 

modulators to implement the advanced pulse modulation scheme.  This mapping is performed 

via modules in the signal processing components, such as FEC encoder and/or PAM encoder 

modules.  See, e.g., Mazzini, et al., at Figure 1(b): 

 

As an additional example, Cisco’s CFP2 pluggable modules (including signal processing 

components on the line card in the case of CFP2-ACO modules or integrated into the module in 

the case of CFP2-DCO modules), receive multiple-bit inputs of digital data, then map those 

digital symbols to other digital symbols corresponding to voltage values for driving modulators 

to implement the advanced QAM modulation scheme.  This mapping is performed via data 

mapping, encoding, QAM symbol mapping, and/or signal conditioning modules in the signal 

processing components.  See, e.g., Fludger et al. at Figure 2(a): 
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52. The ’465 Accused Products implement driving at least M electrodes of the optical 

modulator, enabled to pulse modulate (according to claim 1) or modulate by QAM (according to 

claim 4) at least an input optical stream, responsively to the M voltage values, to provide at least 

a pulse modulated (according to claim 1) or QAM modulated (according to claim 4) output 

optical stream.   For example, and without limitation see the evidence cited above with respect to 

paragraphs 38-39. 

53. By making, using, offering for sale, and/or selling products in the United States, 

and/or importing them into the United States, including but not limited to the ’465 Accused 

Products, Cisco has injured Ramot and is liable to Ramot for directly infringing one or more 

claims of the ’465 Patent, including without limitation claim 1, pursuant to 35 U.S.C. § 271(a). 

54. Cisco also infringes the ’465 Patent under 35 U.S.C. § 271(b) & (c).  

55. Cisco knowingly encourages and intends to induce infringement of the ’465 

Patent by making, using, offering for sale, and/or selling products in the United States, and/or 

importing them into the United States, including but not limited to the ’465 Accused Products, 

with knowledge and specific intention that such products will be used by its customers.  For 
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example, Cisco instructs its customers on how to use and implement the technology claimed in 

the ’465 patent. See e.g., Cisco Datasheet c78-741557; Cisco Brochure c02-741700; Cisco 

Product Brief c45-740242. 

56. Cisco also contributes to the infringement of the ’465 Patent.  Cisco makes, uses, 

sells, and/or offers to sell products in the United States, and/or imports them into the United 

States, including but not limited to the ’465 Accused Products, knowing that those products 

constitute a material part of the claimed invention, that they are especially made or adapted for 

use in infringing the ’465 Patent, and that they are not staple articles or commodities of 

commerce capable of substantial non-infringing use. 

57. On information and belief, Cisco was aware of the ’465 Patent and related Ramot 

patents, had knowledge of the infringing nature of its activities, and nevertheless continues its 

infringing activities.  For example, on November 5, 2014, Ramot sued Cisco for infringement of 

two parent patents of the ’465 patent.  See Ramot at Tel Aviv University Ltd. v. Cisco Systems, 

Inc., Case No. 2:14-cv-1018 (E.D. Tex. Nov. 5, 2014), Dkt. 1 at ¶ 1.  Cisco filed papers in that 

action, which was later voluntarily dismissed without prejudice.  Id. at Dkt. 12, 16.  In addition, a 

parent of the ’465 Patent was cited by and relied on by the patent examiner in at least one patent 

prosecution of a Cisco patent.  See U.S. Patent No. 8,320,720 at 1. 

58. Cisco’s infringement of the ’465 Patent has been and continues to be deliberate 

and willful, and, this is therefore an exceptional case warranting an award of enhanced damages 

and attorneys’ fees pursuant to 35 U.S.C. §§ 284-285. 

59. As a result of Cisco’s infringement of the ’465 Patent, Ramot has suffered 

monetary damages, and seeks recovery in an amount adequate to compensate for Cisco’s 

infringement, but in no event less than a reasonable royalty with interest and costs. 
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THIRD COUNT 
(Infringement of U.S. Patent No. 10,461,866) 

60. Ramot incorporates by reference the allegations set forth in Paragraphs 1-59 of 

this Complaint as though fully set forth herein. 

61. Cisco makes, uses, sells, and/or offers to sell in the United States, and/or imports 

into the United States products that directly infringe the ’866 Patent, including the above 

identified Cisco Accused Products that use advanced PAM4, or similar or higher-order 

modulation techniques (’866 Accused Products).  Cisco’s ’866 Accused Products that use 

advanced PAM4 modulation infringe one or more claims of the ’866 Patent, including without 

limitation, claim 19.   

62. As an example, the ’866 Accused Products implement converting digital electrical 

data into modulated optical streams using a modulation system.  For example, and without 

limitation, see the evidence cited and discussed above with respect to paragraphs 34-35. 

63. The ’866 Accused Products implement inputting into a digital to digital converter 

coupled to an electrically controllable optical modulator N bits of a digital data word, N being 

larger than 1.  For example, and without limitation, see the evidence cited and discussed above 

with respect to paragraphs 34-35. 

64. The ’866 Accused Products implement using a digital to digital converter for 

mapping a set of N input values corresponding to the N bits of digital data word to a digital drive 

vector corresponding to M drive voltage values where M = N.  For example, and without 

limitation, Cisco’s various PAM4 modules and associated signal processing components receive 

multiple-bit inputs of digital data, then map those digital symbols to other digital symbols 

corresponding to M voltage values for driving modulators to implement the advanced pulse 

modulation scheme.  This symbol mapping digital to digital conversion is performed, for 
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example, by modules in the signal processing components, such as FEC encoder and/or PAM 

encoder modules.  See, e.g., Mazzini, et al., at Figure 1(b): 

 

As an additional example, and without limitation, at least some of Cisco’s QSFP-40/100G-SRBD 

“BiDi” modules contain a Broadcom BCM82251 ASIC, a “Single 100GbE/Dual 40GbE PHY 

[that] drives 40G/50G Serial PAM4.”: 

 

See, e.g., Broadcom, BCM82251 Overview, available at 

https://www.broadcom.com/products/ethernet-connectivity/optical-phy/bcm82251 (“In 100GbE 

mode, the BCM82251 converts 4 × 25GE traffic into 2 × 50GE PAM4 and is capable of driving 
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Direct Attached Cable and SR/LR optics”).  The chip includes a digital to digital conversion that 

maps bits of digital data to a digital drive vector corresponding to drive voltage values. 

65. The ’866 Accused Products implement coupling the drive voltage values 

corresponding to the digital drive vector to an electrically controllable optical modulator, which 

is thereby responsively enabled to modulate by pulse modulation one or more unmodulated 

optical signals and provide one or more pulse modulated output optical signals.   For example, 

and without limitation see the evidence cited above with respect to paragraphs 38-39.  As an 

additional example, Cisco has made, demonstrated, sold, and offered to sell at least 40G/100G 

“BiDi,” 100G “single lambda,” and 400Gbps QSFP-DD pluggable modules that use PAM4 pulse 

modulation.  Cisco Product Brief c45-740242 at 1 (“PAM4 optical modulation”); Cisco Blog, 

SP360: Service Provider, “Cisco Optics Demos and Displays at OFC 2019,” available at 

https://blogs.cisco.com/sp/cisco-optics-demos-and-displays-at-ofc-2019 (“100G 1-λ Silicon 

Photonics For 10km.  Cisco’s silicon photonics will be on display in a live demo, showing 

single-lambda PAM4 performance over 10km of duplex SMF.”);  Cisco Blog, SP360: Service 

Provider, “Silicon Photonics Demonstration at OFC 2019,” available at 

https://blogs.cisco.com/sp/silicon-photonics-demonstration-at-ofc-2019 (“We plugged two of our 

100G single-wavelength PAM4 modules into a Cisco Nexus 9k ethernet switch. . . . The PAM4 

modules (green in the diagram) had two different spools of single-mode fiber inserted, one for 

each direction of traffic.”):  
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Cisco Datasheet c78-741560, “Cisco Nexus 9300-GX Series Switches” (updated November 18, 

2019), available at https://www.cisco.com/c/en/us/products/collateral/switches/nexus-9000-

series-switches/datasheet-c78-741560.pdf, at 3 (“16 x 400/100-Gbps QSFP-DD ports”); “Leviton 

Cabling Guide for Cisco 100G and 400G Optics” (October 2019) at 1, available at 

https://www.cisco.com/c/dam/en/us/products/collateral/interfaces-modules/transceiver-

modules/cabling-guide-100-400g.pdf (listing 100G and 400G part numbers). 

66. By making, using, offering for sale, and/or selling products in the United States, 

and/or importing them into the United States, including but not limited to the ’866 Accused 

Products, Cisco has injured Ramot and is liable to Ramot for directly infringing one or more 

claims of the ’866 Patent, including without limitation claim 19, pursuant to 35 U.S.C. § 271(a). 

67. Cisco also infringes the ’866 Patent under 35 U.S.C. § 271(b) & (c).  

68. Cisco knowingly encourages and intends to induce infringement of the ’866 
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Patent by making, using, offering for sale, and/or selling products in the United States, and/or 

importing them into the United States, including but not limited to the ’866 Accused Products, 

with knowledge and specific intention that such products will be used by its customers.  For 

example, Cisco instructs its customers on how to use and implement the technology claimed in 

the ’866 patent. See e.g., Cisco Datasheet c78-741557; Cisco Brochure c02-741700; Cisco 

Product Brief c45-740242. 

69. Cisco also contributes to the infringement of the ’866 Patent.  Cisco makes, uses, 

sells, and/or offers to sell products in the United States, and/or imports them into the United 

States, including but not limited to the ’866 Accused Products, knowing that those products 

constitute a material part of the claimed invention, that they are especially made or adapted for 

use in infringing the ’866 Patent, and that they are not staple articles or commodities of 

commerce capable of substantial non-infringing use. 

70. On information and belief, Cisco was aware of the ’866 Patent and related Ramot 

patents, had knowledge of the infringing nature of its activities, and nevertheless continues its 

infringing activities.  For example, on November 5, 2014, Ramot sued Cisco for infringement of 

two parent patents of the ’866 patent.  See Ramot at Tel Aviv University Ltd. v. Cisco Systems, 

Inc., Case No. 2:14-cv-1018 (E.D. Tex. Nov. 5, 2014), Dkt. 1 at ¶ 1.  Cisco filed papers in that 

action, which was later voluntarily dismissed without prejudice.  Id. at Dkt. 12, 16.  In addition, a 

parent of the ’866 Patent was cited by and relied on by the patent examiner in at least one patent 

prosecution of a Cisco patent.  See U.S. Patent No. 8,320,720 at 1.  In addition, Cisco became 

aware of the specific application of claims of the ’866 patent to its products at least as of this 

Amended Complaint. 

71. Cisco’s infringement of the ’866 Patent has been and continues to be deliberate 

and willful, and, this is therefore an exceptional case warranting an award of enhanced damages 
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and attorneys’ fees pursuant to 35 U.S.C. §§ 284-285. 

72. As a result of Cisco’s infringement of the ’866 Patent, Ramot has suffered 

monetary damages, and seeks recovery in an amount adequate to compensate for Cisco’s 

infringement, but in no event less than a reasonable royalty with interest and costs. 

PRAYER FOR RELIEF 

WHEREFORE, Plaintiff prays for judgment and seeks relief against Cisco as follows: 

(a) For judgment that U.S. Patent Nos. 10,270,535, 10,033,465, and 10,461,866 have 

been and continue to be infringed by Cisco; 

(b) For an accounting of all damages sustained by Plaintiff as the result of Cisco’s 

acts of infringement; 

(c) For finding that Cisco’s infringement is willful and enhancing damages pursuant 

to 35 U.S.C. § 284; 

(d) For a mandatory future royalty payable on each and every future sale by Cisco of 

a product that is found to infringe one or more of the Asserted Patents and on all future products 

which are not colorably different from products found to infringe; 

(e) For an award of attorneys’ fees pursuant to 35 U.S.C. § 285 or otherwise 

permitted by law; 

(f) For all costs of suit; and 

(g) For such other and further relief as the Court may deem just and proper. 

 

DEMAND FOR JURY TRIAL 

Pursuant to Rule 38(b) of the Federal Rules of Civil Procedure and Local Rule CV-38, 

Plaintiff demands a trial by jury of this action. 
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Dated:  December 12, 2019        Respectfully Submitted, 

 
By:  /s/ Corey Johanningmeier   
 

Henry C. Bunsow  
Denise De Mory 
Corey Johanningmeier  
BUNSOW DE MORY LLP 
701 El Camino Real 
Redwood City, CA 94063 
Telephone: (650) 351-7248 
Facsimile: (415) 426-4744 
hbunsow@bdiplaw.com 
ddemory@bdiplaw.com 
cjohanningmeier@bdiplaw.com 
 
S. Calvin Capshaw  
State Bar No. 03783900  
Elizabeth L. DeRieux  
State Bar No. 05770585  
CAPSHAW DERIEUX, LLP  
114 E. Commerce Ave.  
Gladewater, TX 75467  
Telephone: 903-845-5770  
Email: ccapshaw@capshawlaw.com  
Email: ederieux@capshawlaw.com 

 
Attorneys for Plaintiff 
RAMOT AT TEL AVIV UNIVERSITY LTD. 
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CERTIFICATE OF SERVICE 
 

The undersigned certifies that the foregoing document was filed electronically in 

compliance with Local Rule CV-5(a) with a copy of this document via the Court’s CM/ECF 

system. 

 

Dated:  December 12, 2019 
/s/ Corey Johanningmeier  

Corey Johanningmeier 
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IN THE UNITED STATES DISTRICT COURT 
FOR THE EASTERN DISTRICT OF TEXAS 

MARSHALL DIVISION 

RAMOT AT TEL AVIV UNIVERSITY 
LTD., 

Plaintiff, 

v.  

CISCO SYSTEMS, INC., 

Defendant. 

§ 
§ 
§ 
§ 
§ 
§ 
§ 
§ 
§ 
§ 

CIVIL ACTION NO.  2:19-CV-00225-JRG 

ORDER 

Before the Court is Defendant’s Motion to Stay Pending Inter Partes Review of U.S. 

Patents No. 10,270,535 and No. 10,033,465 (the “Motion”). (Dkt. No. 36.) The Court notes that 

no such inter partes review (“IPR”) of U.S. Patent Nos. 10,270,535 and 10,033,465 has been 

instituted by the Patent Trial and Appeal Board (“PTAB”).1 See generally Cisco Sys., Inc. v. Ramot 

at Tel Aviv Univ. Ltd., IPR2020-00122 (P.T.A.B.); Cisco Sys., Inc. v. Ramot at Tel Aviv Univ. Ltd., 

IPR2020-00123 (P.T.A.B.).  

It is the Court’s established practice to consider that motions to stay pending IPR 

proceedings that have not been instituted are inherently premature. At this nascent stage, it is 

impossible for the Court to determine “whether the stay will likely result in simplifying the case 

before the court.” NFC Tech. LLC v. HTC Am., Inc., No. 2:13-cv-1058-WCB, 

2015WL10691111, at *2 (E.D. Tex. Mar. 11, 2015) (Bryson, J.). If the PTAB denies institution 

of the IPRs, there will be no simplification of the case. Accordingly, Defendants’ Motion 

1 The PTAB has also not instituted IPR on U.S. Patent No. 10,461,866, which was recently added 
in Plaintiff’s Amended Complaint. See generally Cisco Sys., Inc. v. Ramot at Tel Aviv Univ. Ltd., 
IPR2020-00484 (P.T.A.B.). 
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should be and hereby is DENIED WITHOUT PREJUDICE to its refiling if and when IPR 

proceedings are instituted by the PTAB. 

.

____________________________________
RODNEY  GILSTRAP
UNITED STATES DISTRICT JUDGE

So ORDERED and SIGNED this 4th day of February, 2020.
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IN THE UNITED STATES DISTRICT COURT 
FOR THE EASTERN DISTRICT OF TEXAS 

MARSHALL DIVISION 

RAMOT AT TEL AVIV UNIVERSITY LTD., 

Plaintiff, 

v. 

CISCO SYSTEMS, INC., 

Defendant. 

Case No.  2:19-cv-00225-JRG 

JURY TRIAL DEMANDED 

FOURTH AMENDED DOCKET CONTROL ORDER 

It is ORDERED that the following amended schedule of deadlines shall be in effect until 

further order of this Court: 

Date New Date Event 

December 9, 
2020 

*Jury Selection – 9:00 a.m. in Marshall, Texas before
Judge Rodney Gilstrap

October 26, 
2020 

*Pretrial Conference – 9:00 a.m. in Marshall, Texas
before Judge Rodney Gilstrap

November 9, 
2020 

*If a juror questionnaire is to be used, an
editable (in Microsoft Word format)
questionnaire shall be jointly submitted to the
Deputy Clerk in Charge by this date1

1 The Parties are referred to the Court’s Standing Order Regarding Use of Juror 
Questionnaires in Advance of Voir Dire. 
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Date New Date Event 

October 19, 
2020 

 *Notify Court of Agreements Reached During Meet and 
Confer 
 
The parties are ordered to meet and confer on any 
outstanding objections or motions in limine.  The parties 
shall advise the Court of any agreements reached no 
later than 1:00 p.m. three (3) business days before the 
pretrial conference. 

October 19, 
2020 

 *File Joint Pretrial Order, Joint Proposed Jury 
Instructions, Joint Proposed Verdict Form, Responses to 
Motions in Limine, Updated Exhibit Lists, Updated 
Witness Lists, and Updated Deposition Designations 

October 12, 
2020 

 *File Notice of Request for Daily Transcript or Real 
Time Reporting. 
 
If a daily transcript or real time reporting of court 
proceedings is requested for trial, the party or parties 
making said request shall file a notice with the Court 
and e-mail the Court Reporter, Shelly Holmes, at 
shelly_holmes@txed.uscourts.gov. 

October 6, 2020  File Motions in Limine 
 
The parties shall limit their motions in limine to issues 
that if improperly introduced at trial would be so 
prejudicial that the Court could not alleviate the 
prejudice by giving appropriate instructions to the jury. 

October 6, 2020  Serve Objections to Rebuttal Pretrial Disclosures 

September 28, 
2020 

 Serve Objections to Pretrial Disclosures; and Serve 
Rebuttal Pretrial Disclosures 

September 14, 
2020 

 Serve Pretrial Disclosures (Witness List, Deposition 
Designations, and Exhibit List) by the Party with the 
Burden of Proof 
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Date New Date Event 

September 4  
, 2020 

 *Response to Dispositive Motions (including Daubert 
Motions). Responses to dispositive motions that were 
filed prior to the dispositive motion deadline, including 
Daubert Motions, shall be due in accordance with Local 
Rule CV-7(e), not to exceed the deadline as set forth in 
this Docket Control Order.2 Motions for Summary 
Judgment shall comply with Local Rule CV-56. 

August 21, 2020  *File Motions to Strike Expert Testimony (including 
Daubert Motions)  
 
No motion to strike expert testimony (including a 
Daubert motion) may be filed after this date without 
leave of the Court. 

August 21, 2020  *File Dispositive Motions  
 
No dispositive motion may be filed after this date 
without leave of the Court.  
 
Motions shall comply with Local Rule CV-56 and Local 
Rule CV-7.  Motions to extend page limits will only be 
granted in exceptional circumstances.  Exceptional 
circumstances require more than agreement among the 
parties.  

August 17, 2020  Deadline to Complete Expert Discovery 

August 3, 2020  Serve Disclosures for Rebuttal Expert Witnesses 

July 13, 2020  Serve Disclosures for Expert Witnesses by the Party 
with the Burden of Proof 

July 3, 2020 July 6, 2020 Deadline to File Motions to Compel Discovery 

July 3, 2020  Deadline to Complete Fact Discovery 

 
2The parties are directed to Local Rule CV-7(d), which provides in part that “[a] party’s 

failure to oppose a motion in the manner prescribed herein creates a presumption that the party 
does not controvert the facts set out by movant and has no evidence to offer in opposition to the 
motion.”  If the deadline under Local Rule CV 7(e) exceeds the deadline for Response to 
Dispositive Motions, the deadline for Response to Dispositive Motions controls.  
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(*) indicates a deadline that cannot be changed without showing good cause.  Good cause is 
not shown merely by indicating that the parties agree that the deadline should be changed. 

ADDITIONAL REQUIREMENTS 

Mediation: While certain cases may benefit from mediation, such may not be appropriate 
for every case. The Court finds that the Parties are best suited to evaluate whether mediation will 
benefit the case after the issuance of the Court’s claim construction order. Accordingly, the Court 
ORDERS the Parties to file a Joint Notice indicating whether the case should be referred for 
mediation within fourteen days of the issuance of the Court’s claim construction order. As a 
part of such Joint Notice, the Parties should indicate whether they have a mutually agreeable 
mediator for the Court to consider. If the Parties disagree about whether mediation is appropriate, 
the Parties should set forth a brief statement of their competing positions in the Joint Notice. 

Summary Judgment Motions, Motions to Strike Expert Testimony, and Daubert 
Motions:  For each motion, the moving party shall provide the Court with two (2) hard copies of 
the completed briefing (opening motion, response, reply, and if applicable, sur-reply), excluding 
exhibits, in D-three-ring binders, appropriately tabbed.  All documents shall be single-sided and 
must include the CM/ECF header.  These copies shall be delivered to the Court within three (3) 
business days after briefing has completed.  For expert-related motions, complete digital copies of 
the relevant expert report(s) and accompanying exhibits shall be submitted on a single flash drive 
to the Court.  Complete digital copies of the expert report(s) shall be delivered to the Court no later 
than the dispositive motion deadline.  

 
Indefiniteness:  In lieu of early motions for summary judgment, the parties are directed to 

include any arguments related to the issue of indefiniteness in their Markman briefing, subject to 
the local rules’ normal page limits. 

Motions for Continuance:  The following excuses will not warrant a continuance nor 
justify a failure to comply with the discovery deadline: 

(a) The fact that there are motions for summary judgment or motions to dismiss pending; 

(b) The fact that one or more of the attorneys is set for trial in another court on the same day, 
unless the other setting was made prior to the date of this order or was made as a special 
provision for the parties in the other case; 

(c) The failure to complete discovery prior to trial, unless the parties can demonstrate that it 
was impossible to complete discovery despite their good faith effort to do so. 

Amendments to the Docket Control Order (“DCO”):  Any motion to alter any date on 
the DCO shall take the form of a motion to amend the DCO.  The motion to amend the DCO shall 
include a proposed order that lists all of the remaining dates in one column (as above) and the 
proposed changes to each date in an additional adjacent column (if there is no change for a date 
the proposed date column should remain blank or indicate that it is unchanged).  In other words, 
the DCO in the proposed order should be complete such that one can clearly see all the remaining 
deadlines and the changes, if any, to those deadlines, rather than needing to also refer to an earlier 
version of the DCO. 
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Proposed DCO:  The Parties’ Proposed DCO should also follow the format described 
above under “Amendments to the Docket Control Order (‘DCO’).” 

 

.

____________________________________
RODNEY  GILSTRAP
UNITED STATES DISTRICT JUDGE

So ORDERED and SIGNED this 6th day of July, 2020.
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CERTIFICATE OF SERVICE 

I hereby certify that I electronically filed the foregoing with the 

Clerk of the Court for the United States Court of Appeals for the 

Federal Circuit by using the appellate CM/ECF system on August 27, 

2020. 

A copy of the foregoing was served upon the following counsel of 

record via FedEx and Office of the General Counsel for the United 

States Patent and Trademark Office via First Class mail: 

Lauren N. Robinson 
Corey Johanningmeier 
BUNSOW DE MORY LLP 
701 El Camino Real 
Redwood City, CA 94063 
Telephone: (650) 351-7248 
lrobinson@bdiplaw.com; 
cjohanningmeier@bdiplaw.com; 
BDIP_RamotIPRService@bdiplaw.com; 

Nicholas T. Matich 
Acting General Counsel and Senior Legal Advisor 
Office of the General Counsel 
United States Patent and Trademark Office 
P.O. Box 1450 
Alexandria, VA 22313 
Telephone: (571) 272-2000 

ORRICK, HERRINGTON & SUTCLIFFE LLP 

/s/ Mark S. Davies
Mark S. Davies 
Counsel for Petitioner 
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